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APPENDIX A

UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

No. 2022-1386

ROKU, INC,,
APPELLANT,

V.

INTERNATIONAL TRADE COMMISSION,
APPELLEE,

UNIVERSAL ELECTRONICS, INC.,
INTERVENOR,

Appeal from the United States International Trade
Commission in Investigation No. 337-TA-1200.

(January 19, 2024)

DOUGLAS HALLWARD-DRIEMEIER, Ropes &
Gray LLP, Washington, DC, argued for appellant. Also
represented by BRENDAN FREDRICK MCLAUGH-
LIN, MATTHEW RIZZOLO; MICHAEL MORALES,
MATTHEW R. SHAPIRO, New York, NY; ANDREW
N. THOMASES, East Palo Alto, CA; JONATHAN DA-
NIEL BAKER, Dickinson Wright RLLP, Mountain
View, CA; MICHAEL DAVID SAUNDERS, Austin,
TX.

MATTHEW S. STEVENS, Alston & Bird LLP,
Charlotte, NC, argued for intervenor. Also represented
by KIRK T. BRADLEY, NICHOLAS CHRISTOP-
HER MARAIS; THOMAS W. DAVISON, ADAM
SWAIN, Washington, DC, RYAN W. KOPPELMAN,
Los Angeles, CA.
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CARL PAUL BRETSCHER, Office of the General
Counsel, United States International Trade Commis-
sion, Washington, DC, argued for appellee. Also repre-
sented by WAYNE W. HERRINGTON, SIDNEY A.
ROSENZWEIG.

Before DYK, HUGHES, and STOLL, Circuit
Judges.

HUGHES, Circuit Judge.

Appellant Roku, Inc. appeals a final determination
from the International Trade Commission, finding that
(1) Intervenor Universal Electronics, Inc. had owner-
ship rights to assert U.S. Patent No. 10,593,196 in the
investigation; (2) Universal satisfied the economic prong
of the domestic industry requirement under subpara-
graph (a)(3)(C) of 19 U.S.C. § 1337 (Section 337); and (3)
Roku failed to present clear and convincing evidence
that the ‘196 patent was obvious over the prior art. Be-
cause the Commission did not err in making any of these
findings, we affirm.

I
A

Different television and video devices (such as
smart TVs and DVD or Blu-ray players) use different
communication protocols. There are two broad catego-
ries of communication protocols: wired communication
protocols, such as HDMI connections; and wireless com-
munication protocols, such as Wi-Fi or Bluetooth con-
nections. Many of these communication protocols are in-
compatible with each other, but consumers might have
multiple devices they want to use together, such as a
wireless smart TV connected to a DVD player. The ‘196
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patent purports to address this incompatibility with a
“universal control ROKU, INC. v. ITC engine,” referred to
in the claims as a “first media device,” that can connect
to and scan various target devices (called “second media
devices” in the patent) to determine which kind of com-
munication protocols they use. The first media device es-
sentially translates between the different types of de-
vices. Figure 2 of the ‘196 patent shows how a “first me-
dia device” can help connect multiple other types of de-
vices:

Figurs 2

The first media device (labeled “100” in Figure 2) is
able to receive wireless signals from either a remote con-
trol (200) or an app on a tablet computer (202). The first
media device then issues commands, using either wired
or infrared (IR) signals, to various controllable appli-
ances, such as a television (106), a digital video recorder
(110), or a DVD player (108).

Representative claim 1 is as follows:

1. [p] A first media device, comprising:
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[a] a processing device;

[b] a high-definition multimedia interface
communications port, coupled to the pro-
cessing device, for communicatively connect-
ing the first media device to a second media
device;

[c] a transmitter, coupled to the processing
device, for communicatively coupling the first
media device to a remote control device; and

[d] a memory device, coupled to the pro-
cessing device, having stored thereon proces-
sor executable instruction;

[e] wherein the instructions, when exe-
cuted by the processing device,

[i] cause the first media device to be
configured to transmit a first command
directly to the second media device, via
use of the high-definition multimedia
communications port, to control an op-
erational function of the second media
device when a first data provided to the
first media device indicates that the
second media device will be responsive
to the first command, and

[ii] cause the first media device to be
configured to transmit a second data to
a remote control device, via use of the
transmitter, for use in configuring the
remote control device to transmit a sec-
ond command directly to the second
media device, via use of a ROKU, INC. V.
ITC communicative connection between
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the remote control device and the sec-
ond media device, to control the opera-
tional function of the second media de-
vice when the first data provided to the
first media device indicates that the
second media device will be unrespon-
sive to the first command.

196 patent, cl. 1 (annotated by the parties).
B

Universal Electronics, Inc. owns the ‘196 patent.
Universal developed a set of technologies called “Quick-
Set,” which is incorporated into multiple smart TVs.
Universal relied on QuickSet to satisfy the economic
prong of the domestic industry requirement’ in this in-
vestigation and claimed that QuickSet practices the
teachings of the ‘196 patent.

Roku creates various TV streaming technologies,
such as the Roku streaming channel and the Roku stick.
Roku also works with third parties to create Roku-
branded TVs and licenses its operating system to other
parties.

Universal filed a complaint with the International
Trade Commission against Roku for importing certain
TV products that infringe the ‘196 patent. The Commis-
sion instituted an investigation, and the administrative

I For a party to file a complaint under Section 337, they must show
that they have an economic domestic industry in the United States,
as laid out in 19 U.S.C. § 1337(a)(3)(A)-(C). Parties need only satisfy
one of paragraphs (A) through (C). As discussed infra, Universal
claimed that it satisfied subparagraph (a)(3)(C) based on its sub-
stantial investment in engineering and research and development
(R&D) related to QuickSet in the United States.
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law judge found that Roku violated Section 337 by im-
porting infringing articles. The Commission affirmed the
administrative judge’s finding and found in relevant part
that (1) Universal had ownership rights to assert the
196 patent; (2) Universal satisfied the economic prong of
the domestic industry requirement; and (3) the asserted
claims were not invalid as obvious.

1

Earlier in the investigation, Roku filed a motion for
summary determination that Universal lacked standing
to assert the ‘196 patent because, at the time Universal
filed its complaint, it did not own all rights to the ‘196
patent. Roku argued that Universal filed a petition for
correction of inventorship to add one of its employees as
an inventor to the patent after it filed its complaint with
the Commission and that the agreements between this
employee (Mr. Barnett) and Universal did not constitute
an assignment of rights.

Initially, the administrative judge granted Roku’s
motion, finding that a 2004 agreement between Mr. Bar-
nett and Universal was a “mere promise to assign rights
in the future, not an immediate transfer of expectant
rights.” J.A. 26177 (quoting Abraxis Bioscience, Inc. v.
Navinta LLC, 625 F.3d 1359, 1365 (Fed. Cir. 2010)).
Thus, “the 2004 Barnett Agreement did not automati-
cally assign to [Universal] any of Mr. Barnett’s rights to
the Provisional Applications or the ‘196 patent that
eventually issued from the priority chain.” J.A. 26177.
The Commission reversed, finding instead that in a sep-
arate 2012 agreement, Mr. Barnett assigned all his
rights to a series of provisional applications, including
the one to which the ‘196 patent claims priority. The
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Commission also found that Mr. Barnett did not contrib-
ute any new or inventive matter to the ‘196 patent after
filing the provisional applications. Based on those two
facts, the Commission found that the 2012 agreement
constituted a “present conveyance” of Mr. Barnett’s
rights in the ‘196 patent, and thus Universal could assert
the ‘196 patent. From this, the Commission found that
the issue involving the 2004 agreement was moot.

2

The Commission found that Universal satisfied the
economic prong of the domestic industry requirement by
proving a substantial investment in engineering and re-
search and development to exploit the ‘196 patent pur-
suant to subparagraph (a)(3)(C) of Section 337. Subpar-
agraph (a)(3) of Section 337 requires a party filing suit
with the Commission to possess a domestic industry in
the United States, which can be satisfied by showing
“substantial investment in [a patent’s] exploitation, in-
cluding engineering, research and development, or li-
censing.” 19 U.S.C. § 1337(a)(3)(C). Specifically, the
Commission found that Universal had made substantial
investments in domestic engineering and R&D related
to the QuickSet platform. The Commission also found
that Universal’s investments in domestic R&D ac-
counted for a substantial portion of its total investments
in engineering and R&D. The Commission also found
that Universal demonstrated a nexus between its engi-
neering and R&D investments, the ‘196 patent, and the
Samsung TVs that constituted Universal’s domestic in-
dustry products. Accordingly, the Commission found
that Universal’s investments constituted exploitation of
the asserted patent as required for investments under
subparagraph (a)(3)(C).
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The administrative judge initially found that Roku
made a “marginal prima facie case” that claim 1 of the
‘196 patent was obvious over two prior art references,
Chardon? and Mishra.? J.A. 169-71. The parties did not
dispute that Chardon disclosed all limitations of claim 1
other than 1[e][ii]. The administrative judge found that
Mishra disclosed limitation 1[e][ii], which requires the
“first media device” to transmit a signal to configure the
remote control device to directly control a target device
via IR or other wireless pathway when that device is un-
responsive to an HDMI signal. However, the adminis-
trative judge said that “a certain amount of cherry-pick-
ing is required” to find all claim limitations disclosed in
the combination of Chardon and Mishra and that Roku’s
case was at best “marginal.” J.A. 167. Furthermore, the
administrative judge found that Universal’s evidence of
secondary considerations, which showed that QuickSet
satisfied a long-felt but unmet need, outweighed Roku’s
obviousness case.

The Commission affirmed this finding and modified
the administrative judge’s other findings. The Commis-
sion found that the combination of Chardon and Mishra
was not even “marginal” and simply did not disclose a

21U.S. Patent Pub. No. 2001/0005197, which discloses communication
pathways for telephones, and discloses a method for answering a
telephone call remotely using a remote control unit that can also
control a VCR.

3U.S. Patent Pub. No. 2001/0005197, which discloses communication
pathways for telephones, and discloses a method for answering a
telephone call remotely using a remote control unit that can also
control a VCR.
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system that automatically configures two different con-
trol devices to transmit commands over different path-
ways. The Commission also found that Roku failed to
present clear and convincing evidence of a motivation to
combine. Thereafter, the Commission affirmed the ad-
ministrative judge’s finding that the asserted claims
were non-obvious.

Roku now appeals. We have jurisdiction under 28
U.S.C. § 1295(a)(6).

II

To bring a complaint before the International Trade
Commission, “at least one complainant [must be] the
owner or exclusive licensee of the subject intellectual
property.” 19 C.F.R. § 210.12(a)(7); see also IpVenture,
Inc. v. ProStar Comput., Inc., 503 F.3d 1324, 1325 (Fed.
Cir. 2007). Interpretation of an agreement for patent
ownership is a legal question of contract interpretation,
reviewed de novo. See Omni MedSci, Inc. v. Apple Inc.,
7 F.4th 1148, 1151-52 (Fed. Cir. 2021). This Court re-
views for substantial evidence underlying factual deter-
minations upon which a conclusion of standing is based.
SiRF Tech., Inc. v. ITC, 601 F.3d 1319, 1325 (Fed. Cir.
2010); see also Finnigan Corp. v. ITC, 180 F.3d 1354,
1361-62 (Fed. Cir. 1999). Whether a complainant has sat-
isfied the domestic industry requirement generally in-
volves mixed questions of law and fact, reviewed de novo
and for substantial evidence, respectively. Motorola Mo-
bility, LLC v. ITC, 737 F.3d 1345, 1348 (Fed. Cir. 2013).

Obviousness is a legal question based on underlying
fact findings. Purdue Pharma L.P. v. Epic Pharma,
LLC, 811 F.3d 1345, 1351 (Fed. Cir. 2016). This Court re-
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views legal determinations de novo and underlying fac-
tual determinations for substantial evidence. Rambus
Inc. v. Rea, 731 F.3d 1248, 1251 (Fed. Cir. 2013).

III

Roku challenges three aspects of the Commission’s
final determination: (1) the Commission’s determination
that Universal had ownership rights to assert the ‘196
patent in this investigation; (2) the Commission’s deter-
mination that Universal’s QuickSet technology satisfied
the economic prong of the domestic industry require-
ment; and (3) the Commission’s determination that Roku
failed to establish that claim 1 of the ‘196 patent is obvi-
ous over the combination of Chardon and Mishra. We ad-
dress each argument in turn.

A

Roku contends that Universal did not have owner-
ship rights to assert the ‘196 patent in this investiga-
tion.* Roku argues that the Commission erred in finding
that Universal had ownership rights based on the 2004
agreement Mr. Barnett signed because that agreement
did not constitute a present conveyance of his intellec-
tual property rights—it only said that inventions cre-
ated by Mr. Barnett “shall be” the property of Universal.
Roku argues that the 2004 agreement was merely a
promise to assign his rights in the future, not an actual
conveyance of those rights.

* Throughout its briefs, Roku refers to this argument as a “stand-
ing” challenge. We agree with the Commission that “standing” is
not the right term. Rather, Roku is actually challenging whether
Universal had rights to the ‘196 patent when it filed its complaint
against Roku.
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We are not persuaded. Roku disregards the actual
basis of the Commission’s determination, which was a
separate 2012 agreement that constituted a present con-
veyance of Mr. Barnett’s rights in the provisional appli-
cation associated with the ‘196 patent—the Commis-
sion’s decision did not rely on the 2004 agreement Roku
references. Whether the agreement includes an auto-
matic assignment or is merely a promise to assign de-
pends on the contract language. See Abraxis, 625 F.3d at
1364. The language of each assignment states that Mr.
Barnett “hereby sell[s] and assign[s] . . . [his] entire
right, title, and interest in and to the invention,” includ-
ing “all divisions and continuations thereof, including the
subject-matter of any and all claims which may be ob-
tained in every such patent.” J.A. 23339-42. On its face,
the agreement language constitutes a present convey-
ance. See FilmTec Corp. v. Allied-Signal Inc., 939 F.2d
1568, 1573 (Fed. Cir. 1991) (explaining that an agree-
ment to “hereby grant” title to the patent “expressly
granted . .. rights in any future invention”);

Speedplay, Inc. v. Bebop, Inc., 211 F.3d 1245, 1253
(Fed. Cir. 2000) (finding that an agreement that “hereby
conveys, transfers and assigns . . . all right, title and in-
terest in and to Inventions” operated as an automatic as-
signment). Thus, we agree with the Commission that
“Mr. Barnett assigned his entire rights to the invention
.. . through the 2012 Barnett Agreements.” J.A. 26186.
Accordingly, we affirm.
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Next, Roku argues that the Commission erred in de-
termining that Universal had satisfied the economic
prong of the domestic industry requirement because it
did not require Universal to allocate its domestic indus-
try expenses to a specific domestic industry product.
The administrative judge found, and the Commission af-
firmed, that “because QuickSet involves software and
‘software updates’ that result in practice of the asserted
claims when implemented on the Samsung DI products,”
Universal’s asserted expenditures are attributable to its
domestic investments in R&D and engineering. J.A. 190.
Furthermore, the administrative judge found, and the
Commission affirmed, that “[Universal’s] investments
go directly to the functionality necessary to practice
many claimed elements of” the ‘196 patent. J.A. 189.
Both findings are supported by substantial evidence,
such as data regarding Universal’s specific domestic in-
vestments in QuickSet and the amount of Universal’s do-
mestic R&D investments relative to its total R&D ex-
penditures.®

Roku instead focuses on Universal’s investments in
certain smart TVs, rather than the QuickSet technology
that is installed on those TVs. But that is not the appro-
priate inquiry. Our precedent does not require expendi-
tures in whole products themselves, but rather, “suffi-
ciently substantial investment in the exploitation of the
intellectual property.” InterDigital Commc’ns, LLC v.
ITC, 707 F.3d 1295, 1303-04 (Fed. Cir. 2013). In other
words, a complainant can satisfy the economic prong of

5 The specific amounts and percentages of these investments have
been designated confidential business information subject to a pro-
tective order, and as such, are not recited in this opinion.
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the domestic industry requirement based on expendi-
tures related to a subset of a product, if the patent(s) at
issue only involve that subset. Here, there is no dispute
that the “intellectual property” at issue is practiced by
QuickSet and the related QuickSet technologies, a sub-
set of the entire television. Roku does not dispute that
QuickSet embodies the teachings of the ‘196 patent, nor
does Roku explain why Universal’s domestic invest-
ments into QuickSet are not “substantial.” Accordingly,
we affirm the Commission’s determination that Univer-
sal has satisfied the economic prong of the domestic in-
dustry requirement in subparagraph (a)(3)(C) of Section
3317.
C

Roku’s final argument on appeal is that the Commis-
sion erred in finding that it failed to prove that the com-
bination of Chardon and Mishra discloses limitation 1[e]
of the ‘196 patent, and also erred by accepting Univer-
sal’s evidence of secondary considerations of non-obvi-
ousness. But Roku does not directly challenge the Com-
mission’s actual findings. For example, the Commission
noted that limitation 1[e] allows a first media device to
choose between two different control devices, depending
on whether the second media device is responsive to
commands from the first media device. But the Commis-
sion determined that neither Chardon nor Mishra—or
even the combination of both—allow for a choice be-
tween different second media devices, and cited to sev-
eral portions of the references in support of this finding.

Regarding secondary considerations, Roku’s only
argument is that the Commission erred in finding a
nexus between the secondary considerations of non-ob-
viousness because some of the news articles Universal
presented discuss features in addition to QuickSet. But
that argument is meritless. Roku does not dispute that
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the Commission’s determination regarding secondary
considerations of non-obviousness is supported by sub-
stantial evidence, nor does Roku dispute that QuickSet
is discussed in the references the Commission relied on.

Because Roku does not directly address or dispute
any of the Commission’s findings on obviousness, we af-
firm.

Iv

We have considered the rest of Roku’s arguments
and find them unpersuasive. We therefore affirm the
Commission’s final determinations that (1) Universal
had ownership rights in the ‘196 patent and had the right
to assert it in this investigation; (2) Universal satisfied
the economic prong of the domestic industry require-
ment under subparagraph (a)(3)(C) of Section 337; and
(3) Roku failed to establish a prima facie case that the
challenged claims were unpatentable as obvious.

AFFIRMED
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L. INTRODUCTION

On September 9, 2021, the Commission determined
to review in part the final initial determination (“ID”) is-
sued on July 9, 2021, by the presiding administrative law
judge (“ALJ”). 86 Fed. Reg. 51381 (Sept. 15, 2021). On
review, the Commission affirms the ID’s finding that
there is a violation of section 337 of the Tariff Act of 1930,
as amended, 19 U.S.C. § 1337 (“Section 337”), with re-
spect to U.S. Patent No. 10,593,196 (“the '196 patent”).
The Commission further affirms the ID’s findings that
there is no violation of Section 337 with respect to U.S.
Patent Nos. 7,589,642 (“the *642 patent”) or 10,600,317
(“the ’317 patent”), for the reasons stated in the ID, as
modified herein.

The Commission has determined to issue a limited
exclusion order and cease and desist order against re-
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imports during the period of Presidential review.
This opinion sets forth the Commission’s reasoning in
support of its final determination.

II.  BACKGROUND
A. Procedural History

The Commission instituted the present investiga-
tion on May 22, 2020, based on a complaint filed by Uni-
versal Electronics, Inc. (“UEI”) of Scottsdale, Arizona.
85 Fed. Reg. 31211-212 (May 22, 2020). The complaint,
as supplemented, alleges violations of Section 337 in the
importation into the United States, sale for importation,
or sale in the United States after importation of certain
electronic devices, including streaming players, televi-
sions, set top boxes, remote controllers, and components
thereof, by reason of infringement of one of more of the
asserted claims of the 196 patent, the ’317 patent, the
’642 patent, and other patents that were originally as-
serted but subsequently withdrawn and terminated
from the investigation.! The notice of investigation
named Roku of Los Gatos, California, as a respondent,

! The Commission partially terminated the investigation with re-
spect to certain originally asserted claims of the 196 patent, the ’317
patent, and the ’642 patent as well as U.S. Patent Nos. 7,696,514;
9,911,325; and 9,716,853 in their entirety. See Order No. 27 (Dec. 2,
2020), unreviewed by Comm’n Notice (Dec. 23, 2020); Order No. 32
(Dec. 21, 2020), unreviewed by Comm’n Notice (Jan. 5, 2021); Order
No. 33 (Dec. 29, 2020), unreviewed by Comm’n Notice (Jan. 13,2021);
Order No. 34 (Jan. 4, 2021), unreviewed by Comm’n Notice (Jan. 21,
2021); Order No. 44 (Feb. 2, 2021), unreviewed by Comm’n Notice
(Feb. 19, 2021); Order No. 49 (Feb. 9, 2021), unreviewed by Comm’n
Notice (Feb. 24, 2021); Order No. 66 (March 23, 2021), unreviewed
by Comm’n Notice (April 8, 2021); Order No. 67 (Apr. 6, 2021), un-
reviewed by Comm’n Notice (Apr. 22, 2021).
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among others that were later terminated from this in-
vestigation.? The Office of Unfair Import Investigations
is not a party in this investigation. Id.

On August 19, 2020, the presiding ALJ held a tech-
nology tutorial and Markman hearing. ID at 2. The
ALJ issued a Markman order on October 1, 2020. Id.;
Order No. 24 (Oct. 1, 2020).

On January 25, 2021, the ALJ issued Order No. 40,
granting Roku’s motion for summary determination that
UEI lacks standing to assert the ’196 patent. Order No.
40 (Jan. 25, 2021). The Commission reversed Order No.
40 and remanded the standing issue to the ALJ for fur-
ther proceedings. Comm’n Notice (Feb. 24, 2021),
Comm’n Op. (Mar. 3, 2021).

2 In addition to Roku, the Commission’s notice of investigation orig-
inally named the following respondents: TCL Electronics Holdings
Ltd. of New Territories, Hong Kong; Shenzhen TCL New Technol-
ogy Co. Ltd. of Shenzhen, China; TCL King Electrical Appliances
Co. Ltd., Huizhou, China; TTE Technology Ine. of Corona, Califor-
nia; TCL Corp. of Huizhou City, China; TCL Moka Int’l Litd. of New
Territories, Hong Kong; TCL Overseas Marketing Ltd. of New Ter-
ritories, Hong Kong; TCL Industries Holdings Co., Litd. of New
Territories, Hong Kong; TCL Smart Device Co. of Bac Tan Uyen
District, Vietnam; Hisense Co. Ltd. of Qingdao, China; Hisense
Electronics Manufacturing Co. of America Corp. of Suwanee, Geor-
gia; Hisense Import & Export Co. Ltd. of Qingdao, China; Qingdao
Hisense Electric Co., Ltd. of Qingdao, China; Hisense International
Co., Ltd. of Shen Wang, Hong Kong; Funai Electric Co., Ltd. of
Osaka, Japan; Funai Corp. Inc. of Rutherford, New Jersey; and
Funai Co., Ltd. of Nakhon Ratchasima, Thailand (collectively, “Re-
spondents”). 85 Fed. Reg. at 31212. The Commission subsequently
terminated the investigation with respect to all of the respondents
other than Roku. See Order No. 67 (Apr. 6, 2021), unreviewed by
Comm’n Notice (Apr. 22, 2021).
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The ALJ held an evidentiary hearing from April 19-
23, 2021 and issued the final ID on July 9, 2021. The ID
finds a violation of Section 337 based on infringement of
the ’196 patent because: (i) UEI has standing to assert
the 196 patent; (ii) the accused Roku Ultra and Sound-
bar products infringe claims 1, 3, 11, and 13-15 of the '196
patent, although its revised Ultra and Soundbar prod-
ucts do not infringe the asserted claims; (iii) the asserted
claims are not invalid as obvious; and (iv) UEI satisfied
the technical and economic prongs of the domestic indus-
try requirement with respect to the 196 patent. ID at
84, 88, 98, 101-02, 105-06, 118-21, 133, 137. The ID finds
no violation with respect to the 642 patent or ’317 patent
because their asserted claims, though infringed, are in-
valid. Id. at 137-38.

On July 13, 2021, the Commission issued a notice so-
liciting public comments on the public interest factors, if
any, that may be implicated if a remedy were to be is-
sued. See 86 Fed. Reg. 38126 (July 19, 2021). The Com-
mission did not receive any public comments in response
to its notice. No party submitted public interest com-
ments pursuant to Commission Rule 210.50(a)(4) (19
C.F.R. § 210.50(a)(4)).

On July 23, 2021, both UEI and Roku filed petitions
for review of the final ID. The parties filed their respec-
tive replies on August 2, 2021.

On September 9, 2021, the Commission determined
to partially review the ID with respect to: (i) all issues
relating to the 196 patent (Questions A-D); (ii) whether
UEI satisfied the technical prong of the domestic indus-
try requirement with respect to the ’317 patent (Ques-
tion E); and (iii) whether UEI satisfied the economic
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prong of the domestic industry requirement under Sec-
tion 337(a)(3)(B) for the ’196 patent and ’317 patent
(Question F), as well as the 642 patent.? 86 Fed. Reg.
51381, 51382-83 (Sept. 15,2021). The Commission did not
review any other issues relating to the ’317 patent or
’642 patent. See id.

On September 24, 2021, UEI and Roku filed their
initial responses to the Commission’s questions on re-
view and remedy, the public interest, and bonding.* On
October 1, 2021, the parties filed their replies to each
other’s initial submissions to the Commission.®

On October 26,2021, while the investigation was still
pending final determination by the Commission, Roku
filed a Motion for a Limited Reopening of the Record and
for a Shortened Response Time (“Motion”) so that the
Commission could consider allegedly contradictory dep-
osition testimony from a certain UEI fact witness taken
in another investigation involving the same parties,
products, and technology. See Certain Televisions, Re-
mote Controls, and Components Thereof, Inv. No. 337-
TA-1263 (“the 1263 Investigation”). On the same date,

3 Although the Commission’s review of the economic prong under
Section 337(a)(3)(B) included the ’642 patent, Question F itself did
not mention that patent.

4 See Complainant’s Response to the Commission’s Notice of Re-
view (“UEI’s Resp.”); Respondent Roku’s Opening Submission on
the Issues Under Review, Remedy, and Bonding, and Public Inter-
est (“Roku’s Resp.”).

5 See Complainant’s Reply to Respondent’s Opening Submission Re-
garding the Commission Notice of Review (“UEI’s Reply”); Re-
spondent Roku’s Reply Submission on the Issues Under Review,
Remedy and Bonding, and Public Interest (“Roku’s Reply”).
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Roku and UEI filed a Joint Motion to Amend the Pro-
tective Order to Add Provisions Relating to Materials
from Inv. No. 337-TA-1263 (“Joint APO Motion”).

On October 28, 2021, the Commission granted
Roku’s motion for a shortened response time, directing
UEI to file its response by the close of business on No-
vember 2, 2021. Comm’n Order (Oct. 28, 2021). The
Commission denied the parties’ Joint APO Motion as
moot. Id.

On November 2, 2021, UEI filed its opposition to
Roku’s Motion, in accordance with the Commission’s or-
der.

The Commission, having reviewed the parties’ sub-
missions, the ID, and the deposition testimony at issue,
has determined to deny Roku’s motion to reopen the rec-
ord. Roku argues that certain deposition testimony in
the 1263 Investigation contradicts testimony given by
the same witness in the present investigation, such tes-
timony allegedly being material to the ID’s findings on
the technical and economic prongs of UEI’s asserted do-
mestic industry and UET’s evidence of secondary consid-
erations of non-obviousness regarding the 196 patent.
With regard to the technical prong for the 196 patent,
the Commission finds that the proffered deposition tes-
timony does not show that the Samsung DI Products
never use UEI’s QuickSet software or that they never
practice the asserted claims of the '196 patent. Even if
the proffered testimony were to be taken into consider-
ation, it does not refute the ID’s finding that UEI has
satisfied the technical prong of the domestic industry re-
quirement with respect to the 196 patent. Roku’s other
arguments are moot given that the Commission did not
review the ID’s findings that UEI satisfied the economic
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prong requirement under Section 337(a)(3)(C) and the
Commission has determined to reverse the ID’s finding
that Roku made a prima facie showing of obviousness
with respect to the ’196 patent, as discussed below.
Roku also has not cited any statute, rule, or precedent in
support of such an extraordinary remedy. Accordingly,
Roku has not shown sufficient grounds to warrant the
extraordinary remedy of reopening the record at this
late stage.

B. The Asserted Patents

The three patents at issue in the ID relate to remote
control devices and systems that are capable of control-
ling multiple consumer media devices, such as televi-
sions, set top boxes, digital video recorders (“DVRs”),
digital video disc (“DVD”) players, and other media de-
vices. See ID at 4-6. The UEI patents are also directed
to systems for streamlining the process of setting up uni-
versal control devices or systems for controlling multiple
media devices. Id.

The following patents and claims are asserted for in-
fringement or domestic industry:

e 196 patent, claims 1-3, 11, and 13-15.

e ’317 patent, claims 3, 6,9, and 11, which all
depend on unasserted claim 1.

e 642 patent, independent claim 19.
ID at 4.
C. The Accused Products

The accused products include certain Roku stream-
ing boxes, soundbars, and associated remote control de-
vices. ID at 6-7. UEI accused both the original and re-
vised versions of the Roku Ultra and Roku Soundbar of
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infringing the ’196 patent. Id. at 7. UEI originally ac-
cused the Roku Ultra, Soundbar, and Streaming Sticks
of infringing the ’317 patent, but later withdrew its in-
fringement allegations with respect to the Roku Stream-
ing Sticks. Id.

D. The Domestic Industry Products

For the 196 and "317 patents, UEI’s domestic indus-
try products include certain televisions manufactured by
third party Samsung that incorporate UEI's QuickSet
software (“Samsung DI Products”), which purportedly
enables the Samsung DI Products to satisfy certain
claim functions.® ID at 6. UEI bases its domestic indus-
try on its own investments in the development, mainte-
nance, improvement, and integration of its QuickSet
software into the Samsung DI Products (televisions).
Id. at 122-317.

ITI. COMMISSION REVIEW OF THE FINAL
ID

When the Commission reviews an initial determina-
tion, in whole or in part, it reviews the determination de
novo. Certain Soft-Edged Trampolines and Compo-
nents Thereof, Inv. No. 337-TA-908, Comm’n Op. at 4
(May 1, 2015). Upon review, the “Commission has ‘all
the powers which it would have in making the initial de-
termination,” except where the issues are limited on no-
tice or by rule.” Certain Flash Memory Circuits &
Prods. Containing Same, Inv. No. 337-TA-382, USITC
Pub. No. 3046, Comm’n Op. at 9-10 (July 1997) (quoting

6 UEI relies on certain remote control devices for its domestic in-
dustry with respect to the 642 patent, which is not presently at is-
sue. See ID at 6, 24 (discussing Order No. 38 (Jan. 19, 2021), unre-
viewed by Comm’n Notice (Feb. 18, 2021)).
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Certain Acid-Washed Denim Garments & Accessories,
Inv. No. 337-TA-324, Comm’n Op. at 5 (Nov. 1992)).
With respect to the issues under review, “the Commis-
sion may affirm, reverse, modify, set aside or remand for
further proceedings, in whole or in part, the initial deter-
mination of the administrative law judge.” 19 C.F.R. §
210.45(c). The Commission also “may take no position on
specific issues or portions of the initial determination,”
and “may make any finding or conclusions that in its
judgment are proper based on the record in the proceed-
ing.” Id.; see also Beloit Corp. v. Valmet Oy, 742 F.2d
1421, 1423 (Fed. Cir. 1984).

IV. ANALYSIS

For the reasons set forth below, the Commission has
determined to affirm the ID’s findings of infringement
and validity of the 196 patent, with some clarifications.
The Commission also affirms the ID’s finding of no vio-
lation with respect to the ’317 patent, albeit with some
modification to its finding that UEKI satisfied the tech-
nical prong of the domestic industry requirement. The
Commission takes no position on whether UEI satisfied
the economic prong under Section 337(a)(3)(B) with re-
spect to any of the asserted patents. The Commission
determined not to review and thus adopted the ID’s find-
ings that UEI satisfied the economic prong requirement
with respect to all three patents under Section
337(a)(3)(C). See ID at 134-38; 86 Fed. Reg. at 51382.
The Commission otherwise affirms and adopts the ID’s
findings, conclusions, and supporting analyses that are
not inconsistent with this opinion.
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A. The °196 Patent

The Commission determined to review all issues re-
lating to the *196 patent, including the construction and
application of the term “for use in configuring the remote
control device to transmit” in the final clause of claim 1,
infringement, and invalidity. See Comm’n Notice, 86
Fed. Reg. at 51382 (Questions A-D). The Commission
adopts the ID’s findings as to the 196 patent not ad-
dressed below, including the ID’s finding that UEI has
standing to assert the ’196 patent (ID at 86-88), that
UEI has satisfied the technical prong of the domestic in-
dustry requirement (id. at 102-06), and that UEI has sat-
isfied the economic prong of the domestic industry re-
quirement under Section 337(a)(3)(C) with respect to the
’196 patent (id. at 134-37).

1. Background

The 196 patent is directed to a hardware/software
unit called a Universal Control Engine (“UCE”), which
can identify and select the optimal communications path-
way for transmitting command signals to control each
target device, based on information about that device re-
ceived from a remote control device. See 196 patent at
Abstract, 1:66-2:45, 4:15-20. For example, in Figure 2,
below, the UCE (100) is a stand-alone device that can
transmit consumer electronic control (“CEC”) com-
mands over a high-definition multimedia interface
(“HDMI”) connection to connected media devices, such
as a television (106), or it can designate the remote con-
trol device (200) to transmit commands via infrared
(“IR”) (210) or another wireless frequency to control
other target devices, such as a DVD player (108) or
DVR (110). Id. at 4:39-44, 6:62-7:4, Fig. 2.
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’196 patent, Fig. 2. The UCE may be either a stand-
alone device or it may be incorporated into a media de-
vice, such as a television. Id. at 2:46-55, 4:60-62, 5:7-12,
Figs. 3,4.

The claimed invention is directed to the set-up of the
“first media device” (e.g., UCE) and a remote control de-
vice for controlling a target device, such as a television
or DVR. See id. at 17:1-32 (claim 1). After the user en-
ters information identifying the type and brand of a tar-
get device (“second media device”), the remote control
transmits “first data” to the UCE indicating whether
that target device will be “responsive” or “unrespon-
sive” to a “first command” (e.g., a CEC command) sent
over HDMI. Id. at 1:66-2:45, 3:42-4:59, 8:49-9:26. If the
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“first data” indicates that the target device will be re-
sponsive to commands sent over HDMI, then the “first
media device” will be configured to transmit commands
over HDMI to the target device. See id. at 9:27-10:19,
11:40-55, Figs. 7, 9. This is referred to as the “respon-
sive” case, as set forth in limitation 1[e][i] of claim 1, be-
low. Seeid. at 17:13-21.

If, on the other hand, the “first data” indicates that
the target device will not be responsive to a command
sent over HDMI, then the UCE will transmit “second
data” to the remote control “for use in configuring the
remote control” to issue a command (e.g., via IR) for di-
rectly controlling the target device. See id. at 11:28-38.
This is the “unresponsive” case, as set forth in the final
claim limitation 1[e][ii], below. See id. at 17:22-32 (limi-
tation 1[e][ii]). As a result of the “responsive” and “un-
responsive” cases, the system can be configured to con-
trol multiple devices using the most appropriate path-
way for each device. Id. at Abstract, 2:7-45; ID at 91-92.

Claim 1 recites the following, with bracketed letters
added to identify certain limitations, and the claim terms
in dispute identified by italics:

1. [p] A first media device, comprising:
[a] a processing device;

[b] a high-definition multi-media inter-
face [HDMI] communications port,
coupled to the processing device,
for communicatively connecting
the first media device to a second
media device;
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[d]

[e]
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a transmitter, coupled to the pro-
cessing device, for communica-
tively coupling the first media de-
vice to a remote control device; and

a memory device, coupled to the
processing device, having stored
thereon processor executable in-
struction;

wherein the instructions, when ex-
ecuted by the processing device,

[i] cause the first media device to
be configured to transmit a first
command directly to the second
media device, via use of the high-
definition multi-media [HDMI]
communications port, to control an
operational function of the second
media device when a first data pro-
vided to the first media device indi-
cates that the second media device
will be responsive to the first com-
mand, and

[ii] cause the first media device to
be configured to transmit a second
data to a remote control device, via
use of the transmitter, for use in
configuring the remote control de-
vice to transmit a second com-
mand directly to the second media
device, via use of a communicative
connection between the remote
control device and the second me-



29a

dia device, to control the opera-
tional function of the second media
device when the first data provided
to the first media device indicates
that the second media device will
be unresponsive to the first com-
mand.

196 patent at 17:1-32 (bracketed letters, emphasis
added).

2. Claim Construction

The parties’ infringement dispute focuses primarily
on limitation 1[e][ii], which states that if the “first data”
indicates the target device (“second media device”) will
be “unresponsive” to a command sent via HDMI, then
the “first media device” (e.g., UCE) will transmit a “sec-
ond data” to the remote control device “for use in con-
figuring the remote control device to transmit a second
command” to the target device for controlling that tar-
get device. See ’196 patent at 17:22-32 (limitation
1[e][ii]) (emphasis added).

The parties did not seek a construction of “for use in
configuring the remote control to transmit” during the
Markman proceedings. See Order No. 24 (Oct. 1, 2020)
(Markman order). The ALJ also did not provide a con-
struction in either the Markman order or the ID, apart
from applying that term according to its plain and ordi-
nary meaning. Id.; ID at 86.

The ID addresses the term only as part of its in-
fringement analysis, finding that “Roku mischaracter-
izes [claim 1’s] requirements, and to the extent Roku’s
position implicates claim construction, its proposed con-
struction is rejected.” ID at 95. The ID finds no require-
ment that the “second data” must actually change the
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configuration, or settings, of the remote control, as Roku
argued. Id. “It is enough that the second data is ‘for use
in configuring the remote control device,” to perform its
particular operation,” the ID finds. Id. at 95-96. The ID
also finds it to be irrelevant whether additional data is
communicated between the receipt of the “first data”
and the transmission of the “second data,” provided the
“second data” is “for use in configuring the remote con-
trol device” and “to control the operational function of
the second media device.” Id. at 96 (discussing 196 pa-
tent at 17:21-32).

The Commission asked the parties on review
whether the term “for use in configuring the remote con-
trol device to transmit” requires construction and, if so,
what construction should be adopted. Comm’n Notice,
86 Fed. Reg. at 51382 (Question A). UEI argued that
the term does not require construction, as neither party
identified it for construction during the Markman pro-
ceeding, and no party or expert has identified any special
lexicography, disclaimer, or other evidence that would
warrant departure from the term’s ordinary meaning.
See UET’s Resp. at 1-2. Roku argues that the term “for
use in configuring the remote control” should be con-
strued according to its plain and ordinary meaning to re-
quire that the “second data must be used in changing the
settings of the remote control.” See Roku’s Resp. at 1-3.

On review of the parties’ briefs, the ID, and evi-
dence of record, the Commission affirms the ID’s finding
that “for use in configuring the remote control to trans-
mit” should be understood and applied according to its
plain and ordinary meaning in the art in the context of
the patent’s intrinsic evidence, i.e., its claim language,
specification, and prosecution history. See Phillips v.
AWH Corp.,415 F.3d 1303, 1312-17 (Fed. Cir. 2005), cert.
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denied, 546 U.S. 1170 (2006). The Commission affirms
the ID’s rejection of Roku’s attempt to narrow this term
to mean the “second data” itself “must be used in chang-
ing the settings in the remote control.” See Roku’s Resp.
at 1. There is nothing in the claim language or specifica-
tion that requires the “second data” to change any set-
tings or directly configure the remote control. In con-
trast, claim 1 states that the executed instructions must
“cause the first media device to be configured to trans-
mit” a “first command” or “second data,” respectively, in
the “responsive” or “unresponsive case.” See *196 patent
at 17:14-16, 21-24 (emphasis added). The term “for use
in configuring” is broader than “cause . . . to be config-
ured”; the term “for use in configuring” does not require
the “second data” to directly or immediately change any
settings or configuration of the remote control.

The parties have not identified, nor has the Commis-
sion found, any special definition or disclaimer in the in-
trinsic record of the 196 patent that warrants departure
from the term’s ordinary meaning. To the contrary, the
specification says little about “configuring” the remote
control device, apart from sending communications be-
tween the remote control and UCE. See, e.g., id. at 4:39-
42, 4:62-5:2, 5:16-19, 6:17-22, 11:40-49. The specification
also states that “the UCE may delegate the transmis-
sion of IR commands 210 to the remote control device
200, i.e., use remote control 200 as a relay device for
those commands determined to be best executed via IR
transmissions.” Id. at 4:44-50 (emphasis added). This
passage makes no mention of “configuring” the remote
control or changing its settings; it says only that the re-
mote control may be used simply as a “relay device.” See
1d. To the extent this passage is relevant to claim 1, it
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does not require that the “second data” change any set-
tings or configuration in the remote control, and thus
does not support Roku’s more narrow construction.

The Commission also rejects Roku’s attempt to limit
the scope of the claim term to a particular embodiment
inrelated U.S. Patent Application Publication 13/198,072
(“the ’072 Application”) or dictionary definition. See
Roku’s Resp. at 1-2. Roku has waived this argument by
failing to raise it in its pre-hearing brief, post-hearing
brief, or petition for review. See Order No. 2 (May 26,
2020) (Ground Rules 9.2, 13.1); 19 C.F.R. § 210.72 (Com-
mission Rule 210.72).

Even if it were timely, Roku’s argument would fail
on its merits. To the extent the '196 patent mentions the
’072 Application, apart from a generic incorporation of
this and other related applications (see 196 patent at
1:28-32), the specification refers only to the teachings of
the ‘072 Application about scanning HDMI appliances to
identify those that are CEC compatible (id. at 14:21-29).
The passage Roku actually quotes to support its posi-
tion, however, does not address such scanning but states
only that the remote control device “may be configured”
to include storing a pointer or downloading data from a
remote server. The ‘072 Application does not refer to
data “for use in configuring” the remote control. See
Roku’s Resp. at 2 (citing *072 Application, § 19). Thus,
the intrinsic record does not show that a person skilled
in the art would interpret the term “for use in configur-
ing the remote control” as narrowly as Roku argues.

The Commission thus adopts the ID’s findings re-
garding construing and applying the term “for use in
configuring the remote control device to transmit” ac-
cording to its plain and ordinary meaning. The “second
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data” must be used in the process of configuring the re-
mote control, but it does not need to actually or directly
change any settings in the remote control, as the ID cor-
rectly finds. ID at 92-98.

3. Infringement

The Commission asked the parties whether, in view
of their response to Question (A), above, the accused
Roku products infringe claim 1 of the *196 patent. See
Comm’n Notice, 86 Fed. Reg. at 51382 (Question (B)).
The Commission has determined on review to affirm the
ID’s finding that the Roku Ultra and Soundbar products
infringe the ’196 patent.”

a. Legal Standard

Section 337 prohibits “the importation into the
United States, the sale for importation, or the sale
within the United States after importation . .. of articles
that infringe a valid and enforceable United States pa-
tent....” 19 U.S.C. § 1337(a)(1)(B). Direct infringement
includes making, using, offering to sell, or selling a pa-
tented invention or importing a patented invention into
the United States, without consent of the patent owner.
35 U.S.C. § 271(a).

To prove direct infringement, the plaintiff must es-
tablish by a preponderance of the evidence that one or
more claims of the asserted patent read on the accused
product or process, either literally or under the doctrine

" This section addresses only the original versions of the accused
Roku Ultra and Soundbar products, currently in dispute. See ID at
6-7. The Commission affirms the ID’s findings that the revised
Roku Ultra and Soundbar products do not infringe the *196 patent.
See id. at 98-102.
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of equivalents.® Advanced Cardiovascular Sys., Inc. v.
Scimed Life Sys., Inc., 261 F.3d 1329, 1336 (Fed. Cir.
2001). Each limitation in a patent claim is considered
material and essential to an infringement determination.
See London v. Carson Pirie Scott & Co., 946 F.2d 1534,
1538 (Fed. Cir. 1991). “Literal infringement of a claim
exists when each of the claim limitations reads on, or in
other words is found in, the accused device.” Allen Eng.
Corp. v. Bartell Indus., 299 F.3d 1336, 1345 (Fed. Cir.
2002). If any claim limitation is found to be absent from
the accused product or process, then there is no literal
infringement. Bayer AG v. Elan Pharm. Research
Corp., 212 F.3d 141, 1247 (Fed. Cir. 2000).

b. The Accused Roku Prod-
ucts

The ID finds that the accused Roku Ultra and Roku
Soundbar are each media streaming devices (“first me-
dia device”) with a processor (“processing device”), a
“memory device” coupled to the processor for storing
“executable instructions,” an HDMI port coupled to the
processor for communicating with a target device (“sec-
ond media device”), and a “transmitter” coupled to the
processor for communicating with a “remote control de-
vice.” See ID at 92-93.

The ID finds that during set-up, the Roku device
transmits a CEC command over HDMI (i.e., to mute the
television or to turn it off) and queries the user to con-
firm whether that CEC command has been successful
(i.e., “is the television muted?” or “is the television off?”).
Id. at 93. If the user confirms the HDMI/CEC test com-
mand was successful (i.e., the television is mute or off),

8 The doctrine of equivalents is not at issue here.
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then the accused Roku device is configured to transmit
CEC commands directly to the television via the HDMI
connection. Id. at 93, 95.

If, on the other hand, the user responds that the
HDMI/CEC test command was not successful (i.e., the
television was not muted or turned off), then the accused
Roku devices will send test codes to the remote control
for sending IR commands from the remote control to di-
rectly control the television. Id. at 93-94. The process is
iterative, the ID explains, in that the accused Roku de-
vices may send multiple code sets successively until it
identifies the code set that will effectively control the
target television, the user abandons the process, or the
user starts over by identifying a different brand of tele-
vision. Id. at 94. Roku acknowledges that the successful
IR code set, whether identified the first time or after
multiple tries, “is for use in configuring the remote con-
trol” because it is stored in the settings of the remote
control and is used to generate all subsequent transmis-
sions of IR commands. Roku’s Resp. at 5-6.

c. Analysis

The Commission affirms the ID’s finding that the ac-
cused Roku Ultra and Soundbar products infringe inde-
pendent claim 1 and dependent claims 3, 11, and 13-15 of
the *196 patent. ID at 98. There is no dispute that the
accused Roku products satisfy the hardware limitations
of claim 1 (the preamble and limitations [a]-[d]), for the
reasons given in the ID. Id. at 92-93.

The ID also properly finds that the user’s response
(yes or no) to the query from the accused Roku device
(i.e., “is the television muted?” or “is the television off?”)
corresponds to the “first data” in claim 1. ID at 93, 95.
The ID’s application of this term is consistent with the
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specification, which describes the invention in terms of a
flowchart, wherein the user is prompted to respond to
various inquiries in the flowchart’s decision tree. See,
e.g., ’196 patent at 9:46-53 (soliciting user’s responses to
certain effects-observable commands during testing 920
in Fig. 9), 15:57-63 (soliciting user’s responses during
testing 1628 in Fig. 15).

The Commission also affirms the ID’s finding that
the accused Roku products practice the “responsive”
part of limitation 1[e][i]. See ID at 92-98. If the user re-
sponds affirmatively (“first data”) that the HDMI/CEC
test command was successful (e.g., television is muted or
turned off), then the accused Roku device (“first media
device”) is configured to transmit commands (“first com-
mand”) to the television (“second media device”) via the
HDMI connection, as required by limitation 1[e][i]. See
id. at 92-95 (applying '196 patent at 17:14-21 (limitation
1[e][i])). This “responsive” part is depicted on the left
side of the flowchart below (starting with “yes” to “User
confirms CEC command works?”):



First Data

Second Data
Cenfigure

‘soundb Send IR test command
c:i”dwuj.::gc via remole conkrol

Second Data Yes m No
lestc d
W

Configure remole to Advance to next IR
control TV with IR codes codesel for fesling

(RDX-0007C.21 (annotated).)

UET’s Resp. at 8. This flowchart was initially prepared
as a demonstrative (RDX-0007C.21) for Roku’s expert,
Mr. Lipoff, and was later annotated in red by UEI to
identify the “first data” and “second data” of claim 1 in
the Roku Soundbar and Ultra devices. Id.; Roku’s Resp.
at 7 (citing Hr’g Tr. (Lipoff) at 549:15-550:13, 553:13-
554:18; Tr. (Peters) at 470:20-471:1).

The Commission also affirms the ID’s finding that
the accused Roku products practice the “unresponsive”
part of limitation 1[e][ii]. See ID at 95-98. Referring
again to the flowchart above, the “unresponsive” portion
corresponds to the right-side branch (“no”) after the
“first data” (“User confirms CEC command works?”).
UEI identifies two candidates for the “second data,”
marked in red above. See UEI’s Resp. at 3, 5-8. If the
target device is “unresponsive” to the CEC test com-
mand, the Roku Ultra or Soundbar device transmits an
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RF signal (the initial “second data”) to the remote con-
trol device that contains the parameters for an IR test
command. See id. at 4. Roku acknowledges that the re-
mote control device extracts those parameters and uses
them to generate and transmit a corresponding IR sig-
nal. Roku’s Resp. at 5-6 (citing Hr’g Tr. (Lipoff) at
551:12-5563:12; Hr’g Tr. (Peters) at 60:18-61:11, 469:13-
470:13); Hr'g Tr. (Rosenberg) at 136:20-137:13). Roku
argues, however, that this RF signal is not “for use in
configuring the remote control” because it is not stored
in the remote control and does not change its settings,
but only passes through it like “water through a pipe.”
See id.

UET’s second candidate for the “second data” is the
final IR configuration data that the Roku Ultra or
Soundbar device transmits to the remote control after
the user confirms that an IR test command successfully
controls the target television. See id. at 6; UEI's Resp.
at 6-8. Roku acknowledges that this latter “second data”
is “for use in configuring the remote control” because it
is stored in the settings of the remote control and used
to generate all subsequent transmissions of IR com-
mands. Roku’s Resp. at 5-6 (citing Hr’g Tr. (Lipoff) at
553:13-554:18; Hr'g Tr. (Peters) at 470:14-471:1); Roku’s
Reply at 5 (citing Hr’g Tr. (Mendenhall) at 522:12-523:4).
Nonetheless, Roku argues that this IR configuration
data does not satisfy the “second data” limitations in
claim 1 because it is not “based on” the “first data.” See
Roku’s Resp. at 5-6; Roku’s Reply at 4-5.

The Commission finds it unnecessary to divide the
“unresponsive” branch, above, into two parts for pur-
poses of infringement. As shown below, the entire right-
side branch of the flowchart describes the process of con-
figuring the remote control to transmit IR commands
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(“second command”) using an appropriate IR code set,
regardless of whether the operative IR code set is iden-
tified after testing only one IR test command or multiple
IR test commands in succession (as represented by the
feedback loop at right). See ID at 98 (citing Hr’g Tr.
(Rosenberg) at 137:11-13); see also Hr'g Tr. (Rosenberg)
at 112:21-113:23, 203:4-23.

IR Configuration Process
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fest command

works?
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conirol IV with IR codes codeiel lof leiling

(RDX-0007C 21 (annotated).)

UET’s Reply at 10 (original demonstrative by Roku; an-
notations added by UEI).

Limitation 1[e][ii] does not require that the “second
data” directly or immediately result in the successful
configuration of the remote control to transmit a “second
command” (e.g., via IR) for controlling the target device
(“second media device”). See 196 patent at 17:21-32; ID
at 95-96. Nor does limitation 1[e][ii] preclude transmit-
ting additional data or commands between the “second
data” and the ultimate configuration of the remote con-
trol to transmit a “second command” for controlling the
target device, as long as the “second data” is “for use in



40a

configuring the remote control” to ultimately transmit a
“second command” to control the target device. ID at
96, 98. There is also no merit to Roku’s argument that
the “second data,” “second command,” or configuration
of the remote control must be “based on” the “first data,”
as there is no such requirement in the claim. See ’196
patent at 17:13-32.

Accordingly, the Commission finds that the initial
RF signal, which contains the parameters for generating
the initial IR test command, corresponds to the “second
data” in limitation 1[e][ii]. The remote control extracts
those parameters and uses them to generate and trans-
mit the IR test signal that is part of the configuration
process, as Roku acknowledges. Roku’s Resp. at 5-6 (cit-
ing Hr'g Tr. (Lipoff) at 551:12-553:12; Hr’g Tr. (Peters)
469:13-470:13). This “second data” is sufficient to satisfy
the limitation “for use in configuring the remote control”
because the initial RF signal is used the process of con-
figuring the accused remote control devices, specifically
in identifying the appropriate IR code set, which is then
loaded, stored, and used to configure the remote control,
regardless of whether that IR code set was identified af-
ter testing the initial IR test command or multiple IR
test commands, as needed. Id.

The Commission thus finds that the initial RF signal
used to generate the IR test command is the “second
data” that is “for use in configuring the remote control
to transmit a second command” for directly controlling
the target device, as set forth in limitation 1[e][ii]. The
Commission affirms the ID’s findings that the accused
Roku products infringe claim 1 and the asserted depend-
ent claims of the 196 patent. ID at 92-98, 101-02, 137.
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The Commission recognizes that the ID’s finding of
infringement rests on resolving the parties’ dispute as to
whether “tak[ing] the RF coming from the Roku Box,
converting it to IR, and then sending it back down” (i.e.,
sending the IR test command from the remote control to
the target device for testing) qualifies as “configuring”
the remote control. See ID at 97-98 (quoting Hr’'g Tr.
(Lipoff) at 553:12-21)). Although the Commission’s anal-
ysis above is sufficient to conclude that limitation 1[e] is
satisfied, the Commission further affirms the ID’s find-
ing that “converting” the RF signal to IR (in Roku’s
terms) and transmitting that IR signal to the target de-
vice also satisfies this claim limitation, even under
Roku’s narrow interpretation of “for use in configuring.”
Some internal “settings” must be changed, even tempo-
rarily, within the remote control to cause it to receive an
RF signal, extract the appropriate parameters from it,
use them to generate a specific IR test command, and
then transmit that IR test command to the television.
See Roku’s Resp. at 3, 5-6. In other words, changing the
remote control’s settings to receive an RF signal, decon-
struct it, and use its parameters to generate and trans-
mit a new signal in a different format (IR) is more com-
plicated than “water flowing through a pipe,” as Roku
contends. These changes are thus sufficient to amount
to “configuring” the remote control, even temporarily, in
the context of claim 1. See ID at 96-97 (quoting Hr’g Tr.
(Rosenberg) at 209:12-21); see also Roku’s Resp. at 5.

In sum, the Commission affirms the ID’s finding
that the Roku Ultra and Soundbar products infringe
claims 1, 3, 11, and 13-15 of the *196 patent. ID at 92-98,
101-02, 137.
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4. Validity

The Commission also determined to review the ID’s
findings on validity, specifically, whether the asserted
claims of the *196 are obvious over Chardon (U.S. Patent
Appl. Pub. No. 2012/0249890) in combination with
Mishra (U.S. Patent Appl. Publ. No. 2001/0005197). See
86 Fed. Reg. at 51382 (Questions C, D). ID at 106-121.
Upon review of the prior art, the ID, the parties’ submis-
sions, and evidence of record, the Commission has deter-
mined to affirm, with some modification, the ID’s finding
that Roku failed to prove by clear and convincing evi-
dence that the asserted claims are invalid as obvious
over Chardon in combination with Misha.

a. Legal Standard

A party cannot be held liable for infringement if the
asserted patent claim is invalid. See Pandrol USA, LP
v. AirBoss Railway Prods., Inc., 320 ¥.3d 1354, 1365
(Fed. Cir. 2003). Patent claims are presumed valid (35
U.S.C. § 282), so a party challenging validity must pre-
sent “clear and convincing evidence” of invalidity to
overcome this statutory presumption. Checkpoint Sys-
tems, Inc. v. Int’l Trade Comm’n, 54 F.3d 756, 761 (Fed.
Cir. 1995).

A patent is invalid as obvious if “the differences be-
tween the subject matter sought to be patented and the
prior art are such that the subject matter as a whole
would have been obvious at the time the invention was
made to a person having ordinary skill in the art to which
said subject matter pertains.” 35 U.S.C. § 103 (pre-AIA).
Obviousness is a legal conclusion that is based on under-
lying findings of fact. Motorola Mobility, LLC v. Int’l
Trade Comm™, 737 F.3d 1345, 1348 (Fed. Cir. 2013).
These factual findings, known as the Graham factors,
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are: (1) the scope and content of the prior art; (2) the dif-
ference between the prior art and the claims at issue; (3)
the level of ordinary skill in the art at the time the inven-
tion was made; and (4) any objective indicia of non-obvi-
ousness. Id. (citing Graham v. John Deere Co., 383 U.S.
1, 17-18 (1966)). All four Graham factors must be con-
sidered where evidence is offered, and it is error to reach
a conclusion of obviousness until all of those factors are
considered. Polaris Indus., Inc. v. Arctic Cat, Inc., 882
F.3d 1056, 1071-72 (Fed. Cir. 2018).

A party challenging a patent as obvious through a
combination of references must also demonstrate by
clear and convincing evidence that a person of ordinary
skill in the art would have been motivated to combine
the teachings of the prior art to achieve the claimed in-
vention and would have had a reasonable expectation of
success in doing so. OSRAM Sylvania, Inc. v. Am. In-
duction Techs., Inc., 701 F.3d 698, 706-707 (Fed. Cir.
2012). A flexible teaching, suggestion, or motivation test
can be useful to prevent hindsight bias when determin-
ing whether a combination of known elements would
have been obvious. Norgren Inc.v. Int’l Trade Comm™n,
699 F.3d 1317, 1322-23 (Fed. Cir. 2012). Obviousness,
however, cannot be confined to a rigid application of a
teaching, suggestion, or motivation test, however, as
consideration of the common sense and ordinary creativ-
ity of one of ordinary skill in the art must also be part of
the analysis. Id. (discussing KSR Int’l Co. v. Teleflex
Inc., 550 U.S. 398, 419-21 (2007)). Even so, the party as-
serting obviousness must still show there was an appar-
ent reason or motivation to combine the known elements
in the fashion claimed by the patent at issue. See KSR,
550 U.S. at 418-19.
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When a patent is being challenged for obviousness,
a patentee may respond by presenting evidence of “ob-
jective indicia” (or “secondary considerations”) of non-
obviousness, such as the commercial success of the in-
vention, long-felt but unmet need for the solution it pro-
vides, failure of others to achieve the invention, praise of
the invention, or copying by others. Fox Factory, Inc. v.
SRAM, LLC, 944 F.3d 1366, 1372-73 (Fed. Cir. 2019) (cit-
ing inter alia Graham, 383 U.S. at 17-18). The patentee
must also demonstrate that there is a “nexus,” i.e., a le-
gally and factually sufficient connection, between the ob-
jective indicia and the merits of the invention. Id. at
1373. A rebuttable presumption of a nexus exists if the
patentee can show that the objective evidence is tied to
a specific product that is the invention disclosed and
claimed in the patent. Id.; Immunex Corp. v Sandoz,
Inc., 964 F.3d 1049, 1067 (Fed. Cir. 2020). Such a show-
ing is not required, however, as the patentee may prove
a nexus by showing that the objective indicia, if any, are
the direct result of the unique characteristics of the
claimed invention. Fox Factory, 944 F.3d at 1373. How-
ever, where the secondary considerations “actually re-
sult from something other than what is both claimed and
novel in the claim, there is no nexus to the merits of the
claimed invention.” In re Huai-Hung Kao, 639 F.3d
1057, 1068 (Fed. Cir. 2011).

b. The ID

Chardon. Chardon, Roku’s primary prior art refer-
ence, is directed to a “remote control system” (140) for
identifying and selecting the most appropriate control
codes (e.g., HDMI/CEC or wireless IR) for controlling
the media devices in a home entertainment system (100).
Chardon, 19 1-3, 5, 6. In Figure 1, below, a remote con-
trol system (140) with a software component known as a
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remote control engine (145), is installed on each media
device, such as a “multi-media gateway” (110), a remote
control device (115), an HDMI display (e.g., television)
(105a), and other media devices (105b). Id., 1Y 8, 32, 39-
40, 88.

[—— Multi-Media|
L:'__.—,__. Galeway

145 140 0 @50

FIG. 1

The ID identifies Chardon’s “multi-media gateway”
as the “first media device” in claim 1 because it includes
a processor (“processing device”), transceivers, memory
(“memory device”), and a CEC bus (“HDMI port”). ID
at 109-10. The multi-media gateway (110) serves as a
bridge for receiving command codes (e.g., IR) from a re-
mote control device (115), translating those command
codes from one medium to another medium (e.g., IR to
CEC or RF), as necessary, and then transmitting the
codes to the target device (“second media device”).
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Chardon, {9 1, 29-31. The ID finds that Chardon satis-
fies the hardware limitations 1[a]-[d] ih claim 1. ID at
113-14.

The ID also finds that Chardon discloses the “re-
sponsive” part in limitation 1[e][i]. Id. Chardon dis-
closes two ways in which the “remote control system”
chooses between CEC and IR codes. Id. at 107; Char-
don, 19 12, 14, Fig. 5. The first way involves monitoring
a CEC bus to determine whether the target HDMI de-
vice responds to a CEC test command, and if it does not,
determining a corresponding IR command code, trans-
mitting it to the target device, and storing the appropri-
ate CEC or IR codes for future use in controlling that
device. ID at 107-08, 112-13 (citing Chardon, {9 14, 20,
33-34, 58-59, 68). In the second way, the remote control
system uses identifying information (e.g., an Extended
Display Identification Data Standard or a CEC vendor
ID) to determine whether or not the target device will
be responsive to specific CEC commands, and then
transmits commands via CEC or IR, accordingly. ID at
108, 112-13 (citing Chardon, 9 10-12, 20, 49, 50, 59, 62).

Roku admits, and the ID agrees, that Chardon does
not disclose the “unresponsive” part in limitation 1[e][ii].
See ID at 113; Roku’s Resp. at 11-12. Each of Chardon’s
embodiments, the ID finds, uses either the multi-media
gateway or the remote control, but not both, to issue
commands for controlling the target device. ID at 114-
15. Even though Chardon discloses a remote control
(115) that may be configured to transmit and receive
command codes, Chardon’s multi-media gateway sends
IR codes directly to the target device and does not trans-
mit them to the remote control for configuring that re-
mote control. Id. at 113 (citing Chardon, 1§ 38-40). Fur-
thermore, Chardon does not disclose an embodiment
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that selects between two devices (e.g., the multi-media
gateway or the remote control) to transmit commands to
different target devices, nor does it make any such selec-
tion based on the same “first data,” as in claim 1 of the
196 patent. Id. at 111-13 (citing Chardon, {9 5, 38-40);
Hr’g Tr. (Rosenberg) at 1239:7-19. Thus, the ID finds,
and Roku agrees, that Chardon fails to disclose a “first
media device” that “transmit[s] a second data to a re-
mote control device, via use of a transmitter, for use in
configuring the remote control device to transmit a sec-
ond command directly to the second media device,” as in
limitation 1[e][ii]. Id. at 113; Roku’s Resp. at 11-12.

Mishra. The ID finds that Mishra discloses the ele-
ments that are missing from Chardon. Mishra discloses
an embodiment in which a set top box (12) sends codes
and protocols to a remote control, either all at once or on
an as-needed basis, which the remote control uses for
controlling home theater devices. Mishra, 19 37-39. The
ID finds that Mishra thus discloses a transmitter for
transmitting “second data” from a “first media device”
(set top box) to a remote control, which may receive that
second data and uses it to transmit a “second command”
directly to a target device (“second media device”). See
ID at 114-15.

Combination of Chardon and Mishra. The ID
finds that a skilled artisan would have been capable of
adding Mishra’s transmitter and remote control to Char-
don. ID at 115. The ID further accepts Roku’s argument
that a person skilled in the art would have been moti-
vated to combine Chardon with Mishra to address pur-
portedly known “problems” with Chardon’s “IR
blasters” by replacing those IR blasters with Mishra’s
remote control to directly control the target device. Id.
The ID concludes that Roku established a prima facie
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case of obviousness, albeit a “marginal” one, due to the
relatively “substantial” differences between the prior
art and the claimed invention, and the need to engage in
“a certain amount of cherry-picking” to identify the
claim elements in each prior art reference. See ID at 114-
16.

Nonetheless, the ID finds UEI’s evidence of objec-
tive indicia of non-obviousness is “substantial; indeed
they are dispositive,” and outweighs Roku’s “marginal”
prima facie case of obviousness. ID at 116. The ID con-
cludes that Rok u failed to prove by clear and convincing
evidence that the *196 patent claims are invalid as obvi-
ous. Id. at 118, 137-38.

c. Analysis

The Commission affirms the ID’s finding that Roku
failed to prove by clear and convincing evidence that the
’196 patent claims are obvious over Chardon combined
with Mishra, including its finding that UEI’s secondary
considerations of non-obviousness are “substantial” and
“dispositive.” See ID at 116-18, 138. The Commission
writes separately, however, to reverse the ID’s finding
that Roku made a prima facie showing of obviousness.
Id. at 116, 118.

The ID acknowledges that a “certain amount of
cherry-picking is required” to find the limitations of
claim 1 in either Chardon or Mishra because the refer-
ences are ‘“not especially analogous to the *196 patent”
and the differences between the claimed invention and
the prior art are “substantial.” See id. at 114-15. In par-
ticular, neither Chardon nor Mishra discloses the “fun-
damental tenet” of the 196 patent’s invention, namely, a
system configured to choose between two different con-
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trol devices to transit commands over different path-
ways (e.g., HDMI vs. IR) to different target devices,
based on whether the “first media device” determines
that the target device will be responsive or unresponsive
to the “first command” over HDMI. See 196 patent at
4:39-40, 17:14-32 (limitation 1[e]); Hr’g Tr. (Rosenberg)
at 1218:21-1219:8, 1224:24- 1225:5, 1226:6-24, 1239:7-19.
Also, neither Chardon nor Mishra discloses transmitting
“second data” to the remote control “for use in configur-
ing the remote control device to transmit” commands in
the manner set forth in limitation 1[e]. See Hr’g Tr.
(Russ) at 938:10-24; ID at 110, 113-14, 118. Mishra also
does not disclose using an HDMI connection. ID at 115.

The Commission further finds that combining Char-
don with Mishra does not involve a simple substitution
of known elements, as Roku argues. Roku identifies no
teaching, suggestion, or motivation in Chardon or
Mishra to divide control of the target devices between
two different control devices, as it would run contrary to
Chardon’s teaching that either the multi-media gateway
or the remote control, but not both, is used to control all
of the target devices. See, e.g., Chardon, 1Y 32, 38, 43-
44;1D at 111, 114; Hr’g Tr. (Russ) at 935:9-936:25. More-
over, Chardon’s remote control engine can already con-
trol the target device over HDMI/CEC or IR (or another
pathway), so it would be “duplicative” and “wasteful” to
add a second IR command path that involves the remote
control. See Hr'g Tr. (Rosenberg) at 1240:20-1241:1.

The Commission also finds that Roku’s evidence of
alleged problems with IR blasters does not suffice to
show that a person skilled in the art would have been
motivated to combine Chardon and Mishra in the man-
ner required to render the invention obvious. Roku, cit-
ing its expert Dr. Russ, argues that IR blasters have
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certain “limitations,” such as being difficult to line up ef-
fectively or connect inside an entertainment cabinet. See
Roku’s Resp. at 17 (citing, e.g., Hr’g Tr. (Russ) at 832:16-
833:2, 945:7-18). Yet Dr. Russ testified that IR blasters
also have “some advantages,” and indicated that their al-
leged problems can be alleviated by arranging the media
devices in a proper way or through other means. See
Hr’g Tr. (Russ) at 940:5-941:7. The Commission also
finds no evidence to suggest that the alleged problems
with IR blasters would have motivated a person skilled
in the art to replace the single control device disclosed in
Chardon with a more complicated system that uses two
controlling devices (e.g., a set top box and a remote con-
trol) to control different media devices, particularly
where both devices are selected according to the same
“first data,” as in claim 1.

For these reasons, the Commission finds that Roku
has not established even a “marginal” prima facie case
for obviousness and reverses the ID on that point. See
ID at 116, 118. The Commission also finds that UEI’s
evidence of secondary considerations is even more “sub-
stantial,” “impressive,” or “dispositive” than the ID rec-
ognizes. See id. at 116-18. This evidence, which includes
industry praise for the invention and widespread adop-
tion, identifies the use of two controlling devices (such as
a set top box and a separate remote control) and thus
exhibits a clear nexus between the invention and the sec-
ondary considerations, for the reasons stated in the ID.
See id. at 116-17. UEI is also entitled to a presumption
of a nexus because it has shown that this objective evi-
dence is tied to specific Samsung products that practice
the invention disclosed and claimed in the '196 patent.
See Immunex Corp. v Sandoz, Inc., 964 F.3d 1049, 1067
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(Fed. Cir. 2020). Roku has not overcome this presump-
tion, made a prima facie showing of obviousness, or dis-
pelled UET’s substantive evidence of secondary consid-
erations.

The Commission thus affirms the ID’s conclusion
that Roku failed to prove by clear and convincing evi-
dence that the *196 patent claims are invalid as obvious,
albeit it reverses the ID’s finding that Roku made even
a prima facie showing of obviousness.

B. The °317 Patent

The Commission adopted the ID’s findings that
there is no violation of Section 337 with respect to the
’317 patent because the asserted claims are invalid as an-
ticipated, obvious, and directed to patent-ineligible ab-
stract subject matter, pursuant to 35 U.S.C. §§ 101-103.
ID at 36- 50, 57-83, 138-39. Nonetheless, the Commission
determined to review the ID’s finding that UEI satisfies
the technical prong of the domestic industry require-
ment with respect to the ’317 patent to correct an item
in the ID’s analysis. Id. at 51-57.

1. Legal Standard

When a Section 337 investigation is based on allega-
tions of patent infringement, the complainant must show
that “an industry in the United States, relating to the
articles protected by the patent . . . exists or is in the
process of being established.” 19 U.S.C. § 1337(a)(2).
“[Aln industry is considered to exist if there is in the
United States, with respect to the articles protected by
the patent. . . concerned -

(A) significant investment in plant and equip-
ment;
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B) significant employment of labor or capital;
or

©) substantial investment in its exploitation,
including engineering, research and development, or li-
censing.” 19 U.S.C. § 1337(a)(3).

The “domestic industry requirement” consists of a
so-called “technical prong” and an “economic prong.” A
complainant satisfies the technical prong by showing it
is practicing, licensing, or otherwise exploiting the pa-
tents at issue. Certain Microsphere Adhesives, Process
for Making Same and Products Containing Same, In-
cluding Self-Stick Repositionable Notes, Inv. No. 337-
TA-366, Comm’n Op. at 8 (Jan. 16, 1996). The test for
“practicing” a patent is essentially the same as it is for
infringement, only it involves comparing the complain-
ant’s own “domestic industry products” to one or more
claims of the patent. Alloc, Inc. v. Int’l Trade Comm’n,
342 F.3d 1361, 1375 (Fed. Cir. 2003). It is sufficient that
the domestic industry product practices at least one
claim of each patent that serves as a basis for relief; it is
not necessary for the complainant to practice the same
claims it is asserting against the respondent. Certain
Male Prophylactic Devices, Inv. No. 337-TA-546,
Comm’n Op. at 38 (Aug. 1, 2007).

2. The ID

The ’317 patent is directed to a system for setting up
a universal remote control device by using an interactive
instruction set and controllable appliance, such as a set
top box. ’317 patent at Abstract, 3:3-5, 4:55-6:28, Figs. 5,
7. In pertinent part, the ID finds that UEI satisfies the
technical prong of the domestic industry requirement by
relying on certain Samsung televisions (“Samsung DI
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Products”) that incorporate and use UEI's QuickSet
software. See ID at 51-53.

The “primary dispute,” the ID explains, is whether
the Samsung DI Products satisfy limitation 1[b], which
requires “a transmitter for transmitting communica-
tions to a display device coupled to the controlled de-
vice.” ID at 54. UEI identified the Samsung television
as the “controlled device” and its internal LCD panel as
the “display device.” Id. Roku, however, argued that the
internal LCD panel cannot be “coupled to the controlled
device” (television) because “a part of something is not
‘coupled to’ the whole.” Id. (citing inter alia Cutsforth,
Inc. v. Motivepower, Inc., 643 F. App’x 1008, 1012 (Fed.
Cir. Apr. 6,2016) (non-precedential)).

The ID make two alternative findings. First, the ID
finds that even if the “controlled device” must be physi-
cally separate from the “display device,” as Roku argues,
then claim 1 is satisfied by identifying the “main board”
in the Samsung DI Products as the “controlled device,”
and the LCD panel as the “display device.” ID at 55-56.
The ID finds that the main board is “a distinet compo-
nent or set of components inside the Samsung RU8000
[television] that is physically separate from the LCD dis-
play panel” and “electrically connected to [i.e., “coupled
to”] the display panel,” as shown in the figures below.
Id. The ID finds the main board also includes a “trans-
mitter for sending display signals to the display panel,”
as required by claim 1.

[
REDACTED

ID at 55 (reproducing CX-0647C.1).
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Second, the ID finds that the 317 patent expressly
states that the claimed invention may be contained
within the same housing as the display device, as in a tel-
evision, and does not necessarily have to be a stand-
alone device. See id. at 56 (citing *317 patent at 8:39-44).
The ID finds that in this context, then, the “display de-
vice” may be “coupled to” the television, and thus the
Samsung DI Products satisfy limitation 1[b] under ei-
ther interpretation. Id. at 56-57. The ID thus rejects
Roku’s argument that, if the “controlled device” is the
television, the “display device” cannot be part of the
“controlled device” (television). Id. at 56.

Roku argues that the ID errs in finding that the
LCD panel can be “coupled to” the Samsung television
under either theory. First, Roku argues that the ID errs
in finding that limitation 1[b] can be satisfied by identi-
fying the main board as the “controlled device” because
the main board does not have “a receiver for receiving
communications from a remotely located controlling de-
vice,” as required by claim 1. See Roku’s Resp. at 20.
Second, Roku reiterates that the LCD panel cannot be
“coupled to” the television that contains that panel. See
id.

3. Analysis

The Commission has reviewed the ID’s findings as
to whether the Samsung DI Products practice claim 1 of
the ’317 patent, focusing on the term “coupled to” and
the proper identification of the hardware limitations in
the Samsung DI Products. See 86 Fed. Reg. at 51383
(Question E). Upon review of the ID and the parties’
submissions, the Commission adopts the ID’s conclusion,
but modifies certain findings. See ID at 55-56.
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There is no dispute that the Samsung DI Products
contain each of the hardware components recited in the
asserted claims (e.g., a “receiver,” “remotely located con-
trolling device,” “transmitter,” “display device,” “pro-
cessing device,” “memory,” ete.) and use the QuickSet
software to perform the claimed functionalities. See ID
at 53-64, 56-57. The only question is whether they can
be properly aligned with the limitations as needed to sat-
isfy claim 1.

The Commission finds the parties have not disputed
the meaning of “device” or sought to impose any specific
or narrowing constructions on that term. The ordinary
meaning of “device,” as used in claim 1 (e.g., “controlled
device,” “controlling device,” “display device,” “pro-
cessing device,” ete.), has a broad and flexible scope. The
Commission further notes that Roku has not objected
conceptually to identifying a component, such as the
main board, as the “controlled device,” other than to ar-
gue that it does not satisfy all the applicable limitations
of claim 1.

In this context, then, the Commission finds that
UEI correctly proposes that the LCD screen could be
identified as the “display device” and the main board
plus Bluetooth transceiver (“receiver”) could be the
“controlled device.” See UEI’s Reply at 22-23; UEI’s
Resp. at 20-22. Alternatively, the LCD screen could be
identified as the “display device” and the rest of the
Samsung television, including the main board, trans-
ceiver, and all other components, as the “controlled de-
vice,” given the breadth of the term “device.” Thus,
there are multiple ways in which the Samsung DI Prod-
ucts can satisfy limitation 1[b] and all other limitations
needed to practice claim 1.
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As for the “coupled to” limitation, the Commission
recognizes that terms like “coupled to” may be con-
strued in certain contexts to require that the coupled
components are separate components. See, e.g., Certain
Collapsible and Portable Furniture, Inv. No. 337-TA-
1178, Comm’n Op., 2021 WL 2010902 at *13 n.13 (USITC
May 18, 2021) (collecting cases). Nonetheless, the ID
properly finds in this case that the ’317 patent teaches
that the claimed invention (the “controlled device”) may
be implemented as either a stand-alone set top box or
integrated into a television or other media device. ID at
55-56 (citing 317 patent at 8:39-48). Dependent claim 2,
for example, is limited to a “controlled device com-
prisling] a set-top box and the display device com-
pris[ing] a television.” See 317 patent at 9:12-14. This
means that claim 1, as the independent claim, should be
construed more broadly to cover both embodiments, in
which the “controlled device” can be either a set top box
or integrated into the target device. See Eko Brands,
LLC v. Adrian Rivera Maynez Emnterprises, Inc., 946
F.3d 1367, 1373 (Fed. Cir. 2020) (construing a claim to
exclude a preferred embodiment is rarely, if ever cor-
rect, and would require highly persuasive evidentiary
support). In this context, the Commission finds that the
intrinsic evidence shows that an internal “display de-
vice” (LCD panel) may be “coupled to” to the television
containing the invention for purposes of practicing claim
1, as UEI argued. See UEI’s Resp. at 20; UEI’s Reply
at 21-23.

The Commission thus affirms the ID’s findings that
the Samsung DI Products, which contain UEI's Quick-
Set software, practice the asserted claims of the ’317 pa-
tent. UEI thus satisfies the technical prong of the do-
mestic industry requirement with respect to this patent.
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C. Domestic Industry: Economic Prong

The Commission determined to review the ID’s
finding that UEI satisfied the economic prong of the do-
mestic industry requirement under Section 337(a)(3)(B)
with respect to the 196 and ’317 patents, 86 Fed. Reg.
at 51382 (Question F), as well as the ’642 patent. The
Commission, having reviewed the ID, the parties’ sub-
missions, and the evidence of record, has determined to
take no position as to whether UEI satisfied the eco-
nomic prong with respect to any of the three patents un-
der Section 337(a)(3)(B).? The Commission determined
not to review and thus adopted the ID’s findings that
UEI satisfied the economic prong of the domestic indus-
try requirement with respect to all three patents under
Section 337(a)(3)(C). See ID at 134-38; 86 Fed. Reg. at
51382.

V. REMEDY, THE PUBLIC INTEREST, AND
BONDING

The Commission has “broad discretion in selecting
the form, scope, and extent of the remedy.” Viscofan,
S.A.v. US. Int’1 Trade Comm’n, 7187 F.2d 544, 548 (Fed.
Cir. 1986).

¥ Vice Chair Stayin joins the Commission’s determination to take no
position on this issue. Ifthe Commission were to reach the issue, he
would affirm the ID’s findings that UEI satisfied the economic
prong with respect to all three patents under Section 337(a)(3)(B).
In his view, UEI is not required to show its QuickSet investments
are significant in comparison to the Samsung DI Products, and UEI
demonstrated that its investments are significant as set forth in the
ID. See ID at 133-34.
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A. Limited Exclusion Order

Section 337(d)(1) provides that “[i]f the Commission
determines, as a result of an investigation under this sec-
tion, that there is a violation of this section, it shall direct
that the articles concerned, imported by any person vio-
lating the provision of this section, be excluded from en-
try into the United States, unless, after considering the
[public interest], it finds that such articles should not be
excluded from entry.” 19 U.S.C. § 1337(d)(1).

The Commission, having found a violation of Section
337 with respect to the 196 patent, has determined to
issue a limited exclusion order (“LEO”) precluding the
importation of televisions, set top boxes, remote control
devices, streaming devices, and sound bars that incorpo-
rate Roku components that infringe one or more of as-
serted claims 1, 3, 11, and 13-15 of the 196 patent, pur-
suant to Section 337(d)(1). The Commission has deter-
mined to include “televisions” in its LEO because the
196 patent, as explained earlier, may cover embodi-
ments in which the “second media device” (here, the
Roku Soundbar or Ultra) is either a stand-alone device
or incorporated into a television. The LEO also includes
the standard certification provision allowing U.S. Cus-
toms and Border Protection (“CBP”), at its discretion, to
require an importer seeking to import to certify that, to
the best of its knowledge and after having obtained a de-
termination from the Commission, that the articles it
seeks to import are not excluded from entry under the
LEO.

The Commission, as is customary, is not limiting the
LEO to covered products that were actually adjudicated
to infringe the 196 patent so that it may ensure that the
exclusion order affords complainant “complete relief”
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and cannot be “easily circumvented.” See Certain
Graphics Systems, Components Thereof, and Conswmer
Products Containing Same, Inv. No. 337-TA-1044,
Comm’n Op. at 66 (Sept. 18, 2018) (LEO covers any of
respondents’ products that infringe the patent at issue
and is not limited to particular models); Certain Human
Milk Oligosaccharides and Methods of Producing Same,
Comm’n Op. at 19-20, 2020 WL 3073788 at *11 (June 20,
2020) (redesigned products may still fall within the scope
of the remedial orders even if they were not adjudicated
for infringement in the original investigation), aff’d,
Jennewein Biotechnologie GmbH wv. Int’l Trade
Comm’n, 2021 WL 4250784 (Fed. Cir. Sept. 17, 2021) (un-
published); Certain Hardware Logic Emulation Sys-
tems and Components Thereof, Inv. No. 337-TA-383,
Comm’n Op., 1998 WL 307240 at *9 (Mar. 9, 1998) (Com-
mission’s remedial orders typically extend to products
covered by the patent claims at issue and are not limited
only to specific models selected for the infringement
analysis in order to avoid easy circumvention).

On agreement of the parties, the Commission in-
cludes an exemption for those revised Roku products
that were adjudicated in this investigation and found to
be non-infringing, specifically, the Roku Ultra (Bryan 2)
and Roku Soundbar (Fruitland). This exemption does
not apply to any products that were not adjudicated in
this investigation or not found to be non- infringing. The
Commission also declines to extend this exemption to
Roku products that allegedly “contain the same func-
tionality” as these non-infringing products, because such
a clause would be too broad and vague and thus compli-
cate, rather than facilitate, enforcement.

The Commission also declines Roku’s request to in-
clude an exemption for warranty, service, and repair, as
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Roku failed to provide sufficient evidence to support
such a provision. The Commission declines to include an
exemption for spare parts or other components because
Roku did not provide any evidence to support such an
exemption, identify any spare parts to be exempted, or
explain the importance of such spare parts. See Certain
Non-Volatile Memory Devices and Products Contain-
g Same, Inv. No. 337-TA-1046, Comm’n Op. at 50, 2018
WL 6012622 at *31 (Oct. 26, 2018) (finding exemption for
service or repair was not warranted when the respond-
ent did not identify any specific replacement parts or ex-
plain what repairs were needed).

B. Cease and Desist Order

Section 337(f)(1) provides that in addition to, or in
lieu of, the issuance of an exclusion order, the Commis-
sion may issue a cease and desist order (“CDO”) as a
remedy for violation of Section 337. See 19 U.S.C. §
1337(f)(1). CDOs are generally issued when, with re-
spect to the imported infringing products, respondents
maintain commercially significant inventories in the
United States or have significant domestic operations
that could undercut the remedy provided by an exclu-
sion order.' See, e.g., Certain Table Saws Incorporating

10" When the presence of infringing domestic inventory or domestic
operations is asserted as the basis for a CDO under Section 337(f)(1),
Commissioner Schmidtlein does not adopt the view that the inven-
tory or domestic operations needs to be “commercially significant”
in order to issue the CDO. See, e.g., Certain Magnetic Tape Car-
tridges and Components Thereof, Inv. No. 337-TA-1058, Comm’n
Op. at 65, n.24 (Mar. 25, 2019); Table Saws, Comm’n Op. at 6-7, n.2
(Feb. 1, 2017). In Commissioner Schmidtlein’s view, the presence
of some infringing domestic inventoly or domestic operations, re-
gardless of its commercial significance, provides a basis to issue a
CDO. Id.
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Active Ingury Mitigation Technology & Components
Thereof (“Table Saws”), Inv. No. 337-TA-965, Comm’n
Op. at 4-6 (Feb. 1, 2017); Certain Protective Cases &
Components Thereof, Inv. No. 337-TA-780, USITC Pub.
No. 4405, Comm’n Op. at 28 (Nov. 19, 2012). Complain-
ants bear the burden on this issue. “A complainant seek-
ing a cease and desist order must demonstrate, based on
the record, that this remedy is necessary to address the
violation found in the investigation so as to not undercut
the relief provided by the exclusion order.” Table Saws,
Comm’n Op. at 5 (collecting cases); see also H.R. REP.
No. 100-40, at 160 (1987).

The Commission has determined to issue a CDO di-
rected to respondent Roku, with the standard language
and the exemption noted above for products adjudicated
in this investigation and found to be non-infringing. The
Commission finds that a cease and desist order is war-
ranted in view of Roku’s[ REDACTED ] of domestic
inventoly of products that infringe the ’196 patent. RD
at 142-43. Although Roku disputes whether this inven-
tory is “commercially significant,” it does not dispute its
total value, which is substantial.

C. Public Interest

Section 337 requires the Commission, upon finding a
violation of Section 337, to issue an LEO “unless, after
considering the effect of such exclusion upon the public
health and welfare, competitive conditions in the United
States economy, the production of like or directly com-
petitive articles in the United States, and United States
consumers, it finds that such articles should not be ex-
cluded from entry.” 19 U.S.C. § 1337(d)(1). The Commis-
sion must also consider these public interest factors be-
fore issuing a CDO. 19 U.S.C. § 1337(f)(1).
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Under appropriate facts and circumstances, the
Commission may determine that no remedy should issue
because of the adverse impacts on the public interest.
See, e.g., Certain Fluidized Supporting Apparatus &
Components Thereof, Inv. Nos. 337-TA-182/188, USITC
Pub. 1667, Comm’n Op. at 1-2, 23-25 (Oct. 1984) (finding
that the public interest warranted denying complain-
ant’s requested relief). Moreover, when the circum-
stances of a particular investigation so require, the Com-
mission has tailored its relief in light of the statutory
public interest factors.

The statute requires the Commission to consider
and make findings on the public interest in every case in
which a violation is found regardless of the quality or
quantity of public interest information supplied by the
parties. 19 U.S.C. § 1337(d)(1), (H)d). The Commission
publishes a notice inviting the parties as well as inter-
ested members of the public and interested government
agencies to gather and present evidence on the public in-
terest at multiple junctures in the proceeding.!! 19
U.S.C. § 1337(d)1) & (f)(1). The Commission received no
response to its request for comments on the public inter-
est from any interested third parties. See 86 Fed. Reg.
38126 (July 19, 2021).

Roku admits that the statutory public interest fac-
tors do not preclude issuance of a remedial order if the
Commission finds a violation. Roku’s Resp. at 34. The
Commission also finds the public interest does not war-

1 The Commission did not ask the ALJ to make findings regarding
the public interest when it instituted the investigation. See 85 Fed.
Reg. at 31211-12.
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rant the repair and replacement provisions, broader ex-
emptions, or other provisions Roku sought to include in
the remedial orders. See id. at 33.

1. Public Health and Welfare

The covered products are certain media streaming
products, remote controls, and related components im-
ported, sold for importation, or sold in the United States
after importation by Roku that infringe one or more
claims of the ’196 patent. The Commission finds, and
Roku does not contend otherwise, that these consumer
products do not implicate any public health, national se-
curity or welfare, or other public interest concerns.
Thus, an exclusion order will not adversely impact public
health or welfare under Section 337(d)(1), (f)(1).

2. Competitive Conditions in the
United States

The Commission finds, and Roku does not dispute,
that there are multiple manufacturers and importers of
similar and media streaming devices. See UEI’s Resp.
at 27. The exclusion of Roku’s covered products will not
adversely affect competitive conditions in the United
States or the ability of other companies to innovate or
compete in this space. To the contrary, effective en-
forcement of legitimate patent rights encourages compe-
tition among providers and innovation in new technolo-
gies and competing products. Moreover, the exemption
for Roku products that were adjudicated and found to be
non-infringing will offset Roku’s concerns regarding po-
tentially denying consumers access to lawful, non-in-
fringing products. See Roku’s Resp. at 33. Thus, the
Commission finds that issuing an exclusion order will not
adversely impact competitive conditions in the U.S.
economy under Section 337(d)(1), (H)(1).
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3. The Production of Like or Di-
rectly Competitive Articles in the
United States

The Commission finds, and Roku does not dispute,
that the exclusion of Roku’s covered products will not
adversely affect the production of like or directly com-
petitive articles in the United States. Neither party, in
fact, presents any evidence that any competitive articles
are produced in the United States, apart from UEI’s in-
vestments in R&D and engineering labor relating to
QuickSet. Moreover, the exclusion of an unlawfully in-
fringing product may encourage the development, mar-
keting, and sale of products in lawful domestic competi-
tion. The Commission finds that an exclusion order will
not adversely impact the production of like or directly
competitive articles in the United States under Section

337(d)(1), D).
4. United States Consumers

The Commission finds, and Roku does not deny, that
there are multiple providers of media streaming devices
or other competitive products, including UEI and its li-
censees Samsung and Sony, and other third parties.
UETI’s Resp. at 27. Exclusion of the covered products
will not adversely impact U.S. consumers, who will be
able to purchase other competitive products from these
and other providers. See id. The Commission also finds
that the public and U.S. competitive interests generally
benefit from enforcement of intellectual property rights.
Certain Two-Handle Centerset Faucets & Escutcheons
& Components Thereof, Inv. No. 337-TA-422) Comm’n
Op. at 9 (July 21, 2000). Thus, the Commission finds that
an exclusion order will not adversely impact U.S. con-
sumers under Section 337(d)(1), (f)(1).
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D. BOND

If the Commission enters an exclusion order or a
cease and desist order, a respondent may continue to im-
port and sell its products during the 60-day period of
Presidential review under a bond in an amount deter-
mined by the Commission to be “sufficient to protect the
complainant from any injury.” 19 U.S.C. § 1337(G)(3); see
also 19 C.F.R. § 210.50(a)(3).

When reliable price information is available in the
record, the Commission has often set the bond in an
amount that would eliminate the price differential be-
tween the domestic product and the imported, infringing
product. See Certain Microsphere Adhesives, Processes
for Making Same, & Prods. Containing Same, Includ-
g Self-stick Repositionable Notes, Inv. No. 337-TA-
366, USITC Pub. No. 2949, Comm’n Op. at 24 (Jan. 16,
1996). The Commission has also used a reasonable roy-
alty rate to set the bond amount where a reasonable roy-
alty rate could be ascertained from the evidence in the
record. See, e.g., Certain Audio Digital-to-Analog Con-
verters & Prods. Containing Same, Inv. No. 337-TA-
499, Comm’n Op. at 25 (Mar. 3, 2005). Where the record
establishes that the calculation of a price differential is
impractical or there is insufficient evidence in the record
to determine a reasonable royalty, the Commission has
imposed a 100 percent bond. See, e.g., Certain Liquid
Crystal Display Modules, Prods. Containing Same, &
Methods Using the Same, Inv. No. 337-TA-634, Comm’n
Op. at 6-7 (Nov. 24, 2009). The complainant bears the
burden of establishing the need for a bond. Certain Rub-
ber Antidegradants, Components Thereof & Prods.
Containing Same, Inv. No. 337-TA-533, USITC Pub.
No. 3975, Comm’n Op. at 40 (July 21, 2006).
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The Commission has determined to impose a bond in
the amount of zero (0) percent of entered value during
the period of Presidential review. UEI does not set out
any price comparisons in its briefs on review, but it did
argue in its post-hearing brief that “the Accused Prod-
ucts can vary dramatically in price ($12 for Roku remote
to $100 for a Roku Ultra to $149 for a Roku Soundbar to
thousands of dollars for Roku TVs) as do the DI Prod-
ucts (versus thousands of dollars for some Samsung tel-
evisions).” Complainant’s Initial Post-Hearing Brief at
144. UEI, however, does not explain which of the ac-
cused Roku products, how many, or to what extent they
actually compete against downstream products (televi-
sions) made by UET’s licensees, including Samsung.

Thus, UEI has not carried its burden of establishing
the need for a bond or the amount of any bond. See Rub-
ber Antidegradants, Comm’n Op. at 40; Certain Digital
Video Receivers and Related Hardware and Software
Components, Inv. No. 337-TA-1103, Comm’n Op. at 32
(May 13, 2020) (denying bond due to lack of evidence on
price differentials or reasonably royalties).

VI. CONCLUSION

For the reasons set forth herein and in the ID, the
Commission determines that UEI has established a vio-
lation of Section 337 by Roku with respect to claims 1, 3,
11, and 13-15 of the 196 patent. The investigation is
hereby terminated with a finding of a violation of Section
337. The Commission determines that the appropriate
remedy is a limited exclusion order and cease and desist
order. The Commission further finds that the public in-
terest does not preclude issuance of a remedy, and it sets
a bond of zero (0) percent applicable to imports during
the Presidential review period.
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By order of the Commission.

Vil®,
Lisa R. Barton

Secretary to the Commis-
sion

Issued: December 3, 2021
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APPENDIX C

UNITED STATES INTERNATIONAL TRADE
COMMISSION

Washington, D.C.

Inv. No. 337-TA-1200
IN THE MATTER OF

CERTAIN ELECTRONIC DEVICES, INCLUDING STREAM-
ING PLAYERS, TELEVISIONS, SET TOP BOXES, REMOTE
CONTROLLERS, AND COMPONENTS THEREOF

INITIAL DETERMINATION ON VIOLATION OF
SECTION 337 AND RECOMMENDED DETERMI-
NATION ON REMEDY AND BOND

Administrative Law Judge Cameron Elliot
(July 9, 2021)
(PUBLIC VERSION)

Pursuant to the Notice of Investigation and Rule
210.42(a) of the Rules of Practice and Procedure of the
United States International Trade Commission, this is
my Initial Determination in the matter of Certain Elec-
tronic Devices, Including Streaming Players, Televi-
sions, Set Top Boxes, Remote Controllers, And Compo-
nents Thereof, Investigation No. 337-T' A-1200.
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1. INTRODUCTION
A. Procedural Background

Complainant Universal Electronics Inc. (“UEI” or
“Complainant”) filed the complaint underlying this in-
vestigation on April 16, 2020. The complaint identified
Roku Inc. (“Roku”); TCL Electronics Holdings Limited,
f/k/a TCL Multimedia Holdings Limited, Shenzhen TCL
New Technology Company Limited, TCL King Electri-
cal Appliances (Huizhou) Company Limited, TTE Tech-
nology Inc. d/b/a/ TCL USA and TCL North America,
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TCL Corp., TCL Moka, Int’l Ltd., TCL Overseas Mar-
keting Ltd., TCL Industries Holdings Co., Ltd., TCL
Smart Device (Vietnam) Company, Ltd. (collectively,
“TCL”); Hisense Co. Litd., Hisense Electronics Manufac-
turing Company of America Corporation d/b/a Hisense
USA, Hisense Import & Export Co. Ltd., Qingdao
Hisense Electric Co., Litd., Hisense International (HK)
Co., Ltd. (collectively, “Hisense”); Funai Electric Co.,
Ltd., Funai Corporation Inc., and Funai (Thailand) Co.,
Ltd. (together, “the Respondents”) as Respondents. The
complaint alleged that Respondents import or sell in
connection with an importation certain touch-controlled
mobile devices, including smartphone and tablet devices,
computers, including notebook and laptop computers,
and associated components, that infringe one or more of
claims 1, 2, 4, 6-9, and 11-16 of U.S. Patent No. 9,911,325
(“the 325 patent”); claims 1, 2-7, 12, 14, 19, 20, and 22-25
of U.S. Patent No. 7,689,642 (“the 642 patent”) (together
“the Mui patents”); claims 1-6 and 20 of U.S. Patent No.
7,969,514 (“the 514 patent”); claims 1-11 of U.S. Patent
No. 10,600,317 (“the 317 patent”) (together “the
Haughawout patents”); claims 1-22 of U.S. Patent No.
10,593,196 (“the 196 patent”); and claims 1-3 and 5-8 of
U.S. Patent No. 9,716,853 (“the 853 patent”). By publica-
tion of a notice in the Federal Register on May 22, 2020,
the U.S. International Trade Commission commenced an
investigation into:

[Wlhether there is a violation of subsection
(a)(1)(B) of section 337 in the importation
into the United States, the sale for impor-
tation, or the sale within the United States
after importation of certain products iden-
tified in paragraph (2) by reason of in-
fringement of one or more of claims 1, 2, 4,
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6-9, and 11-16 of the ‘325 patent; claims 1,
2-7,12, 14, 19, 20, and 22-25 of the 642 pa-
tent; claims 1-6 and 20 of the ‘614 patent;
claims 1-11 of the ‘317 patent; claims 1-22
of the ‘196 patent; claims 1-3 and 5-8 of the
‘853 patent; and whether an industry in the
United States exists as required by sub-
section (a)(2) of section 337,

85 Fed. Reg. 31211 (May 22, 2020). On June 17, 2020, 1
set a target date of September 22, 2020 for completion of
this investigation. Order No. 7. Also on June 17, 2020, 1
set a Markman hearing date of August 19-20, 2020 and
an evidentiary hearing date of March 1-5, 2021. Id. On
December 30, 2020 Roku moved for summary determi-
nation that UEI lacked standing to assert the 196 Pa-
tent. I granted this motion in a non-final initial determi-
nation, Order No. 40 (February 1, 2021). The Commis-
sion reversed the decision on February 24, 2021. EDIS
Doc. No. 735072. In light of the Commission’s decision, I
issued an initial determination revising the target date
to November 10, 2021 and moving the hearing date to
April 19, 2021. Order No. 59 ( February 26, 2021). The
Commission did not review this initial determination.
EDIS Doc. No. 737267.

On August 19, 2020, I held a technology tutorial and
Markman hearing, and on October 1, 2020 I issued Or-
der No. 24, construing certain claim terms of the patents
at issue. On July 22, 2020 Respondents moved for sum-
mary determination that the asserted claims of the 514
and 317 patents are invalid for claiming patent ineligible
subject matter under 35 U.S.C. § 101, which was denied
on September 14, 2020 with Order No. 21. On December
29, UEI moved for summary determination that claim 19
of the 642 patent is practiced by the domestic industry
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products and infringed by Roku’s accused products. By
a non-final initial determination, I granted summary de-
termination that claim 19 of the 642 patent is practiced
by the domestic industry products and is infringed by
the Elk series of accused products. The Commission de-
termined not to review Order No. 38 on February 19,
2021. EDIS Doc. No 734530. On December 30, 2020 UEI
moved for summary determination that the technical
prong of the domestic industry requirement is satisfied
as to certain claims of the 642 and 325 patents. I issued
an initial determination granting the motion for sum-
mary determination that the technical prong for the 325
Patent is satisfied by the Sony domestic industry prod-
ucts and the Microsoft domestic industry products and
denying summary determination as to the 642 patent.
Order No. 41 (January 25, 2021). The Commission did not
review this non-final ID. EDIS Doc. No. 735069 (Febru-
ary 24, 2021).

With various motions, UEI moved to terminate the
investigation as to various claims, patents, and respond-
ents. All of the motions were granted by non-final initial
determinations, and the Commission did not review
these non-final ID’s. See Orders 27, 32, 34, 44, 49, 66, and
67 and Commission decisions not to review, EDIS Doc.
Nos. 728820, 729547, 731388, 734624, 735095, 739284, and
740651, respectively. Thus, the only remaining respond-
ent is Roku and the remaining asserted patent claims
are: claim 19 of the 642 patent; claims 3, 6, 9, and 11 of
the 317 patent; and claims 1, 3, 11, 13-15 of the 196 patent
for issues of infringement and claims 1 and 2 of the 196
patent for issues of domestic industry.

The evidentiary hearing took place as scheduled on
April 19-23, 2021.
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Pursuant to the procedural schedule, and Order
No. 64, the parties submitted initial and reply post-hear-
ing briefs on May 10, 2021 and May 19, 2021, respec-
tively. As of the date of this initial determination, no mo-
tions remain pending.

B. The Parties

Complainant Universal Electronics Inc. is a United
States corporation organized and existing under the
laws of Delaware and has its principal place of business
in Scottsdale, Arizona. CIB at 1. UEI researches, de-
signs, and produces products in the area of entertain-
ment interaction and control. UEI’s products include re-
mote-controlled home entertainment devices and home
automation control modules, as well as wired Consumer
Electronics Control (“CEC”) and wireless Internet Pro-
tocol (“IP”) control protocols commonly found on many
of the latest HDMI and internet connected devices.
Complaint, 9-10. UET’s QuickSet, in which the asserted
patents are incorporated, is a product family dedicated
to simplifying and automating the configuration and con-
trol of remote controls and home entertainment devices.
Complaint, § 11.

Respondent Roku, Inc. is a corporation organized
and existing under the laws of Delaware, with a principal
place of business in Los Gatos, California. Complaint,
16. Roku creates TV streaming platforms and also part-
ners with third party TV manufacturers for the develop-
ment of Roku-branded TVs. RIB at 9. .

C. The Asserted Patents and Claims

The Asserted Patents all relate to remote controls
and functionality for controlling televisions and other
electronic devices. Remote controls operate a second de-
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vice, such as a TV, by communicating via wireless proto-
cols and signals. Historically, remote controls were de-
vice specific and capable of controlling only one particu-
lar device. The present patents relate to “universal re-
motes” that are programmed to operate a variety of
types and/or brands of devices, and specifically, are re-
lated to processes for automating and streamlining the
process for setting up a universal remote control to con-
trol a target device.

The following patent claims are at issue in this in-
vestigation:

U.S. Patent No. Roku Domestic Industry
7,589,642 19 19
10,600,317 3,6,9,11 3,6,9,11
10,593,196 1,3,11,13-15 1,2

See CIB at 12, 29, 93.

The 642 patent was filed on December 16, 2003 and
issued on September 15, 2009, and is entitled “Relaying
Key Code Signals Through A Remote Control Device.”
The 642 patent is assigned on its face to UEI Cayman
Inc. UET owns by assignment all rights, title, and inter-
est in the 642 patent. Complaint at § 62. The 642 patent
generally relates to remote control devices and, more
specifically, “to relaying key code signals through a re-
mote control device to operate an electronic consumer
device.” JX-0002 (642 patent) at 1:7-8. The 642 patent
teaches a remote control device to control a selected one
of multiple different electronic consumer devices with-
out requiring the code set associated with the selected
electronic consumer device to be stored on the remote
control device. JX-0002 (642 patent) at 1:59-62.
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The 317 patent issued on March 24, 2020 from a con-
tinuation application that was filed on April 24, 2019. The
317 patent is entitled “System And Method For Simpli-
fied Setup Of A Universal Remote Control,” and is as-
signed on its face to UEL The 317 patent generally re-
lates to a “system and method for enabling set up of a
controlling device capable of controlling a plurality of ap-
pliances, via an interactive instruction set and associated
programming.” 317 patent, Abstract. The 317 patent de-
scribes a universal remote control that is “easily setup
and configured to command appliances of various types
and various manufacturers.” 317 patent at 2:26-27.

The 196 patent is entitled, “System And Method For
Optimized Appliance Control,” and was filed on Novem-
ber 21, 2018. Through a series of continuations and a con-
tinuation-in-part, the 196 patent claims the benefit of a
provisional application filed on October 28, 2011. CSB at
6. The 196 patent relates generally to enhanced methods
for appliance control via use of a controlling device, such
as a remote control, smart phone, tablet computer, etc.,
and in particular to methods for taking advantage of im-
proved appliance control communication methods and/or
command formats in a reliable manner that is largely
transparent to a user and/or seamlessly integrated with
legacy appliance control technology. 196 patent at 1:66-
3:6.

D. Products at Issue
1. Domestic Industry Products

The domestic industry products (“DI Products”) in
this investigation are UEI’s IR and RF remote control-
lers, model numbers R35602B00-00001, R35602BA00-
00004, R32140BA00- 00001, R32140BA00-00002,
R32040A A00-00007, and R32027BA00-00012. CIB at 14.
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UEI further claims that its QuickSet technology, which
is deployed in third party set-top boxes, television, and
game consoles, is part of its domestic industry. Id.

The third party products that purportedly use
UET’s QuickSet and are a part of its domestic industry
in this investigation are made by Sony, with the Sony TV
43X800G being a representative of the Sony DI Prod-
ucts; Microsoft, with the Xbox One S being a representa-
tive of the Microsoft DI Products; and Samsung, with
the Samsung RUS8000 TV being a representative of the
Samsung DI Products. Id. at 14-15.

2. Accused Products

The accused products in this investigation include
the Roku Streaming Boxes (“Roku STBs”), Roku
Streaming Sticks (“Roku sticks”), and Roku soundbars
(“Roku soundbar”) (CX- 1139C at §4). The Parties stip-
ulated that Roku Ultra, Platform: Bryan 2 (Launch Date
Oct. 2019) with Roku OS version 9.3.0 or 9.4.0 is repre-
sentative of the Roku Streaming Boxes (CX-1139C at
920). See CX-1139C at §2 and CX-1327C at 21-22. The
Parties stipulated that the Roku Streaming Stick +,
Platform: Amarillo (Launch Date Oct. 2019) with Roku
OS version 9.3.0 or 9.4.0 is representative of the Roku
Streaming Sticks (CX-1139C at §20). See CX-1139C at
91 and CX- 1327C at 21-22. The Parties stipulated that
the Roku Smart Soundbar, Platform: Fruitland (Launch
Date Oct. 2019) with Roku OS version 9.3.0 or 9.4.0 is
representative of the Roku Streaming Soundbars. See
CX-1139C at §3 and CX-1327C at 21-22.

The accused products also include Roku RF/IR re-
motes, which Roku calls Alice Remotes (Alice-2, Alice-4,
Alice-5, Alice-6, Alice-7, Alice-8, and Alice-9) and Elk
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Remotes (i.e., Elk-1, Elk-2, and Elk-3). The Parties stip-
ulated that Alice-7 is representative of the Alice Re-
motes. CX-1139C at §27.

The following table summarizes the patents, prod-
ucts, and claims currently asserted against Roku:

Asserted Pa-
tent

Accused
Product

Asserted Claims

642 Patent

Roku Elk Re-
motes, Roku
Alice Remotes

1-7,12, 19, and 22-24

317 Patent

Roku Ultra,
Roku Stream-
ing Stick+,
Roku Soundbar

3,6,9,and 11

196 Patent

Roku Ultra,
Revised Roku
Ultra, Roku
Soundbar, Re-
vised Roku
Soundbar

1,3,11,13-15

Roku alleges that after this investigation was insti-
tuted, it designed, implemented and imported “Revised
Roku Products” that do not infringe the 196 Patent. RIB
at 42. UEI submits that these Revised Roku Products
are not properly part of this investigation. CIB at 50.
These products are discussed below.
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II. STANDARDS OF LAW
A. Standing

Commission Rule 210.12 requires the complain-
ant(s) filing an intellectual property-based complaint to
show that “at least one complainant is the owner or ex-
clusive licensee of the subject intellectual property.” 19
C.F.R. § 210.12(a)(7); see also IpVenture, Inc. v. ProStar
Computer, Inc., 503 F.3d 1324, 1325 (Fed. Cir. 2007) (the
only entity(ies) that can enforce the rights protected by
a patent is the entity(ies) that owns or controls all sub-
stantial rights in that patent). Standing is ordinarily a
question of law, which may rest on underlying findings
of jurisdictional fact. Abraxis Bioscience, Inc. v. Navinta
LLC, 625 F.3d 1359, 1363-64 (Fed. Cir. 2010).

Ownership of a patent initially vests in the inven-
tor(s) as a matter of law. Regents of the University of
New Mexico v. Knight, 321 F.3d 1111, 1118-19 (Fed. Cir.
2003) (“UNM?”). An inventor, however, can assign all or
part of his/her interests in a patent, patent application,
or invention to another person or entity (the assignee)
by means of a written assignment. /d. When a patent has
multiple co-owners, each possessing an undivided part of
the patent, all co-owners must be joined to establish
standing to bring a civil action for patent infringement.
Israel Bio- Eng’g Project v. Amgen Inc., 475 F.3d 1256,
1264-65 (Fed. Cir. 2007). Without joinder, a single co-
owner lacks the standing needed to sue for patent in-
fringement. Id.

Issues of patent ownership are thus distinct from
questions of inventorship. Id. at 1263. Ownership de-
pends upon the substance of what was granted through
assignment. Id. at 1265. A court must carefully consider
the intention of the parties and the language of the grant
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in order to construe the substance of an assignment. Id.
The interpretation of an assignment is ordinarily a ques-
tion of law, which in some cases may rest on underlying
factual findings. Abraxis, 625 F.3d at 1363. Although
contractual obligations and transfers of property are or-
dinarily governed by state law, a patent assignment is
interpreted pursuant to federal law when it is intimately
related to the issue of standing. Abraxis, 625 F.3d at
1364, UNM, 321 F.3d at 1118-19.

B. Claim Construction

“The construction of claims is simply a way of elab-
orating the normally terse claim language in order to un-
derstand and explain, but not to change, the scope of the
claims.” Embrex, Inc. v. Serv. Eng’g Corp., 216 F.3d
1343, 1347 (Fed. Cir. 2000). Although most of the dis-
puted claim terms were construed in an earlier order,
some of the issues presented below are only resolvable
with additional claim construction.

Claim construction focuses on the intrinsic evidence,
which consists of the claims themselves, the specifica-
tion, and the prosecution history. See Phillips v. AWH
Corp., 415 F.3d 1303, 1314 (Fed. Cir. 2005) (en banc); see
also Markman v. Westview Instr., Inc., 52 F.3d 967, 979
(Fed. Cir. 1995) (en banc). As the Federal Circuit in Phil-
lips explained, courts must analyze each of these compo-
nents to determine the “ordinary and customary mean-
ing of a claim term” as understood by a person of ordi-
nary skill in art at the time of the invention. 415 F.3d at
1313. “Such intrinsic evidence is the most significant
source of the legally operative meaning of disputed claim
language.” Bell Atl. Network Servs., Inc. v. Covad
Commcens Grp., Inc., 262 F.3d 1258, 1267 (Fed. Cir.
2001).
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“It is a ‘bedrock principle’ of patent law that ‘the
claims of a patent define the invention to which the pa-
tentee is entitled the right to exclude.” Phillips, 415
F.3d at 1312 (quoting Innova/Pure Water, Inc. v. Safari
Water Filtration Sys., Inc., 381 F.3d 1111, 1115 (Fed.
Cir. 2004)). “Quite apart from the written description
and the prosecution history, the claims themselves pro-
vide substantial guidance as to the meaning of particular
claims terms.” Id. at 1314; see Interactive Gift Express,
Inc. v. Compuserve Inc., 256 F.3d 1323, 1331 (Fed. Cir.
2001) (“In construing claims, the analytical focus must
begin and remain centered on the language of the claims
themselves, for it is that language that the patentee
chose to use to ‘particularly point [ ] out and distinctly
claim [ ] the subject matter which the patentee regards
as his invention.”). The context in which a term is used
in an asserted claim can be “highly instructive.” Phillips,
415 F.3d at 1314. Additionally, other claims in the same
patent, asserted or unasserted, may also provide guid-
ance as to the meaning of a claim term. Id. “Courts do
not rewrite claims; instead, we give effect to the terms
chosen by the patentee.” K-2 Corp. v. Salomon S.A., 191
F.3d 1356, 1364 (Fed. Cir. 1999). “[T]he specification ‘is
always highly relevant to the claim construction analy-
sis. Usually it is dispositive; it is the single best guide to
the meaning of a disputed term.” Phillips, 415 F.3d at
1315 (quoting Vitronics Corp. v. Conceptronic, Inc., 90
F.3d 1576, 1582 (Fed. Cir. 1996)). “[T]he specification
may reveal a special definition given to a claim term by
the patentee that differs from the meaning it would oth-
erwise possess. In such cases, the inventor’s lexicogra-
phy governs.” Id. at 1316.

In addition to the claims and the specification, the
prosecution history should be examined, if in evidence.
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Phillips, 415 F.3d at 1317; see Liebel-Flarsheim Co. v.
Medrad, Inc., 358 F.3d 898, 913 (Fed. Cir. 2004). The
prosecution history can “often inform the meaning of the
claim language by demonstrating how the inventor un-
derstood the invention and whether the inventor limited
the invention in the course of prosecution, making the
claim scope narrower than it would otherwise be.” Phil-
lips, 415 F.3d at 1317; see Chimie v. PPG Indus. Inc., 402
F.3d 1371, 1384 (Fed. Cir. 2005) (“The purpose of con-
sulting the prosecution history in construing a claim is to
exclude any interpretation that was disclaimed during
prosecution.”).

When the intrinsic evidence does not establish the
meaning of a claim, then extrinsic evidence (i.e., all evi-
dence external to the patent and the prosecution history,
including dictionaries, inventor testimony, expert testi-
mony, and learned treatises) may be considered. Phil-
lips, 415 F.3d at 1317. Extrinsic evidence is generally
viewed as less reliable than the patent itself and its pros-
ecution history in determining how to define claim
terms. Id. “The court may receive extrinsic evidence to
educate itself about the invention and the relevant tech-
nology, but the court may not use extrinsic evidence to
arrive at a claim construction that is clearly at odds with
the construction mandated by the intrinsic evidence.”
Elkay Mfg. Co.v. Ebco Mfg. Co., 192 F.3d 973, 977 (Fed.
Cir. 1999).

The construction of a claim term is generally guided
by its ordinary meaning. However, courts may deviate
from the ordinary meaning when: (1) “the intrinsic evi-
dence shows that the patentee distinguished that term
from prior art on the basis of a particular embodiment,
expressly disclaimed subject matter, or described a par-
ticular embodiment as important to the invention;” or (2)



88a

“the patentee acted as his own lexicographer and clearly
set forth a definition of the disputed claim term in either
the specification or prosecution history.” Edwards
Lifesciences LLC v. Cook Inc., 582 F.3d 1322, 1329 (Fed.
Cir. 2009); see GE Lighting Sols., LLC v. AgiLight, Inc.,
750 F.3d 1304, 1309 (Fed. Cir. 2014) (“the specification
and prosecution history only compel departure from the
plain meaning in two instances: lexicography and disa-
vowal.”); Omega Eng’g, Inc, v. Raytek Corp., 334 F.3d
1314, 1324 (Fed. Cir. 2003) (“[W]here the patentee has
unequivocally disavowed a certain meaning to obtain his
patent, the doctrine of prosecution disclaimer attaches
and narrows the ordinary meaning of the claim congru-
ent with the scope of the surrender.”); Rheox, Inc. v. En-
tact, Inc., 276 F.3d 1319, 1325 (Fed. Cir. 2002) (“The
prosecution history limits the interpretation of claim
terms so as to exclude any interpretation that was dis-
claimed during prosecution.”). Nevertheless, there is a
“heavy presumption that a claim term carries its ordi-
nary and customary meaning.” CCS Fitness, Inc. v.
Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002)
(citations omitted). The standard for deviating from the
plain and ordinary meaning is “exacting” and requires “a
clear and unmistakable disclaimer.” Thorner v. Sony
Computer Entm’t Am. LLC, 669 F.3d 1362, 1366-67
(Fed. Cir. 2012); see Epistar Corp. v. Int’'l Trade
Comm’n, 566 F.3d 1321, 1334 (Fed. Cir. 2009) (requiring
“expressions of manifest exclusion or restriction, repre-
senting a clear disavowal of claim scope” to deviate from
the ordinary meaning) (citation omitted).

C. Infringement

“An infringement analysis entails two steps. The
first step is determining the meaning and scope of the
patent claims asserted to be infringed. The second step
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is comparing the properly construed claims to the device
accused of infringing.” Markman, 52 F.3d at 976.

A patentee may prove infringement either literally
or under the doctrine of equivalents. Infringement of ei-
ther sort must be proven by a preponderance of the evi-
dence. SmithKline Diagnostics, Inc. v. Helena Labs.
Corp., 859 F.2d 878, 889 (Fed. Cir. 1988). A preponder-
ance of the evidence standard “requires proving that in-
fringement was more likely than not to have occurred.”
Warner-Lambert Co. v. Teva Pharm. USA, Inc., 418
F.3d 1326, 1341 n.15 (Fed. Cir. 2005).

Literal infringement, a form of direct infringement,
is a question of fact. Finisar Corp. v. DirecTV Group,
Inc., 523 F.3d 1323, 1332 (Fed. Cir. 2008). “To establish
literal infringement, every limitation set forth in a claim
must be found in an accused product, exactly.” Microsoft
Corp. v. GeoTag, Inc., 817 F.3d 1305, 1313 (Fed. Cir.
2016) (quoting Southwall Techs., Inc. v. Cardinal IG Co.,
54 F.3d 1570, 1575 (Fed. Cir. 1995)). If any claim limita-
tion is absent, there is no literal infringement of that
claim as a matter of law. Bayer AG v. Elan Pharm. Re-
search Corp., 212 F.3d 1241, 1247 (Fed. Cir. 2000).

D. Domestic Industry

In an investigation based on a claim of patent in-
fringement, Section 337 requires that an industry in the
United States, relating to the articles protected by the
patent, exist or be in the process of being established. 19
U.S.C. § 1337(a)(2). Under Commission precedent, the
domestic industry requirement has been divided into (i)
a “technical prong” (which requires articles covered by
the asserted patent) and (ii) an “economic prong” (which
requires certain levels of activity with respect to the
protected articles or patent itself). See Certain Video
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Game Systems and Controllers, Inv. No. 337-TA-743,
Comm’n Op. at 6-7 (April 14, 2011) (“Video Game Sys-
tems”).

1. Technical Prong

The technical prong of the domestic industry re-
quirement is satisfied when the complainant in a patent-
based section 337 investigation establishes that it is
practicing or exploiting the patents at issue. See 19
U.S.C. §8§ 1337 (a)2), (3); Certain Microsphere Adhe-
sives, Process for Making Same and Prods. Containing
Same, Including Self-Stick Repositionable Notes, Inv.
No. 337-TA- 366, Comm’n Op. at 8 (U.S.I.T.C. Jan. 16,
1996). “In order to satisfy the technical prong of the do-
mestic industry requirement, it is sufficient to show that
the domestic industry practices any claim of that patent,
not necessarily an asserted claim of that patent.” Cer-
tain Ammonium Octamolybdate Isomers, Inv. No. 337-
TA-477, Comm’'n Op. at 55 (U.S.I.T.C. Aug. 28, 2003).
Historically, the Commission permits the complainant’s
products, and those of its licensees, to be considered for
technical prong purposes. See Certain Magnetic Tape
Cartridges and Components Thereof, Inv. No. 337-TA-
1058, Comm’n Op. at 28-29 (April 9, 2019).

The test for claim coverage for the purposes of the
technical prong of the domestic industry requirement is
the same as that for infringement. See Certain Doxoru-
bicin and Preparations Containing Same, Inv. No. 337-
TA-300, Initial Determination at 109 (U.S.I.T.C. May 21,
1990), aff’d, Views of the Commission at 22 (U.S.I.T.C.
Oct. 31, 1990); Alloc, Inc. v. Int’l Trade Comm™n, 342
F.3d 1361, 1375 (Fed. Cir. 2003). “First, the claims of the
patent are construed. Second, the complainant’s article
or process is examined to determine whether it falls
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within the scope of the claims.” Certain Doxorubicin
and Preparations Containing Same, Inv. No. 337-TA-
300, Initial Determination at 109. As with infringement,
the technical prong of the domestic industry can be sat-
isfied either literally or under the doctrine of equiva-
lents. Certain Dynamic Sequential Gradient Devices
and Component Parts Thereof, Inv. No. 337-TA-335, ID
at 44, Pub. No. 2575 (U.S.I.T.C. May 15, 1992). In short,
the patentee must establish by a preponderance of the
evidence that the domestic product practices one or
more claims of the patent.

2. Economic Prong

The “economic prong” of the domestic industry re-
quirement is satisfied when there exists in the United
States, in connection with products practicing at least
one claim of the patent at issue: (A) significant invest-
ment in plant and equipment; (B) significant employ-
ment of labor or capital; or (C) substantial investment in
its exploitation, including engineering, research and de-
velopment, and licensing. 19 U.S.C. § 1337(a)(3). Estab-
lishment of the “economic prong” is not dependent on
any “minimum monetary expenditure” and there is no
need for complainant “to define the industry itself in ab-
solute mathematical terms.” Certain Stringed Musical
Instruments and Components Thereof, Inv. No. 337-TA-
586, Comm’n Op. at 25-26 (May 16, 2008) (“Stringed In-
struments”). However, a complainant must substantiate
the significance of its activities with respect to the arti-
cles protected by the patent. Certain Printing and Im-
aging Devices and Components Thereof, Inv. No. 337-
TA-690, Comm’n Op. at 30 (Feb. 17,2011) (“Imaging De-
vices”). Further, a complainant can show that its activi-
ties are significant by showing how those activities are
important to the articles protected by the patent in the
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context of the company’s operations, the marketplace, or
the industry in question. Id. at 27-28. That significance,
however, must be shown in a quantitative context. Lelo
Inc. v. Int’l Trade Comm’n, 786 F.3d 879, 836 (Fed. Cir.
2015). The Federal Circuit noted that when the ITC first
addressed this requirement, it found the word “‘signifi-
cant’ denoted ‘an assessment of the relative importance
of the domestic activities.”” Id. at 883-4 (internal citation
omitted) (emphasis added). In general, “[t]he purpose of
the domestic industry requirement is to prevent the ITC
from becoming a forum for resolving disputes brought
by foreign complainants whose only connection with the
United States is ownership of a U.S. patent.” Certain
Battery-Powered Ride-On Toy Vehicles, Inv. No. 337-
TA- 314, USITC Pub. No. 2420, Initial Determination at
21 (Aug. 1991).

E. Invalidity
1. 35 U.S.C. § 102

Pursuant to 35 U.S.C. § 102, a patent claim is
invalid as anticipated if:

(a) the invention was known or used by
others in this country, or patented or de-
scribed in a printed publication in this or a
foreign country, before the invention
thereof by the applicant;

(b) the invention was patented or de-
scribed in a printed publication in this or a
foreign country or in public use or on sale
in this country, more than one year prior
to the date of the application for patent in
the United States;
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(e) the invention was described in (1)
an application for patent, published under
section 122(b), by another filed in the
United States before the invention by the
applicant for patent or (2) a patent granted
on an application for patent by another
filed in the United States before the inven-
tion by the applicant for patent;”

(2)(2) before such person’s invention
thereof, the invention was made in this
country by another inventor who had not
abandoned, suppressed, or concealed it.

35 U.S.C. § 102 (pre-ATA). “A patent is invalid for antic-
ipation if a single prior art reference discloses each and
every limitation of the claimed invention. Moreover, a
prior art reference may anticipate without disclosing a
feature of the claimed invention if that missing charac-
teristic is necessarily present, or inherent, in the single
anticipating reference.” Schering Corp. v. Geneva
Pharm., Inc., 339 F.3d 1373, 1377 (Fed. Cir. 2003) (cita-
tions omitted); see Santarus, Inc. v. Par Pharm., Inc.,
694 F.3d 1344, 1354 (Fed. Cir. 2012). “A century-old ax-
iom of patent law holds that a product ‘which would lit-
erally infringe if later in time anticipates if earlier.”
Upsher-Smith Labs., Inc. v. Pamlab, L.L.C., 412 F.3d
1319, 1322 (Fed. Cir. 2005) (quoting Schering Corp., 339
F.3d at 1322). Anticipation, and all other grounds of pa-
tent invalidity, must be proved by clear and convincing
evidence. Microsoft Corp.v. I4I Ltd. P’ship, 564 U.S. 91,
95, (2011).

2. 35 U.S.C.§ 103
Section 103 of the Patent Act states:
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A patent may not be obtained though the in-
vention is not identically disclosed or de-
scribed as set forth in section 102 of this title,
if the differences between the subject matter
sought to be patented and the prior art are
such that the subject matter as a whole would
have been obvious at the time the invention
was made to a person having ordinary skill in
the art to which said subject matter pertains.
Patentability shall not be negated by the
manner in which the invention was made.

35 U.S.C. § 103(a) (pre-AIA). “Obviousness is a question
of law based on underlying questions of fact.” Scanner
Techs. Corp. v. ICOS Vision Sys. Corp. N.V., 528 F.3d
1365, 1379 (Fed. Cir. 2008). The underlying factual de-
terminations include: “(1) the scope and content of the
prior art, (2) the level of ordinary skill in the art, (3) the
differences between the claimed invention and the prior
art, and (4) objective indicia of non-obviousness.” Id., cit-
ing Graham v. John Deere Co. of Kansas City, 383 U.S.
1, 17-18 (1966)). These factual determinations are often
referred to as the “Graham factors.”

The critical inquiry in determining the differences
between the claimed invention and the prior art is
whether there is a reason to combine the prior art refer-
ences. KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 418-
21 (2007). In KSR, the Supreme Court rejected the Fed-
eral Circuit’s rigid application of the teaching-sugges-
tion-motivation test. While the Court stated that “it can
be important to identify a reason that would have
prompted a person of ordinary skill in the relevant field
to combine the elements in the way the claimed new in-
vention does,” it described a more flexible analysis:
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Often, it will be necessary for a court to look
to interrelated teachings of multiple patents;
the effects of demands known to the design
community or present in the marketplace;
and the background knowledge possessed by
a person having ordinary skill in the art, all in
order to determine whether there was an ap-
parent reason to combine the known ele-
ments in the fashion claimed by the patent at
issue.... As our precedents make clear, how-
ever, the analysis need not seek out precise
teachings directed to the specific subject
matter of the challenged claim, for a court can
take account of the inferences and creative
steps that a person of ordinary skill in the art
would employ.

Id. at 418.

Since KSR, the Federal Circuit has announced that,
where a patent challenger contends that a patent is in-
valid for obviousness based on a combination of prior art
references, “the burden falls on the patent challenger to
show by clear and convincing evidence that a person of
ordinary skill in the art would have had reason to at-
tempt to make the composition or device . . . and would
have had a reasonable expectation of success in doing
s0.” PharmaStem Therapeutics, Inc. v. ViaCell, Inc.,
491 F.3d 1342, 1360 (Fed. Cir. 2007); see KSR, 550 U.S.
at 399 (“The proper question was whether a pedal de-
signer of ordinary skill in the art, facing the wide range
of needs created by developments in the field, would
have seen an obvious benefit to upgrading Asano with a
sensor.”). In addition to demonstrating that a reason ex-
ists to combine prior art references, the challenger must
demonstrate that the combination of prior art references
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discloses all of the limitations of the claims. Hearing
Components, Inc. v. Shure Inc., 600 F.3d 1357, 1373-4
(Fed. Cir. 2010) (abrogated on other grounds by Nawuti-
lus, Inc. v. Biosig Instruments, Inc., 134 S.Ct. 2120
(2014)) (upholding finding of non-obviousness based on
the fact that there was substantial evidence that the as-
serted combination of references failed to disclose a
claim limitation); Velander v. Garner, 348 F.3d 1359,
1363 (Fed. Cir. 2003) (explaining that a requirement for
a finding of obviousness is that “all the elements of an
invention are found in a combination of prior art refer-
ences”).

An obviousness determination should also include a
consideration of “secondary considerations,” that is,
“commercial success, long felt but unsolved needs, fail-
ure of others, ete., might be utilized to give light to the
circumstances surrounding the origin of the subject mat-
ter sought to be patented.” Graham, 338 U.S. at 17-18.
“For [such] objective evidence to be accorded substan-
tial weight, its proponent must establish a nexus be-
tween the evidence and the merits of the claimed inven-
tion.” In re GPAC Inc., 57 F.3d 1573, 1580 (Fed. Cir.
1995); see Merck & Cie v. Gnosis S.P.A., 808 F.3d 829,
837 (Fed. Cir. 2015). “Where the offered secondary con-
sideration actually results from something other than
what is both claimed and novel in the claim, there is no
nexus to the merits of the claimed invention.” In re
Huai-Hung Kao, 639 F.3d 1057, 1068 (Fed. Cir. 2011);
see Apple Inc. v. Samsung FElecs. Co., Ltd., 89 F.3d
1034, 1054-1056 (Fed. Cir. 2016).

III. IMPORTATION AND JURISDICTION

Roku does not dispute it imports the Accused Roku
Players or the Accused Roku Remotes (CX-0379C Roku
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(Bright Dep. Tr. 21:3-25; 24:4-22; CPX-0078C) Thus, the
Commission has in rem jurisdiction. Subject-matter ju-
risdiction exists because UEI has alleged that Roku has
engaged in unlawful and unfair acts in conjunction with
its importation, sale for importation, and/or sale after
importation of articles into the United States. See Cer-
tain Ammonium Octamolybdate Isomers, Inv. No. 337-
TA-477, Comm’n Op. at 15-16 (Jan. 5, 2004). Personal ju-
risdiction exists because Roku has appeared and partic-
ipated in this investigation.

IV. TU.S.PATENT NO. 7,589,642
A. Level of Ordinary Skill in the Art

I earlier determined that a person having ordinary
skill in the art of the 642 patent at the time of invention
“would have a bachelor’s degree in electrical engineering
or equivalent degree with two years of work experience
relating to communications and consumer electronics.”
Order No. 24 at 7. The parties do not challenge this defi-
nition (see CIB at 9; see generally RIB; RRB).

B. Claims-at-Issue

Claim 19 is the only claim of the 642 patent remain-
ing at issue in this investigation, either through allega-
tions of infringement or domestic industry economic
prong (the domestic industry technical prong was found
to be satisfied in Order No. 38). See CIB at 12. Claim 19
is reproduced below:

19. A remote control device, comprising:
a keypad,;
an RF receiver;

an IR transmitter; and
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means for receiving a key code from said RF
receiver and for sending said key code to said
IR transmitter such that said key code is
modulated onto an IR carrier signal, said IR
carrier signal with said key code modulated
thereon being transmitted from said remote
control device by said IR transmitter,
wherein said means is a microcontroller.

JX-0002 (642 patent) at cl. 19.
C. Claim Construction

As part of the Markman process, the following
claim terms of the 642 patent were construed, either as
agreed between the parties or determined by Order No.
24:

Claim Term Construction

key code A code corresponding to
the function of an elec-
tronic device, optionally
including timing infor-
mation

means for receiving a key | Not means-plus-func-
code from said RF re- |tion

ceiver and for sending said
key code to said IR trans-
mitter such that said key
code is modulated onto an
IR carrier signal

Plain and ordinary
meaning

See Order No. 24 at 17, 25.
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1. “wherein said means is a micro-
controller”

The last term of claim 19 recites “means for receiv-
ing a key code from said RF receiver . . ., wherein said
means is a microcontroller.” As noted above, I construed
the “means for” limitation as not falling under 35 U.S.C.
§ 112(6), but instead having its plain and ordinary mean-
ing. Order No. 24 at 17, 25. However, during the hearing
it became apparent that the final limitation of claim 19,
“wherein said means is a microcontroller,” needs to be
construed.

UEI argues that “a microcontroller” refers to “one
or more microcontrollers.” CIB at 14. UEI cites Com-
mission and Federal Circuit precedent for this construc-
tion, which is that “[a]s a general rule, the words ‘a’ or
‘an’ in a patent claim carry the meaning of ‘one or more.”
CIB at 14-15, citing, inter alia, 01 Communique Lab.,
Inc. v. LogMeln, Inc., 687 F.3d 1292, 1297 (Fed. Cir.
2012); Certain Automated Media Library Devices, Inv.
337-TA-746, Rev. Comm’n Op. (Jan 9, 2013) at 41-44.
UEI further asserts that the “exceptions to this rule are
extremely limited: a patentee must evince a clear intent
to limit ‘a’ or ‘an’ to ‘one.” CIB at 14-15 (quoting Baldwin
Graphic Sys., Inc. v. Siebert, Inc., 512 F.3d 1338, 1342
(Fed. Cir. 2008)). UEI states that in this case, the only
evidence to support a finding that the term is limited to
a single microcontroller is the claim language itself, and
that nowhere do “the claims, specification, or prosecu-
tion history ever refer to a ‘single microcontroller.” Id.
at 15 (emphasis in original). UEI further argues that the
specification contains only “permissive” language that
“alone cannot be the ‘clear intent’ necessary to overcome
the black letter rule.” Id.


https://scholar.google.com/scholar_case?case=393612997121001719&q=Tivo&hl=en&as_sdt=4,131
https://scholar.google.com/scholar_case?case=393612997121001719&q=Tivo&hl=en&as_sdt=4,131
https://scholar.google.com/scholar_case?case=393612997121001719&q=Tivo&hl=en&as_sdt=4,131
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UEI is correct that as “a general rule, the words ‘a’
or ‘an’ in a patent claim carry the meaning of ‘one or
more.” Baldwin Graphic Sys., Inc. v. Siebert, Inc., 512
F.3d 1338, 1342-43 (Fed.Cir.2008). However, the ques-
tion whether “a” or “an” is treated as singular or plural
“depends heavily on the context of its use.” Norian
Corp. v. Stryker Corp. 432 F.3d 1356, 1359
(Fed.Cir.2005). The general rule does not apply when the
context clearly evidences that the usage is limited to the
singular. See Baldwin Graphic, 512 F.3d at 1344. “While
in some instances claim language alone may disclose un-
ambiguously the limits of claim coverage . . . this court
seeks the meaning of the claim terms by examining their
fuller context.” Abtox, Inc. v. Exitron Corporation, 122
F.3d 1019, 1024 (Fed. Cir. 1997) (citation omitted). The
written description therefore “supplies additional con-
text for understanding whether the claim language lim-
its the patent scope.” Id.

The general rule does not apply. First, the claim re-
cites only one “means” for performing two functions.
Specifically, there must be a single means that both re-
cewves the key code from the RF receiver and sends the
key code to the IR transmitter, with the further limita-
tion that the means “is a microcontroller.” The claim lan-
guage does not preclude other microcontrollers perform-
ing other functions, or even performing the same two
functions of receiving and sending, but there must be at
least one microcontroller that performs those two func-
tions.

Second, nothing in the specification contradicts this
conclusion. The specification teaches only that the re-
mote control has a single microcontroller. When describ-
ing the remote control, the specification consistently re-
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fers to one microcontroller. See, e.g., JX-0002 (642 pa-
tent) at 3:634:3, 6:43-53. In fact, it goes so far as to iden-
tify a single specific microcontroller that may be used.
JX-0002 (642 patent) at 6:52-53 (“for example, a Z8 mi-
crocontroller available from Zilog, Inc. of San Jose, Ca-
lif”). Moreover, a single microcontroller comports with
the invention’s goal of having a remote control that is in-
expensive. See JX-0002 (642 patent) at 6: 49-50; 9:30-34.

Third, the limitation “wherein the means is a micro-
controller” lacks the open-ended term “comprising.”
Such claim language indicates that the inventors did not
intend “a” to mean one or more. The inventors certainly
knew how and when to convey a plurality limitation by
using the term “comprising,” as the claims of the 642 pa-
tent are replete with that term; however, the term is ab-
sent when reciting “a microcontroller.” See, e.g., Tivo,
Inc. v. Echostar Communications Corporation, et al.,
516 F.3d 1290, 1304 (Fed. Cir. 2008) (“although the open-
ended term ‘comprising’ is used to refer generally to the
limitations of the hardware claims, the ‘assembles’ limi-
tation itself does not contain that term. Rather, the claim
language simply refers to the assembly of two compo-
nents into ‘an MPEG stream.””).

Accordingly, the term “wherein said means is a mi-
crocontroller” is construed to require a microcontroller
that performs both the receiving and sending functions.

D. Infringement
1. Elk Remotes

Roku’s Elk Remotes have already been found to in-
fringe claim 19, per Order No. 38. The Commission did
not review the order (EDIS Doc. No. 734530). However,
as discussed below, claim 19 is invalid under 35 U.S.C. §
103(a).
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2. Roku’s IR-Only, RF-Only, And
Non-Programmable RF/IR Re-
motes

Roku asks that I make “an explicit ruling” that its
IR-Only, RF-Only, and NonProgrammable RF/IR re-
motes “do not infringe claim 19 because: (a) they are
within the scope of the investigation (i.e., they are ‘re-
mote control devices’); (b) UEI was on notice of these
products because they were included in the parties’ rep-
resentative product stipulation (JX-0323C at 8-10); (c)
Roku disclosed its contention throughout this investiga-
tion that these remotes do not infringe claim 19 (see
RPHB 33), and (d) UEI does not accuse them of infringe-
ment and has not presented evidence or argument that
they infringe (see CPHB 58; RX-0814C at RF A 672, 675,
678, 681, 684, 691 (2nd supp. responses)).” RIB at 11-12.
Roku does not assert that these particular remotes are
redesigns of specific remotes that were included in
UET’s complaint and/or listed as accused products by
UEL

UEI argues that Roku’s request seeks an inappro-
priate advisory opinion on products that have not been
part of this investigation. I agree. The remotes listed by
Roku are not “accused products” and have not been part
of this investigation. See Certain MEMS Devices, Inv.
No. 337- TA-700, Order No. 8 at 6-7 (July 12, 2010)
(“While Knowles may be correct that the Notice of In-
vestigation is broad enough to encompass the three pro-
cesses at issue in this motion, that fact does not neces-
sarily lead to the conclusion that the three processes are,
in fact, part of the investigation. The products accused of
infringement are determined by the infringement con-
tentions”); Certain Ceramic Capacitors, Inv. No. 337-
TA-692, Order No. 37 at 4 (June 24, 2010) (“To the extent



103a

that Respondents, for their part, seek a determination
that their MLCC that have not been identified as ac-
cused products are thereby deemed not to infringe that
patent, that determination is not germane to this Inves-
tigation”). Roku admits that these three classes of re-
motes are neither identified as accused products nor re-
designed products, and thus, a finding of non-infringe-
ment is not proper.

3. Alice Remotes

The Parties agree that the Alice-7 remote is repre-
sentative of all of the Alice remotes, which include the
Alice-2, Alice-4, Alice-6, Alice 7, Alice-8, and Alice-9.
Further, the Parties agree that the Alice Remotes sat-
isfy every element of claim 19, except the final clause
“wherein said means is a microcontroller.” CIB at 18,
RIB at 12. As properly construed, this limitation re-
quires that only one microcontroller performs the
claimed function of receiving a key code from the RF re-
ceiver and sending the key code to the IR transmitter
such that the key code is modulated onto an IR carrier
signal, the IR carrier signal with the key code modulated
thereon being transmitted from the remote control by
the IR transmitter.

Under this claim construction, the Alice Remotes do
not infringe claim 19 of the 642 patent because “the Alice
Remotes have two microcontrollers - an OZMO 2000 mi-
crocontroller and a Texas Instruments (TI) microcon-
troller.” CIB at 19, citing (Tr. (Lipoff) at 543:9-17, 540:23-
542:19, 533:10-637:15; see also Tr. (Peters) at 474:9-
475:12; 488:3-489:14; JX-0107C (Peters) at 473:1-474:1,;
RDX-0007C.6-.7 (Lipoff) at 534:8-537:15).

In its Pre-Hearing Brief, UEI argued that the
0ZMO chip alone performs both of the claimed functions
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of receiving a key code from the RF receiver and send-
ing the key code to the IR transmitter. CIB at 61. UEI
asserted that the TI chip was a “pass-through” for the
IR key code. Id. UEI appears to have dropped this ar-
gument as none of its experts so testified at the hearing
and UEI did not present this argument in its post-hear-
ing briefs. Furthermore, Roku’s expert, Mr. Lipoff, tes-
tified that the TI chip generates the modulated control
signal and sends the IR key code to the IR transmitter
“such that said key code is modulated onto an IR carrier
signal.” JX-0002 (642 patent) at cl. 19; Tr. (Lipoff) 539:16-
540:22; see also Tr. (Lipoff) 539:16-540:9; RDX- 0007C.11;
JX-0324C at Microchip_ITC_INV1200_001116

Tr. (Lipoff) 540:10-22

Accordingly, Roku’s Alice Remotes do not infringe
claim 19 of the 642 patent because they do not meet the
limitation of using only one microcontroller.

E. Domestic Industry - Technical Prong

By anon-final initial determination (Order No.38), it
was summarily determined that claim 19 of the 642 pa-
tent is practiced by the domestic industry products. The
Commission determined not to review Order 38 on Feb-
ruary 19, 2021. EDIS Doc. No 734530. Again, however,
claim 19 of the 642 patent is invalid under 35 U.S.C. §
103(a).

F. Validity

Roku asserts that claim 19 of the 642 patent is inva-
lid under 35 U.S.C. § 103(a). See generally RIB at 14-28.
Roku asserts that U.S. Patent Application No.
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2001/0005197 (“Mishra” or “JX-0316") is prior art to the
642 patent, a point not disputed by UEIL RIB at 15.
Mishra is prior art under pre-AIA 35 U.S.C. §§ 102(b)
and 102(e) because it was filed on February 17, 2001 and
published on June 28, 2001, both more than one year be-
fore December 16, 2003, the 642 patent’s priority date.
JX-0316; JX-0002. Roku also submits that U.S. Patent
No. 8,132,105 (“Dubil” or “JX-0320") is prior art to the
642 patent, a point also not disputed by UEIL RIB at 16.
Dubil is prior art under pre-AIA 35 U.S.C. § 102(e) be-
cause it was filed on October 10, 2000, before the Decem-
ber 16, 2003 priority date. JX-0320.

1. Mishra

UEI contends that two issues exist in resolving the
validity of claim 19 of the 642 patent: whether Mishra
“discloses a remote control that receives a key code over
Radio Frequency (RF), as required by Claim 19’s limita-
tion of ‘means for receiving a key code from said RF re-
ceiver,”” and “whether a POSITA would have been mo-
tivated to combine” Mishra and Dubil. CIB at 20. Roku
argues that Mishra discloses all limitations in claim 19
except for the “outputted key code being ‘modulated
onto an IR carrier signal.”” RIB at 15. Roku further ar-
gues that key codes modulated on an IR carrier signal
were well-known and were required for remote controls
to control existing devices in the marketplace. Id. Thus,
Roku reasons, it would have been obvious to implement
Mishra’s remote using IR modulation on a carrier signal
in the manner claimed, such as disclosed by Dubil. Id.

Thus, the Parties’ positions actually are quite simi-
lar and focused. The main reference is Mishra, which dis-
closes “a way to program a remote control unit to handle
a variety of electronic devices in a fashion which is easy
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and quick for the user.” JX-0316 at { 5. Fig. 1 of Mishra
is reproduced below.

Figure 1is a schematic illustration of control system
10, which includes processor-based system 12 in commu-
nication with remote control unit 18. JX-0316 at § 14.
System 12 may be a set-top computer system that works
with a conventional television receiver 14. Id. Remote
control unit 18 may include display 32, keypad 34, and
joy-stick navigational control 44. Id. at § 15. In addition,
remote control unit 18 may include telephone off-hook
button 46 and buttons 50 and 52 that act as “on” and “off”
controls for dedicated electronic devices, such as au-
dio/visual receiver 16. Id.

Remote control unit 18 may communicate with sys-
tem 12 using wireless communication such as infrared or
radio-frequency links, and system 12 can translate a
command signal received from radio control unit 18 into
a format appropriate for controlling device 16. Id. at T
18, 20. “That is, it is not necessary to program [remote
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control unit 18] independently. Instead a variety of codes
may be stored in the system 12.” Id. at § 20. Thus, when
remote control unit 18 transmits a signal corresponding
to a known function, system 12 can translate that signal
and send information back to remote control unit 18 to
control the particular device that remote control unit 18
is to operate. Id. Figure 1 depicts two communication
pathways that illustrate this relaying process. Pathway
24 provides bidirectional communication between re-
mote control unit 18 and system 12, and pathway 22 is
between remote control unit 18 and device 16. Id. at |
34.

For example, if a user presses a button on remote
control unit 18, such as a “channel up button,” remote
control unit 18 transmits a command to system 12, which
receives the signal and “in turn sends [remote control
unit 18] the necessary codes to increment the channel on
the TV.” Id. at | 37. Remote control unit 18 takes these
codes and sends them, for example using an IR signal, to
the TV using protocols stored in its memory. Id.

The particular claim elements of claim 19 of the 642
patent in light of Mishra follows, with particular refer-
ence to Fig. 2 of Mishra, which is given below:
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a. Limitation 19(preamble) - “A re-

mote control device, comprising”

The Parties agree that Mishra’s “remote control
unit (RCU) 18” is a remote control device. JX-0316
(Mishra) at Abstract, Fig. 1 (element 18), Fig. 2, {{ 14-
15; RIB at 18; Tr. (Russ) at 842:25-843:12; CPHB at 117-
119; Tr. (Sprenger) at 1161:23-1162:2.

b. Limitation 19(a) - “a keypad”

The Parties agree that Mishra’s RCU 18 contains
“keypad 34.” JX-0316 (Mishra) at Fig. 2 (element 34), 19
15, 23; RIB at 18-19; Tr. (Russ) at 843:13-843:24 (discuss-
ing RDX-0001.29-30); CPHB at 117-119; Tr. (Sprenger)
at 1161:23-1162:2.

c. Limitation 19(b) - “an RF re-
ceiver”

The Parties agree that Mishra’s RCU 18 contains
“RF transceiver 30,” which includes an RF receiver. JX-
0316 (Mishra) at Fig. 2 (element 30), 11 18, 22; RIB at 19;
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Tr. (Russ) at 843:25845:4; CPHB at 117-119; Tr.
(Sprenger) at 1161:23-1162:2.

d. Limitation 19(c) - “an IR transmit-
ter”

The Parties agree that Mishra’s RCU 18 contains
“IR transmitter 35.” JX-0316 (Mishra) at Fig. 2 (element
35), 19 22, 37; RIB at 19; Tr. (Russ) at 845:5-846:1; CPHB
at 117-119; Tr. (Sprenger) at 1161:23-1162:2.

e. Limitation 19(d) - “means for re-
ceiving a key code from said RF
receiver and for sending said key
code to said IR transmitter such
that said key code is modulated
onto an IR carrier signal, said IR
carrier signal with said key code
modulated thereon being trans-
mitted from said remote control
device by said IR transmitter,
wherein said means is a microcon-
troller.”

1) Remote control “Receiving
a Key Code From Said RF
Receiver”

Mishra discloses microcontroller 26 that receives
signals from RF transceiver 30 via phased lock loop 27,
or from IR transceiver 28, and then forwards signals to
IR transmitter 35, which transmits the signals to “legacy
devices 16.” JX-0316 at Fig. 2; 19 22, 25. The signals the
microcontroller receives and sends carry the “necessary
codes to control the devices,” that is, key codes. Id. at
37, 38. So most of this element is expressly disclosed in
Mishra.
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UEI argues that Mishra does not disclose a remote
control “receiving a key code from said RF receiver.”
CIB at 21. Instead, UEI argues, Mishra shows “that the
remote control can receive some type of communication
over RF,” but fails to “expressly or clearly disclose re-
ceiving key codes over RF.” Id. at 23 (emphasis in origi-
nal), citing, inter alia, JX-0316 (Mishra) at 19 18, 22, 37).
UEI argues that the three paragraphs disclosing RF
communications in Mishra “do not expressly or clearly
disclose receiving key codes of RF,” and thus Mishra’s
disclosure is “insufficient.” Id. Moreover, UEI argues
that paragraph 18 of Mishra fails to present clear and
convincing evidence that RCU 18 can receive key codes
over RF. CIB at 22. UEI suggests that the use of “or”
when describing how the RCU communicates with sys-
tem 12 is mere speculation that the teaching actually
means that “Mishra’s specification [teaches that ] it
could use infrared or radio frequency.” Id. at 24. Fur-
thermore, UEI asserts that “the only communication
method [taught in Mishra] for key codes is infrared
(IR).” Id.

I disagree. Paragraph 18 of Mishra expressly dis-
closes communications between system 12 and the re-
mote control (RCU 18) that occur exclusively via RF.
Paragraph 18 states, “RCU 18 may communicate with
the system 12 using wireless communication such as in-
frared or radiofrequency links.” JX-0316 (Mishra) at
18 (emphasis added). The experts acknowledged that
Mishra teaches that the RCU can receive the key codes
via the RF receiver. Tr. (Russ) at 844:16845:4, 848:9-
849:9; Tr. (Sprenger) at 1167:20-1168:2. UEI’s argument
ignores the well- established meaning and use of the
word “or” to indicate alternatives. See SkinMedica, Inc.
v. Histogen Inc., 727 F.3d 1187, 1199 (Fed. Cir. 2013)
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(“The disjunctive ‘or’ plainly designates that a series de-
scribes alternatives.”); Schumer v. Lab. Comput. Sys.,
Ine., 308 F.3d 1304, 1311 (Fed. Cir. 2002) (“We have con-
sistently interpreted the word ‘or’ to mean that the
items in the sequence are alternatives to each other.”).
In sum, Mishra teaches that the remote controller is ca-
pable of communicating with the system 12 using RF
links.

Moreover, Mishra teaches key codes being trans-
ferred to the RCU as “signals,” “codes,” and/or “infor-
mation” that are sent via IR or RF. See, e.g., JX-0316
(Mishra) at 19 18 (RCU 18 may communicate with the
system 12 using wireless communication such as infra-
red or radio frequency links”); 20 (“a variety of codes
may be stored in the system 12. .. the system 12 can
translate the signal and send information back to the
RCU 18 to enable the RCU 18 to control the particular
device the RCU 18 is to operate); 34 (“the appropriate
signal information is sent to the RCU 18 by the system
12... In other words, the RCU 18 may be provided with
protocols to control a given device,”); 37 (“When the TV
button is pushed, the appropriate commands are sent to
the master [which may be system 12, (] 26)] informing
the master that the user now wishes to control the TV.
The next button that is pushed, for example, the channel
up button, causes the appropriate command to be sent to
the master telling it, for example, that the user wishes
to go to the next highest channel. The master in turn
sends the RCU the necessary codes to increment the
channel on the TV.”). In fact, claim 12 of Mishra covers
communication between system 12 and RCU 18 using
both RF and IR. See JX-0316 (Mishra) at cl. 12. Mishra
provides no indication that the communication between
system 12 and the RCU is only IR. See also Tr. (Russ) at
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840:17-841-3, 844:23-845:4; 848:9-850:4, 947:8-12; Tr.
(Sprenger) at 1166:16-1167:14.

(ii) Mishra Does Not Limit Use
of RF to Telephone Func-
tionality

UEI further argues that “Mishra explicitly show[s]
that RF is used only for the cordless home telephone
communications, not key code applications.” CIB at 23.
According to UEI, “the only express disclosure in
Mishra is that RF communication is for telephone com-
munication [and] the only communication method for key
codes is infrared (IR).” Id. This argument fails for the
same reason as given above - Mishra presents this func-
tionality as one possible feature and not the only one. See
JX-0316 (Mishra) at §918, 20.

UEI further argues that “the telephone functional-
ity in Mishra is a core teaching” and thus, the telephone
functionality is not optional. CIB at 26. In other words,
Mishra’s teachings relate solely to “adding telephone
functionality to a remote control.” Id., citing Tr.
(Sprenger) at 1120:10-13, 1122:2-1123:3. But UEI’s argu-
ment, that the use of “may” in this context is not op-
tional, is contrary to the law. In re Johnston, 435 F.3d
1381, 1384 (Fed. Cir. 2006) (the word “may” indicates
“optional elements”). While Mishra’s Abstract and
claims relate to telephone functionality, the entire spec-
ification is not so limited, because it also discusses con-
trolling other electronic devices. See, e.g., JX-0316
(Mishra) at 9 19, 20, 26-34, 36-39. Moreover, as Roku
points out, “it is well-established that the specification of
a prior art patent or patent application can contain a
broader disclosure than its claims.” RIB at 21-22, citing
In re Rasmussen, 650 F.2d 1212, 1214 (CCPA 1981)
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(“Disclosure is that which is taught, not that which is
claimed.”); In re Lemelson, 397 F.2d 1006, 1009 (CCPA
1968) (“The use of patents as references is not limited to
what the patentees describe as their own inventions.”);
Tr. (Russ) at 988:22-23.

(iii) Mishra’s Phase Lock Loop
and “Powered Down” Fea-
tures

Mishra teaches that a phase lock loop may be used
to tune the RF transceiver to a particular wireless tele-
phone technology. JX-0316 (Mishra) at § 24. UEI’s ex-
pert testified that this teaching illustrates Mishra’s re-
mote control does not receive key codes via RF, because
a PLL is a circuit that can lock onto a specific frequency
and obtain a precise lock and Mishra does not disclose
anything about using that for sending key codes to a re-
mote control using RF. See Tr. (Sprenger) at 1198:21-
1199:3; JX-0316 (Mishra) at § 24 (“A phase locked loop
device 27 may be used”). But as noted, this is not
Mishra’s only teaching, so it is irrelevant that Mishra
discloses tuning via phased lock loop.

UET’s expert also testified that Mishra’s disclosure
of powering down unused systems illustrates that
Mishra’s remote control does not receive key codes via
RF. See Tr. (Sprenger) at 1135:23-1136:13 (“you could
not receive key codes via RF and then send them out via
IR if the RF is turned on and IR module is turned off.”).
This, too, is irrelevant. The actual teachings in Mishra
are that certain features may be powered down when
not in use during a telephone communication in order to
save power. See JX-0316 (Mishra) at 4 23, 42. These fea-
tures are not relevant to the other embodiments of
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Mishra discussed above related to controlling other elec-
tronic devices.

Accordingly, Mishra teaches all limitations in claim
19 except for “outputted key code being modulated onto
an IR carrier signal.”

2. U.S. Patent No. 8,132,105 to Dubil
Fig. 1 of Dubil is shown below:
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Dubil “relates to remote control devices and to a ser-
vice for enabling the programming of remote controls to
be used with consumer electronics (CE) equipment.” JX-
0320 (Dubil) at 1:68. As shown in Fig. 1, system 100 com-
prises server 102 connected via Internet 104 to appliance
106, such as a set-top box or personal computer, at a
user’s home. Id. at 4:48-51. Server 102 includes database
116, which maintains an inventory of control codes for
commercially available consumer electronics equipment
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of various brands and types. Id. at 4:60-62. The user has
a “universal programmable remote control device 108,”
which includes transmitter 112 for sending control codes
to electronics equipment, such as TVs, VCRs, CD play-
ers, set-top boxes, DVD players, audio pre-amplifiers,
and tuners. Id. at 4:51-57. Input 114 of remote control
device 108 allows for communication with appliance 106.
Id. at 4:57-59. In operation, “[t]he user requests via ap-
pliance 106 a code set from server 102 for control of the
apparatus, type, brand, serial no., ete., as specified by
the user and to be controlled via remote 108.” Id. at 5:6-
8. The codes maintained in database 116 are formatted
as XML (Extensible Markup Language) documents such
that “relevant parameters of a particular control code or
command are defined using XML tags.” Id. at 4:64-66.
“For example, tags are defined for the relevant control-
lable apparatus to which a code pertains, for its type
number, for the IR or RF carrier frequency, for the duty
cycle, the protocol type, for the repetition time, for the
on/off times of the signal, etc.” Id. at 4:66-5:3. Notably,
Dubil also discloses different “protocol[s]” that may be
used in transmitting control codes, including “PWM.” Id.
at 4:33-37.

3. Discussion

Determining whether claim 19 of the 642 patent is
invalid requires consideration of the Graham factors: (1)
the scope and content of the prior art, (2) the level of or-
dinary skill in the art, (3) the differences between the
claimed invention and the prior art, and (4) objective in-
dicia of non-obviousness. Scanner Techs. Corp. v. ICOS
Vision Sys. Corp. N.V., 528 F.3d 1365, 1379 (Fed. Cir.
2008). UEI offers no objective indicia of non-obvious-
ness, and as noted, the differences between claim 19 and
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Mishra are small. See CIB at 26-27. The prior art con-
tains all the elements of claim 19, with Dubil supplying
the one element missing from Mishra: a key code modu-
lated onto a carrier signal. JX-0002 (642 patent) at cl. 19.
Moreover, a skilled artisan would undoubtedly have
been familiar with various modulation schemes, and the
642 patent itself suggests that “modulat[ion] onto carrier
signals” was a known method of “generat[ing] key code
signals.” Id. at 1:38; see Tr. (Russ) at 842:9-19.

UEI submits that one skilled in the art would not
have been motivated to combine Mishra and Dubil be-
cause “Mishra’s and Dubil’s teachings would have re-
quired a POSITA to use the unjustifiably complicated
XML ‘container’ [of Dubil] to transport key codes from
the [set-top box] to the remote control” and “Dubil’s
XML container does not make sense in the context of the
642 patent, where extensive codesets are not stored on
the remote control.” CRB at 13 (emphasis in original).
UEI asserts that the combination would have been
“needlessly complex [and] expensive,” and would have
“required a POSITA to complicate Mishra further by us-
ing Dubil’s teachings of an XML container, a more pow-
erful processor, and a driver, which a POSITA would not
have done.” CRB at 14.

UET’s argument is beside the point. Roku cites Du-
bil not for its XML disclosure, but “for its disclosure
about storing, transferring, and using information about
modulation, and then taking the information about mod-
ulation and using it to actually perform modulation.” Tr.
(Russ) at 842:4-8; id. at 870:10-12. That disclosure is what
one skilled in the art would know to apply to the teach-
ings of Mishra to accomplish the function of claim 19 of
the 642 patent. The prior art need not serve precisely the
same purpose as that disclosed in the challenged patent’s
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specification to support the conclusion that the claimed
subject matter would have been obvious. See In re Lint-
ner, 458 F.2d 1013, 1016 (CCPA 1972) (question is merely
whether the reference teachings would appear to be suf-
ficient for one of ordinary skill in the relevant art to
make the proposed substitution, combination or other
modification); see also KSR International Co. v. Teleflex
Inc., 550 U.S. 398, 419 (2007) (“neither the particular mo-
tivation nor the avowed purpose of the patentee con-
trols”). UEI improperly focuses on the Dubil teachings
related to an XML container, and therefore allegedly in-
compatible with Mishra, instead of Dubil’s narrow teach-
ings related to modulation. See Orthopedic Equip. Co. v.
United States, 702 F.2d 1005, 1013 (Fed. Cir. 1983)
(“There is a distinction between trying to physically
combine the two separate apparatus disclosed in two
prior art references on the one hand, and on the other
hand trying to learn enough from the disclosures of the
two references to render obvious the claims in suit.”).

Lastly, in its Final Written Decision (“FWD?”) for
each of the Inter Partes Reviews for the 642 patent and
for a continuation patent, U.S. Patent No. 8,004,389 (“the
389 Patent”), the U.S. Patent Office determined that Du-
bil taught “different modulation schemes that may be
used in transmitting control codes having different bit
patterns, including frequency-shift keying (‘FSK’), bi-
nary phase-shift keying (‘BPSK’), and pulse-width mod-
ulation (PWM’).” See RX-1587 at 33 (FWD for IPR2019-
01612 (the 642 patent) (March 29, 2021)) and RX-1588 at
37 (FWD for IPR 2019-01613 (March 29, 2021)), citing
Dubil at 4:33-37. The Patent Office further found that it
would have been obvious to one skilled in the art to com-
bine Mishra and Dubil for modulation. See RX-1587 at
42; RX-1588 at 50. That is, inasmuch as Dubil does not
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expressly use the term “modulation,” it nonetheless
would have been clear to a POSITA that Dubil teaches
modulation methods, including, for example, pulse width
modulation. JX-0320 (Dubil) at 4:37 (reciting “PWM”).

Therefore, in view of the Graham factors, claim 19 of
the 642 patent is invalid as being unpatentable under 35
U.S.C. § 103(a) over Mishra and Dubil.

V. U.S.PATENT NO. 10,600,317
A. Level of Ordinary Skill in the Art

A person having ordinary skill in the art of the 317
patent at the time of invention “would have had a bach-
elor’s degree in electrical engineering, computer science,
or equivalent degree with two years of work experience
relating to communications or consumer electronics.”
Order No. 24 at 7.

B. Claims-at-Issue

Claims 3, 6, 9, and 11 of the 317 patent are at issue
in this investigation, either through allegations of infrin-
gement or of the domestic industry technical prong. CIB
at 4. All of these claims depend directly from claim 1:

A controlled device, comprising:

a receiver for receiving communications
from a remotely located controlling device;

a transmitter for transmitting communi-
cations to a display device coupled to the con-
trolled device;

a processing device coupled to the recei-
ver and the transmitter; and

a memory storing executable instruec-
tions, wherein the instructions, when
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executed by the processing device, cause the
controlled device to:

automatically progress through a plura-
lity of setup procedure steps in response to
each of a plurality of communications received
via use of the receiver from the controlling de-
vice;

transmit to the display device via use of
the transmitter communications to cause the
display device to display instructional infor-
mation to a user while progressing through
the plurality of setup procedure steps; and

in response to at least a type and brand of
a target device to be controlled via use of the
controlling device being identified via use of
the plurality of setup procedure steps, select
at least one command code set which has been
predetermined to be likely to be usable by the
controlling device to control operational func-
tions of the target device when subsequently
provisioned to the controlling device.

3. The controlled device as recited in claim 1, wherein
the at least one command code set comprises
an infrared command code set.

6. The controlled device as recited in claim 1, wherein
the instructions cause the controlled device to
exit the plurality of setup procedure steps in
response to a predetermined communication
being received via use of the receiver from the
controlling device.

9. The controlled device as recited in claim 1, wherein
the instructional information being displayed
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by the display device comprises a series of dis-
played navigable menus.

11. The controlled device as recited in claim 1,
wherein the controlled device comprises a
transceiver coupled to the processing device
for receiving the executable instructions from
a remote server for storage in the memory.

317 patent at cls. 1, 3,6, 9, and 11.
C. Claim Construction

No claims of the 317 patent that remain asserted
were construed earlier. CIB at 80. Now, however, UEI
submits that the “primary dispute” between the parties
is the construction of three limitations of claim 1. CIB at
78, 80-81. These are (with identifiers added):

1(e) automatically progress through a plurality of
setup procedure steps in response to each
of a plurality of communications received
via use of the receiver from the controlling
device;

1(f) transmit to the display device via use of the
transmitter communications to cause the
display device to display instructional in-
formation to a user while progressing
through the plurality of setup procedure
steps;

1(g) in response to at least a type and brand of a
target device to be controlled via use of the
controlling device being identified via use
of the plurality of setup procedure steps,
select at least one command code set which
has been predetermined to be likely to be
usable by the controlling device to control
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operational functions of the target device
when subsequently provisioned to the con-
trolling device

1. Limitation 1(e)

UEI argues that the construction of limitation 1(e)
is the plain and ordinary meaning, when “read and con-
sidered together [with 1(f)], and in light of the specifica-
tion.” CIB at 81. UEI asserts that when so read, the
claimed “plurality of setup procedure steps” requires
that an actual procedure be accomplished at each step -
for instance, “the entry or provisioning of a code in order
to test or confirm that the code set is likely to work.”
CIB at 81. Thus, according to UEI element 1(e) requires
a plurality of setup procedure steps; and while a user
prompt (for example an inquiry of the type and brand of
device to be controlled) is part of a procedure step, a
prompt alone is not a procedure step and/or two user
prompts is not a plurality of setup procedure steps. CIB
at 82. Thus, UEI asserts that the steps of selecting a de-
vice type, then selecting a device brand, and then dis-
playing a set-up code comprise only a single procedure
step. Id. (“While user prompts (including for a type and
a brand) can be part of any given procedure step, there
is nothing in the claim or specification suggesting that a
user prompt alone is a procedure step or that two user
prompts is a plurality of setup procedure steps”). UEI
further submits that the “automatically progress” term
should be construed to be “the use of multiple” setup
procedure steps, as shown in the bottom of Figure 7 to,
for example, iteratively test or verify different code sets,
and the instructional information is used to guide the
user through that exact process. CRB at 47; JX-0004 at
Fig. 7.
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Roku also argues that limitation 1(e) should be given
its plain and ordinary meaning; however, Roku submits
that UET’s construction of element 1(e) is not the “plain
and ordinary meaning” because it adds the limitation
that a code set must be tested as part of the “automatic
progress through a plurality of setup procedure steps.”
RIB at 78. Roku argues that UEI is “deliberately vague”
about exactly what the term means, and in any event
UEI incorrectly argues that the “plurality of setup pro-
cedure steps” includes only the “iterative procedure
steps, used to test or confirm the codes,” and not the
steps of selecting type or brand, or displaying a setup
code, of a target device. RRB at 41, citing CIB at 84.

Roku’s position is more compelling. UEI’s construc-
tion is overly complicated and supported neither by the
317 specification nor its own expert. For example, UEI’s
assertion that the term “setup procedure steps” does not
include a prompt alone (for example an inquiry of the
type and brand of device to be controlled) is directly con-
tradicted by its own expert, Dr. Rosenberg:

Q. Dr. Rosenberg, the ‘317 patent de-
scribes a setup process, correct?

A. Yes, it does.

Q. And that setup process involves a plu-
rality of setup procedure steps, correct?

A. Yes, it does.

Q. And those setup procedure steps may
include screens prompting the user infor-
mation input to identify device type and
brand information, correct?

A. Yes, it does.
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Tr. (Rosenberg) at 1308:8-17.

As another example, the specification does not sup-
port UET’s position that a prompt to the user does not
amount to a setup procedure step, or that the steps of
selecting a type, selecting a brand, and displaying a set-
up code comprise only a single set-up procedure step.
Fig. 7 of the 317 patent describes “in flowchart form, a
summary of the steps described below [for setup] and il-
lustrated in FIGS. 4 through 6.” JX-0004 (317 patent) at
5:12-16. Figs. 4 and 7 illustrate the step of selecting a
brand, id. at 4:20-5:53, and Figs. 5 and 7 illustrate the
step of displaying a set-up code, id. at 54-56. Figs. 6 and
7 illustrate the testing of the operation to determine if
the code works. Id. at 5:64-76.3. Each of these are de-
scribed as separate setup procedural steps and displayed
as such in the flow chart of Fig. 7 as separate boxes.

Finally, claim 1 itself recites that selecting a type
and brand comprise a “plurality” of setup procedure
steps. Limitation 1(g) recites, in part, “in response to at
least a type and brand of a target device . . . being iden-
tified via use of the plurality of setup procedure steps.”
Thus, the claim recites that a “plurality of setup proce-
dure steps” can include a plurality of such steps to iden-
tify “a type and brand of a target device.”

Therefore, limitation 1(e) is construed as possessing
its plain and ordinary meaning, wherein an individual
step can consist of a selection of an individual type or
brand.

2. Limitation 1(f)

UEI asserts that this term, like 1(e), is the plain and
ordinary meaning, when “read and considered together
[with term 1(e)], and in light of the specification.” CIB at
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81. Within element 1(f) is the term “instruction infor-
mation,” and it is this term where the parties’ definition
differs. UEI defines “instruction information” as a “true
instruction, for example, an instruction to point the re-
mote at the target device or to enter a code into the re-
mote.” Id.at 82. UEI asserts that “the specification spe-
cifically calls questions to a user about the type or brand
of the target device ‘user prompts’ (Tr. (Rosenberg) at
1260:18-1261:6). In contrast, the specification reserves
the word ‘instructions’ to discuss times where the user
must actually take an action or perform a task, like point-
ing the remote at the target device or entering a test
code into the remote (id.).” CRB at 47, citing Tr. (Rosen-
berg) at 1260:18-1261:6).

Roku also argues the element should be given its
plain and ordinary meaning, but that UEI improperly
imports a “testing” requirement into its construction “by
asserting that ‘[iln the claim, the user is provided in-
struction information . . . (which the specification teaches
is used for the purpose of testing a code).” RRB at 42,
citing CIB at 82. Roku further asserts that the plain and
ordinary meaning of “instructional information” is not
restricted to information displayed in testing steps and
improperly excludes information displayed in other set-
up procedure steps. Id.

The specification does not limit the meaning of “in-
struction information” in the manner that UEI asserts.
A directive to select a type or brand of target device fits
comfortably within the plain and ordinary meaning of
“instruction.” Granted, the specification occasionally
uses the terms “instructions and prompts” when discuss-
ing the relevant portion of the set-up procedure, but the
terms are not used separately to signify different opera-
tions. But for the most part, the specification uses the
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term “prompt” when referring to either of UEI’s scenar-
ios. See, e.g., JX-0004 (317 patent) at 5:20-21 (“application
406 may also prompt the user to select an appropriate
language”); 6:3739 (using a TV screen to “present
prompts such as ‘Did your DVD player respond to the
Power On command? Press ‘1’ for yes, or press ‘0’ for
no”); 7:9-10 (“application 406 may interactively prompt
the user to enter information regarding device usage”);
7:48 (“user may be prompted 806 to specify a device to
be used”).

Therefore, limitation 1(f) possesses its plain and or-
dinary meaning, and the term “instruction information”
specifically is construed as encompassing user prompts
to select a target device’s brand or type.

3. Limitation 1(g)

UEI asserts that this limitation should be given its
plain and ordinary meaning, “in light of the proper con-
text provided by the specification.” CIB at 92. Specifi-
cally, UEI argues that the limitation “requires that the
command code set be predetermined to be likely to work
with the target device itself, not some general device of
the same type and brand.” Id. (emphasis in original). In
other words, the plain and ordinary meaning is “that the
controlled device . . . select[s] the command code set that
it has predetermined is likely to be usable (by the con-
trolling device) to control operational function of the tar-
get device (as opposed to a general device of a certain
type and brand) when subsequently provisioned to the
controlling device.” CIB at 93.

Roku argues that UEI’s interpretation is not the
plain and ordinary meaning because UEI’s construction
“import[s] a limitation from the specification - that the
claim requires testing.” RIB at 80. According to Roku,
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“the dispute regarding limitation 1(g) boils down to one
word— ‘likely’—in the phrase ‘predetermined to be
likely to be usable’ to control the target device. UEI ar-
gues that the use of ‘likely’ means that limitation 1(g) co-
vers only testing steps, and not the steps of selecting
type and brand.” RRB at 43-44.

The disagreement actually revolves around the
words “predetermined to be likely.” UEI asserts that
the claim requires that the command code set be prede-
termined to be likely to work with the specific target de-
vice itself, as opposed to a device of the same type and
brand. CIB at 92. But the specification describes the pro-
cess as retrieving a command code that is “predeter-
mined” (i.e., without actual testing) to be “likely” (i.e.,
the possible code is narrowed down from the universe of
all possible codes) to work with the type and brand se-
lected by a user:
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JX-0004 (317 patent) at Fig. 7.

Upon initiation of setup the user is asked “what de-
vice do you want to setup for control?” and is given a list
of devices (such as TV or DVR) to choose from (JX-0004
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(317 patent) at 5:1520); the user selects the type of de-
vice, and is asked to select the brand name of the device
(id. at 5:31-34). The user then selects the brand and is
shown a display of “the remote control setup code num-
ber most likely to result in selection of an infrared code
set which will operate appliances of the type and manu-
facture indicated” (id. at 5:42-47); the user enters the
code number, and the remote control transmits an infra-
red command that corresponds to the user’s choice of
code number (id. at 5:54-62). After the remote transmits
the code, it is tested to determine if the code actually
controls the device. Neither the specification nor claim 1
specify that the code number input by the user is likely
to be usable by the specific target device. Instead, the
process taught and claimed is a system that selects a
“likely” command code set by narrowing the number of
possible codes based on a type and brand of target de-
vice, without testing the code set. Tr. (Balakrishnan) at
707:8-709:1; RDX-0004C.49; see also Tr. (Rosenberg) at
1301:16-21. The “predetermined” nature of the code is
that the code is obtained by reference to data 404, which
is stored locally on the set top box or another memory
that is accessible by the set top box, and which is “peri-
odically updated.” JX-0004 (317 patent) at 4:28-36; 5:44-
48.

Therefore, limitation 1(g) is construed to have its
plain and ordinary meaning, in particular that a com-
mand code set is predetermined to be likely to be usable
based only on the type and brand of device selected by
the user, without further specificity and without testing
of the code set.

A final point on claim construction. UEI argues that
its proposed construction of these elements is correct be-
cause the examiner would not have allowed the claims
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over the disclosed prior art if these limitations were con-
strued to have simply their plain and ordinary meaning.
CIB at 89-91. During prosecution of the 317 patent, UEI
filed an Information Disclosure Statement, listing the
SVR-2000 Setup Guide, which Roku does not dispute is
almost identical to the SVR- 3000 Setup Guide. But the
Information Disclosure statement contained almost 40
other references, and there is no evidence the SVR-2000
Setup Guide was ever substantively discussed during
prosecution. CX-0152C.0070-75. Therefore, this refer-
ence is not germane to the claim construction.

D. Infringement

UEI asserts that the Roku Ultra, Streaming Stick+,
and Soundbar (collectively the “Roku 317 Accused Play-
ers) directly infringe claims 3, 6, 9, and 11 of the 317 pa-
tent. CIB at 93. Each of the asserted claims depend from
independent claim 1, and thus, the Roku 317 Accused
Players also must meet each limitation of claim 1.

1. Overview Of Functionality

The Roku Soundbar will configure itself and its in-
cluded remote to control the power on and power off
functionality of the attached TV. The Roku Ultra and
Soundbar control the TV via CEC over the HDMI con-
nection or IR commands from the Roku remote directly
to the TV.

Roku Ultra and Roku Streaming Stick+

The Roku Ultra and Roku Streaming Stick+ config-
ure themselves and their included remote to control the
power on, power off, volume up, volume down, and mute
operations of the TV attached to the Roku. JX-0024; see
generally Tr. (Rosenberg) at 105:24 -120:16. For the
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Roku Ultra, remote control programming starts by se-
lecting the “Set up remote for TV control” feature in the
Remote Settings menu. JX-0024; Tr. (Rosenberg) at
106:15-22. The setup procedure initially uses the |||}
to identify the brand of the TV.
CPX-0115C at ROKU_ITC_SC_0000449. After this fea-
ture is initiated, information appears on the television,
such as “[p]lease point your Roku remote at this TV”
(CIB at 98), and then the user is asked “is music play-
ing,” and the user can select “Yes, music is playing” or
no. JX-0024.

|s music playing?

o point wour ok remoto st s TV,

i

CPX-0106; CDX-0002C.7.

If the user selects “Yes, music is playing,” the Roku
Ultra sends a mute command to the TV via CEC over
the HDMI connection; the Roku Streaming Stick+ oper-
ates like the Ultra, except that it controls the TV only
via IR. Tr. (Rosenberg) at 109:5-16. The next screen asks
if the music has stopped playing:
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Has the music stopped playing?

Remember o paint wour Roky emobe at the Ty

Yes, the mask has stopped playing

Ha

Id.; CPX-0106; CDX-0002C.8.

If the user selects “Yes, the music has stopped play-
ing,” the Roku Ultra is configured to use CEC to control
power on, power off, volume up, volume down, and mute.
Thus, if a user presses one of those control buttons on
the Roku remote, the corresponding command will be
transmitted from the Roku Ultra to the TV via CEC. Tr.
(Rosenberg) at 109:17-110:15. However, if the user se-
lects “no,” the music did not stop playing, the Roku Ultra
configures the Roku remote to control the TV via IR. In
this case, the Roku Ultra sends data to the Roku remote
that causes the Roku remote to transmit the first IR
mute command associated with the detected brand of
the attached TV. Tr. (Rosenberg) at 110:16-111:19. The
user is then presented with a variation of the same basic
question as before:

Id.; CPX-0106; CDX-0002C.11.

If the music stops, the user selects the “yes” option,
and the Roku Ultra finalizes configuration of the Roku
remote to transmit the IR commands for power on,
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power off, volume up, volume down, and mute. If the mu-
sic does not stop (indicating that the command was un-
successful), the Roku Ultra automatically transmits the
next IR mute command associated with the detected
brand of the TV. Tr. (Rosenberg) at 111:5-113:19. This
process continues until there is either a successful com-
mand or there are no more code sets to try for the de-
tected brand. Id. If all of the code sets for a given brand
are unsuccessful, the user can either exit the process or
manually enter a brand and begin the testing process
again with the code sets for that brand.

Roku Soundbar

The Roku Soundbar operates similarly to the Roku
Ultra with respect to the “Set up remote for TV control”
functionality. Tr. (Rosenberg) at 120:4-16. However, the
Roku Soundbar tests the power functionality of the TV
instead of testing a mute command. Id.

2. Claim 1 of the 317 Patent

The Parties agree that the Roku 317 Accused Play-
ers meet the limitations of 1(a) - 1(f) (using the same
identifiers as were used for the claim construction dis-
cussion). Thus, the only limitation for which there is dis-
agreement is 1(g). In order to fully appreciate the reci-
tation of 1(g) however, limitations 1(e) and 1(f) also must
be discussed. Again:

1(e) automatically progress through a plurality
of setup procedure steps in response to each of a
plurality of communications received via use of the
receiver from the controlling device;

1(f) transmit to the display device via use of the
transmitter communications to cause the display
device to display instructional information to a user
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while progressing through the plurality of setup
procedure steps;

1(g) in response to at least a type and brand of
a target device to be controlled via use of the con-
trolling device being identified via use of the plural-
ity of setup procedure steps, select at least one
command code set which has been predetermined
to be likely to be usable by the controlling device to
control operational functions of the target device
when subsequently provisioned to the controlling
device

UEI argues that the Roku 317 Accused Players
meet limitations 1(e) - 1(g) because each Player (the con-
trolled device) selects a command code set

via the
use of the automatic setup procedure discussed above
(limitation 1(e)). CIB at 99. UEI asserts that by “invok-
ing the setup procedure to configure the remote [which
is the controlling device], the type of the device is iden-
tified to be a TV (Tr. (Rosenberg) at 153:24-154:23). Ad-
ditionally, the setup procedure initially and automati-
cally uses to identify
the brand of the TV using
(CPX-0115C at ROKU_ITC_SC_0000449).” Id. Instruc-
tional information is displayed to the user during the
setup, such as instructing the user to test whether sound
is on or off and/or whether the power is on or off, depend-
ing on the particular Roku device (limitation 1(f)). CIB
at 97-98. Finally, the Roku Players select one command
code set that has been predetermined to be likely to be
usable based on the automatic procedure steps. CIB at
99.




134a

Roku, on the other hand, argues that the Accused
Products do not meet the limitation of 1(g) because they
do not identify the type of target device to be controlled
via the setup procedure steps. Roku submits that the
Roku 317 Accused Players

RIB at 81, citing Tr. (Balakrishnan) at
686:14-687:6. Roku further argues that the Roku 317 Ac-
cused Players fail to select at least one command code
set because the products

RIB at 82. Roku submits that the remote controls

Id. And Roku asserts that a code set “is the set of all the
codes for a particular device.” Id. at 83.

The evidence shows that limitation 1(g) is met. A
user’s initial selection of the command “Set up remote
for TV control” feature in the remote control Remote
Settings menu is a “communication received via the use
of the receiver from the controlling device.” Once the
Roku 317 Accused Players receive this communication,
a TV is by definition selected. Further, it is this selection
of “set up the remote” that begins the automatic pro-
gression through a plurality of setup procedure steps, as
recited in element 1(e). There is nothing in the asserted
claims that recite that there must be more than one de-
vice to be controlled - just that the user must choose a
device, which is accomplished by entering the set up
mode. Once the mode is selected, the Roku 317 Accused
Players automatically progress through a plurality of
setup procedure steps by
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I T"c: e o plurality of

setup procedure steps, which meets the limitation of
claim 1(f).

Finally, element 1(g) is met since at least one com-
mand code set “likely to be usable” is selected when the
Roku 317 Accused Players automatically progress
through the set up steps to determine that a television
has been selected and the particular brand is deter-
mined. Moreover, the term “command code set,” alt-
hough it has not been formally construed, plainly does
not mean every function of the television must be part of
the code that is selected and provisioned to the remote
control. In fact, the 317 patent does not define the term
command code set beyond being codes that “will operate
appliances.” JX-0004 (317 patent) at 5:46. The code sets
used by Roku 317 Accused Players operate functions of
the television, which is consistent with the specification.
And UEI has not “acknowledged” that “command code
set” means all the codes for a particular device; that
UETI’s counsel took that position in oral argument re-
garding a different patent is irrelevant. See RIB at 83.

Accordingly, the Roku 317 Accused Players meet
every limitation of claim 1 of the 317 patent. Claims 3, 6,
9, and 11, which all depend from claim 1, are the claims
of the 317 patent that are asserted against Roku. The ev-
idence shows that the Roku 317 Accused Players in-
fringe these claims.
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3. Claim 3: the controlled device as
recited in claim 1, wherein the at
least one command code set com-
prises an infrared command code
set.

Roku does not dispute that Roku 317 Accused Play-
ers select an infrared command code set to provision to
the Roku remote. See Tr. (Rosenberg) at 160:11-15;
CPX-0115C at ROKU_ITC_SC_0000076. Thus, the
Roku 317 Accused Players satisfy the limitations of
Claim 3.

4. Claim 6: The controlled device as
recited in claim 1, wherein the ins-
tructions cause the controlled de-
vice to exit the plurality of setup
procedure steps in response to a
predetermined communication
being received via use of the recei-
ver from the controlling device

The Roku 317 Accused Players exit the setup proce-
dure for “Set up Remote for TV control” when the
“home” button is pressed on the Roku remote. See Tr.
(Rosenberg) at 160:1625; CX-0058. This meets the limi-
tations of claim 6.

5. Claim 9: The controlled device as
recited in claim 1, wherein the ins-
tructional information being dis-
played by the display device com-
prises a series of displayed navi-
gable menus

The Roku 317 Accused Players display a series of
navigable menus, such as “Please point your remote at
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the TV” and “Is music playing? Yes or No?”, on the at-
tached TV as part of the TV control configuration, which
the user navigates using the arrow keys and OK button.
Tr. (Rosenberg) at 161:1-12. This meets the limitations
of Claim 9.

6. Claim 11: The controlled device as
recited in claim 1, wherein the
controlled device comprises a
transceiver coupled to the proces-
sing device for receiving the
executable instructions from a re-
mote server for storage in the me-
mory

Roku does not dispute that its Roku 317 Accused
Players include a Wi-F1i transceiver (and the Roku Ultra
includes an ethernet port and associated circuitry) that
receive the Roku OS (including the software associated
with the setup procedures for controlling the TV with
the Roku remote) for storage in memory. Additionally,
Roku does not dispute that when the Roku 317 Accused

Players
which includes the code that provides the

functionality described in Claim 1, including the IR code
sets. Tr. (Rosenberg) at 161:13-162:9; CX-0509C; JX-
0068C (Murthi) at 43:8-14, 46:13-48:4. Thus, the Roku 317
Accused Players satisfy the limitations of Claim 11.

Therefore, the Roku 317 Accused Players infringe
asserted claims 3, 6, 9, and 11 of the 317 patent.
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E. Domestic Industry - Technical Prong

1. Samsung DI Products Are Pro-
tected By the 317 and 196 Pa-
tentsl

UEI asserts that the Samsung DI Products are “ex-
pressly licensed to the 196 and 317 Patents.” CIB at 53.
The licensing agreement, effective January 1, 2011,
grants to Samsung and its subsidiaries the right to

JX-0035C.1. The UEI Products
include UEI QuickSet and QuickSet cloud. JX-0035C.13.
The licensed products definition was amended to include

JX-
0035C.70). Thus, UEI asserts that the “Samsung DI
Products are Licensed products under the Licensing
Agreement and its amendment because they are TVs
with Smart Remote controls.” CIB at 53. UEI further
states that it “authorized Samsung to use the 196 and 317
Patents through years of support and assistance in aid-
ing Samsung in the practice of the 196 and 317 Patents.”
CIB at 53, citing Tr. (Barnett) at 35:4-42:10, 48:23-53:25,
60:15-63:4; JX-0431; CDX-0078C.5-9, 13. UEI states that
Samsung has been its customer for 10 years, that UEI
has spent Samsung-specific imple-
mentation costs, and that the Samsung DI Products
make about || l]l QuickSet Cloud transactions a
week. Id.

Roku presents a number of arguments against find-
ing that the Samsung DI Products are protected by the
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196 and 317 patents. Roku first argues that in the
amendment to the Samsung software license, dated July
25,2012, UEI

to UE Singapore Private Ltd., a Sin-
gapore corporation. RIB at 46. Subsequently, on June
30, 2013, UE Singapore

Therefore, Roku submits, as of July 2012 the Samsung
software license was not with UEI, the owner of the As-
serted Patents was not a party to the Samsung software
license, and the Samsung DI Products are not “protected
by” the 196 and 317 patents. RIB at 46.

But the license agreement states that C.G. Develop-
ment is acting

such as UEI
(JX-0035C.65). C.G. Development acts as UETI’s licens-
ing agent with certain Asia-based customers and part-
ners, such as Samsung, and has the right to sub-license
UET’s patents based on an intracompany agreement. See
RX-0019C.54-55. UEI is, in essence, the real party in in-
terest with respect to the Samsung license.

Roku next argues that Samsung did not have an ex-
press license to the 196 and 317 patents because the
Samsung software license

RIB at 47. Roku submits that

! The licensing issues regarding the 196 and 317 patents are dis-
cussed together by both parties. To the extent that the issues over-
lap, both are discussed together here as well.



140a

the “Licensed Materials” were defined as

RIB at 47.
Roku further submits that the license “does not include
a license to any of UEI’s intellectual property, including
its patents, and expressly restricts the license to the lim-
ited rights granted in Section 1.0.” of the license agree-
ment. Id. Although no individual patents were originally
recited as being licensed, Roku’s description of the scope
of the license is otherwise too narrow. In fact, UEI
granted a license to

See JX-0035C.1, .15, .70.

Finally, Roku argues that the Samsung software li-
cense does not grant an implied license to the 196 and
317 patents because the license “makes clear that

RIB at 47, citing JX-0035C.9. As UEI notes,
however, section 11.02 of the license states:

32 (emphasis in original), citing JX-0035C.9. And the li-
cense agreement, as confirmed by UEI, expressly
grants Samsung the right to import articles that practice
the 196 and 317 patents.
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2. Samsung DI Products Practice
Claim 1

Most of the elements of claim 1 of the 317 patent are
practiced by the Samsung DI Products. As UET’s expert
Dr. Rosenberg explains, the Samsung DI Products are
devices controlled by a remote control, and each pos-
sesses a receiver for receiving communications from the
remote control, a processing device coupled to the re-
ceiver, and a memory storing executable instructions.
See Tr. (Rosenberg) at 180:5-182:2.

as shown in CX-0647C.5. See d.
at 181:2-182:2; CIB at 11-12. Respondent does not dis-
pute that the Samsung RUS8000 is representative of the
Samsung DI Products. See RIB at 83-84.

The elements covering “executable instructions” in-
volve QuickSet, a UEI software product integrated into
the Samsung DI Products. See Tr. (Barnett) 35 at 13-17.
Dr. Rosenberg explained how QuickSet works:
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Tr. (Rosenberg) at 183:13-184:13. So claim elements 1(e),
1(f), and 1(g) are satisfied.

The primary dispute between the parties is whether
the Samsung DI Products meet the limitation of claim
1(b), which recites, “a transmitter for transmitting com-
munications to a display device coupled to the controlled
device.” RIB at 84. Roku argues that “the claim is
drafted to cover a transmitter for transmitting commu-
nications to an external display device coupled to a con-
trolled device (in this case, the Samsung TV).” Id. How-
ever, Roku argues,

and
therefore the LCD display panel is not coupled to the TV
but is an integral part of the TV itself. Id. Roku asserts
that the Federal Circuit held that a “part of something
isnot ‘coupled’ to the whole” in Cutsforth, Inc. v. Motive-
power, Inc., 643 F.App’x 1008, 1012 (Fed Cir. Apr. 6,
2016) (nonprecedential) ([i]t goes beyond the plain mean-
ing of ‘couple ‘ to say that a sub-component (e.g., an en-
gine in a car) is ‘coupled to’ the component as a whole
(e.g., the car)). Roku also cites another Federal Circuit
case as support for the argument that the display device
must be separate from the Samsung TV. See Stragent
LLCv. BMW North America LLC, No. 6:11 cv 278, 2013
WL 3367295, *7-*8 (E.D. Tex. July 3, 2013) (construing
term “assembly” in limitation reciting “an assembly cou-
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pled to the automobile ... and further connected to a me-
dia player adapted for playing music” as requiring that
the assembly be separate from the automobile).

The parties’ dispute is fundamentally over what ap-
paratus is identified as the “controlled device.” UEI has
identified a particular TV, the Samsung RUS8000, as op-
posed to a component of the Samsung RU8000, as repre-
sentative of the Samsung DI Products. See CIB at 11-12.
And in his demonstrative presentation Dr. Rosenberg
implied that the controlled device is a TV. See Tr. (Ros-
enberg) at 183:9-12; see CDX-0002C.45. But the evidence
shows that

CRB at 53; Tr. (Rosenberg) at
181:2-24, 182:3-14; Tr. (Balakrishnan) at 774:9-16. Ex-
hibit CX-00647C.1 (shown below) illustrates this with a
side-by-side schematic and photo of the Samsung DI TV
with the back cover removed.
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CX-0647C.1. So inasmuch as claim 1 is construed as
requiring the “controlled device” to be physically dis-
tinct from, but coupled to, the “display device,” there
would seem to be no barrier to identifying the controlled
device as the main board and the display device as the
LCD screen, with both devices housed within the same
overall “T'V.”

Moreover, although the parties do not frame their
dispute as a matter of claim construction, the specifica-
tion is clear that claim 1 encompasses a single housing
for both the claimed invention (the controlled device)
and the display device. See JX-0004 (317 patent) at 8:39-
44 (“while the exemplary embodiment above is pre-
sented in terms of interactions between a set top box and
a universal remote control, it will be appreciated that
many other appliance types, e.g., TV’s, PVRs. DVDs,
PCs, etc. may be substituted for the STB without alter-
ing the spirit of the invention”). Furthermore, Dr. Ros-
enberg agreed that “you can put the controlled device
inside a TV,” and Dr. Balakrishnan agreed that the 317
patent teaches that the claimed invention can be imple-
mented in a TV. Tr. (Rosenberg) at 183:9-12; Tr. (Bala-
krishnan) at 777:7-12. So whether the controlled device
is the TV overall or just the main board inside the TV,
element 1(b) is present in the Samsung DI Products, and
the cases on which Roku relies are beside the point.

Therefore, the Samsung DI Products practice claim
1 of the 317 patent.

3. The Samsung DI Products Prac-
tice the Asserted Claims

The only argument Roku presents regarding the as-
serted claims is that the Samsung DI Products do not
practice them because they do not practice independent
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claim 1. RIB at 85. The Samsung DI Products do practice
claim 1, however, and the evidence shows that they also
practice claims 3, 6, 9, and 11. UEI’s discussion of this
evidence is adopted:

Claim 3: The controlled device as recited in
claim 1, wherein the at least one command code
set comprises an infrared command code set

“The Samsung DI Products configure the Samsung
smart remote to control devices connected to the Sam-
sung TV with an infrared command codeset.” CIB at 110,
citing Tr. (Rosenberg) at 185:1-4; CX-0533C.

Claim 6: The controlled device as recited in
claim 1, wherein the instructions cause the con-
trolled device to exit the plurality of setup pro-
cedure steps in response to a predetermined
communication being received via use of the re-
ceiver from the controlling device

“The universal remote setup feature (the instrue-
tions) of the Samsung DI Products (the controlled de-
vice) will exit the setup procedure of the Universal Re-
mote setup when the user presses the home button (the
predetermined communication) on the Samsung remote
and that command is received by the Samsung TV.” Id.,
citing Tr. (Rosenberg) at 185:5-16.

Claim 9: The controlled device as recited in
claim 1, wherein the instructional information
being displayed by the display device com-
prises a series of displayed navigable menus

“The Samsung DI Products display a series of nav-
igable menus that display instructional information to
the user as part of the Universal Remote setup feature.”
Id., citing (Tr. (Rosenberg) at 185:17-25).
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Claim 11: The controlled device as re-
cited in claim 1, wherein the controlled
device comprises a transceiver coupled
to the processing device for receiving the
executable instructions from a remote
server for storage in the memory

Id. at 100-111, citing CX-0642.108.

Accordingly, the Samsung DI Products practice
the asserted claims of the 317 patent.

F.  Validity

Roku identifies the following invalidity theories
for the 317 patent:
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Claims

Theory

1,3,6,9

Anticipated under 35 U.S.C. §
102(e) by U.S. Patent No.
9,792,133 to Lee (JX-0374)

1,3,6,9,11

Anticipated under 35 U.S.C. §
102(a) and (b) by TiVo Series 2
DVRs, including SVR-3000
Installation Guide (RX-0223)
(“SVR-30007)

1,3,6,9

Obvious under 35 U.S.C. § 103
by Lee in combination with|
U.S. Patent No. 6,650,248 to
O’Donnell (RX- 0225)

1,3,6,9,11

Obvious under 35 U.S.C. § 103
by various combinations of]
Lee with SVR-3000 or U.S.
Patent No. 7,673,297 to Arse-
nault (RX-0219) and option-
ally O’'Donnell

1,3,6,9,11

Unpatentable subject matter
under 35 U.S.C. §101

See generally RIB at 85-123; RRB at 50-63.

U.S. Patent No. 9,792,133 (“Lee”) issued on October
17,2017, has a priority date of February 10, 2004, and is
prior art to the 317 patent under pre-AIA 35 U.S.C. §
102(e) because the 317 patent’s earliest priority date is
2005. RIB at 85; JX-0374; JX-0004. The TiVo Series 2
DVR, including the Sony/TiVo SVR-3000, were on sale
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and in public use in the U.S. in 2002, and the SVR-3000
Installation Guide was publicly available as of 2002. RX-
0220C.0001; RX-0223; Tr. (Schmidt) at 642:22-643:3
(TiVo began sales of Series 2 DVRs in 2002). Thus, the
SVR-3000 product and its documentation are prior art to
the 317 patent under pre-AIA 35 U.S.C. §§ 102(a) and
(b). O’'Donnell issued on November 13, 2003 and is prior
art to the 317 patent under pre-AIA 35 U.S.C. §§ 102(a)
and (b). RX-0225. Arsenault issued on March 2, 2010,
with a priority date of September 3, 2003, and is prior art
to the 317 patent under pre-AIA 35 U.S.C. § 102(e). RX-
0219.

1. Anticipation Under 35 U.S.C. §
102

a. Lee

Roku contends claims 1, 3, 6, and 9 are anticipated
by Lee, which “describes a system for setting up a uni-
versal remote control to control multiple electronic con-
sumer devices, which ‘enables users to program their
electronic consumer devices in a step-by-step interac-
tive manner.” RIB at 86, citing JX-0374 (Lee) at 15:31-
43. Roku further states that Lee discloses several simi-
lar embodiments setting up a universal remote control,
“the second of which (disclosed starting at 17:28) is
nearly identical to the preferred embodiment of the ‘317
patent.” Id., citing JX-0374 (Lee) at 17:28-19:50; Tr. (Ba-
lakrishnan) 695:3-696:17. To illustrate this, Roku anno-
tates Fig. 14:
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JX-0374 (Lee) at Fig. 14.
According to Roku, Lee teaches:

[Plrogramming the universal remote to
control an electronic device begins by press-
ing a “set-up” key on the remote, which
causes the system to enter into a “configura-
tion mode.” JX-0374 (Lee) at 17:36-39; 19:28-
29. Once the “configuration mode” is initi-
ated, display 113 displays instructions to
guide the user through the set-up process. As
shown in Fig. 16 below, “the user is first
prompted to select the device type,” from
among the options: “TV, VCR, DVD, AMP,
SAT, and CABLE.” Id. at 18:5-9. The user
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then uses the arrow keys on the remote to
highlight his choice, and then presses the “se-
lect” key to select the appropriate device
type, in this case, “T'V.” Id. at 18:11-14; see
also Tr. (Balakrishnan) 695:3-14; see also
RDX-0004C.32.

After the user chooses the type of device,
the text shown in Fig. 17 (below) is shown,
which “prompts the consumer to select the
brand” of the TV. JX-0374 (Lee) at 18:16-29;
see also Tr. (Balakrishnan) 695:15-24; see also
RDX- 0004C.33.

After the user chooses a brand of televi-
sion, text is shown that “prompts the con-
sumer to select a model” of the brand chosen,
in this case, of a Sylvania TV. See JX-0374
(Lee) at 18:32-36; see also RDX-0004C.34.
The circuit 111 then “displays a designation
of a first code set on display 133, for example,
the number ‘062,”” as shown in Fig. 14 above,
which the user enters into the remote control.
See JX-0374 (Lee) at 18:36-43; see also RDX-
0004C.35. This activates a code set in the re-
mote control, which allows the user to oper-
ate the TV’s various controls, such as volume
and channel controls. Id. at 18:44-48; see also
Tr. (Balakrishnan) 695:22-696:11.

RIB at 86-87.

The teachings of Lee with respect to the claims fol-
lows, using the same claim limitations and designations
previously used.
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(i) Claim 1

(a) Limitation l(preamble) - “a con-
trolled device”

As shown in Fig. 14 of Lee, set top box 122 contains
a remote control communicating circuit 111. JX-0374
(Lee) at 15:58-62. UEI does not dispute that Lee dis-
closes limitation 1(preamble). See generally CIB at 111.

(b) Limitation 1(a) - “a receiver for re-
ceiving communications from a re-
motely located controlling device”

Lee discloses “a receiver for receiving communica-
tions” (IR photodetector 127 in Fig. 14) “from a remotely
located controlling device” (remote control 112 in Fig.
14). JX-0374 (Lee) at, 17:39-42 and 20:17-23 and F'igs. 16-
18; Tr. (Balakrishnan) 697:11-22; RDX-0004C.37. UEI
does not dispute that Lee discloses limitation 1(a). See
generally CIB at 111.

(¢) Limitation 1(b) - “a transmitter for
transmitting communications to a
display device coupled to the con-
trolled device”

Lee discloses “a transmitter” (composite video out-
put chip 142 in Fig. 14) “for transmitting communica-
tions to a display device” (display/TV 113) “coupled to
the controlled device” (set-top box 122). JX-0374 (Lee)
at 17:31-36, 17:66-18:4, and Fig. 14; Tr. (Balakrishnan)
697:23-698:14; RDX-0004C.38. UEI does not dispute that
Lee discloses limitation 1(b). See generally CIB at 111.
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(d) Limitation 1(c) - “a processing device
coupled to the receiver and the
transmitter”

Lee discloses “a processing device” (on-screen dis-
play controller chip 140 in Fig. 14) which is “coupled to
the receiver” (IR photodetector 127) “and the transmit-
ter” (composite video output chip 142). JX-0374 (Lee) at
17:44-56, 17:62-18:4, and Fig. 14; Tr. (Balakrishnan)
698:15699:4; RDX-0004C.39. UEI does not dispute that
Lee discloses limitation 1(c). See generally CIB at 111.

(e) Limitation 1(d) - “a memory storing
executable instructions, wherein the
instructions, when executed by the
processing device, cause the con-
trolled device to”

Lee discloses “a memory storing executable instruc-
tions” (memory 128 in Fig. 14), “wherein the instruc-
tions, when executed by the processing device” (on-
screen display controller chip 140 in Fig. 14) “cause the
controlled device” (set-top box 122) to perform certain
operations. JX-0374 (Lee) at 16:25- 31, 17:57-18:4, and
Fig. 14; Tr. (Balakrishnan) 699:5-22; RDX- 0004C.40.
UEI does not dispute that Lee discloses limitation 1(d).
See generally CIB at 111.

® Limitation 1(e) - “automatically pro-
gress through a plurality of setup
procedure steps in response to each
of a plurality of communications re-
ceived via use of the receiver from
the controlling device”

Lee discloses “automatically progress[ing] through
a plurality of setup procedure steps” (the procedure
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steps shown in Figs. 16-19) “in response to each of a plu-
rality of communications received via use of the re-
ceiver” (IR photodetector 127 in Fig. 14) “from the con-
trolling device” (the remote control 112, which transmits
a signal to the set-top box 122 when the user presses a
“select” key on the remote control, which automatically
activates the next setup procedure step). JX-0374 (Lee)
at Figs. 16-19, 17:36-39, 18:5-14, 18:16-30, 18:33-36, 18:63-
19:50, and 19:5120:16; Tr. (Balakrishnan) 699:23-700:16;
RDX-0004C.41.

UEI disputes that Lee discloses limitation 1(e). UEI
argues that “merely selecting a device type and brand
does not teach or suggest the automatic progression
through a plurality of setup procedure steps.” CIB at
112. UEI relies on its proposed claim construction, which
has two requirements: “element 1(e) requires a plurality
of setup procedure steps; and while a user prompt (for
example an inquiry of the type and brand of device to be
controlled) is part of a procedure step, a prompt alone is
not a procedure step and/or two user prompts is not a
plurality of setup procedure steps.” CIB at 82. As dis-
cussed above, however, UEI’s proposed construction is
not adopted, and an individual procedure step can con-
sist of a selection of an individual type or brand. And that
is what Lee teaches. See JX-0374 at 18:5-43 and Figs. 16-
18 (showing selection of device type, brand, and model in
response to prompts).
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(g) Limitation 1(f) - “transmit to the
display device via use of the trans-
mitter communications to cause the
display device to display instruc-
tional information to a user while
progressing through the plurality of
setup procedure steps”

Lee discloses “transmit[ting]” (via composite video
output signal 143) “to the display device” (display 113)
“via the use of the transmitter” (composite video output
chip 142) “to display instructional information to a user
while progressing through the plurality of setup proce-
dure steps” (instructional information and steps shown
in Figs. 16-19). JX-0374 (Lee) at Figs. 16-19, 17:36-39,
18:5-14, 18:16-30, 18:33-36, 18:63-19:50, and 19:51-20:16;
Tr. (Balakrishnan) 701:24 -703:3; RDX-0004C.43-44.

As with limitation 1(e), UEI disputes that Lee dis-
closes limitation 1(f), based on its proposed claim con-
struction. CIB at 112. As noted, that claim construction
was not adopted, because prompts to the user qualify as
“instructional information.” Lee plainly discloses this el-
ement. See JX-0374 at 18:5-43 and Figs. 16-18 (showing
prompts for selection of device type, brand, and model
transmitted to the display device).



155a

(h) Limitation 1(g) - “in response to at
least a type and brand of a target
device to be controlled via use of the
controlling device being identified
via use of the plurality of setup pro-
cedure steps, select at least one
command code set which has been
predetermined to be likely to be us-
able by the controlling device to
control the operational functions of
the target device when subse-
quently provisioned to the control-
ling device”

Lee discloses “select[ing] at least one command code
set” (the controlled device selecting a designation of a
first code set such as “062” after the user chooses type,
brand, and model using the remote control) “which has
been predetermined to be likely to be usable to control .
. . the operational functions of the target device when
subsequently provisioned to the controlling device” (the
first code set is predetermined to be likely to control the
target device TV 114 because it was predetermined
based on the user’s selection of the type, brand, and
model of the TV to be controlled) “in response to a type
and brand of target device” (TV 114) “identified via the
use of the plurality of setup procedure steps” (the steps
identified in Fig. 16-18 where the user identifies type,
brand, and model of the TV). JX-0374 (Lee) at Figs. 16-
19, 17:36-39, 18:5-14, 18:16- 30, 18:33-36, 18:36-43, 18:44-
46, 18:63-19:50, and 19:51-20:16; Tr. (Balakrishnan) 704:4-
705:5; RDX-0004C.46-48. The command code is “subse-
quently provisioned to the controlling device” when a
code set on the remote is activated (see JX-0374 (Lee) at
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18:44-46), or when the code set is sent from the con-
trolled device (STB 122) to the remote (see JX-0374
(Lee) at 20:17-21:11, Fig. 20; see also Tr. (Balakrishnan)
705:6-706:23).

UEI disputes that Lee teaches element 1(g) based
on its proposed claim construction. CIB at 113. Specifi-
cally, UEI argues that only testing can predetermine
whether a code set is likely to be usable, and identifying
type, brand, and model “is not sufficient.” Id. As noted
above, this construction was not adopted. And Lee re-
cites the use of at least device type and brand for select-
ing a code set, where the displayed code set “corre-
sponds to the . . . electronic consumer device that the
consumer has selected.” JX-0374 (Lee) at 19:21-22.

Thus, Lee discloses all limitations of claim 1 of the
317 patent, and claim 1 is anticipated.

(ii) Claim 3 - “The controlled device as
recited in claim 1, wherein the at
least one command code set com-
prises an infrared command code
set”

Lee discloses that the signal for controlling the tar-
get device is transmitted at infrared frequencies: “An IR
photodetector 136 on television 114 receives operational
signal 135 . .. to operate television 114.” JX-0374 (Lee)
at 17:2-7; Tr. (Balakrishnan) 709:9-20; RDX-0004C.50.
UEI does not dispute that Lee discloses the additional
limitation of claim 3. See CIB at 113 (UEI states that
since Lee “does not teach all of the limitations of Claim
1, it similarly does not anticipate any of Claims 3, 6, 9, or
117”).
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(iii) Claim 6 - “The controlled device as
recited in claim 1, wherein the in-
structions cause the controlled de-
vice to exit the plurality of setup
procedure steps in response to a
predetermined communication be-
ing received via use of the receiver
from the controlling device”

Lee discloses a “predetermined communication” (a
second press of the “setup” key) that causes “the con-
trolled device” (e.g., set-top box 122) “to exit the plural-
ity of setup procedure steps” (leave the configuration
mode and return to the operational mode). JX-0374 (Lee)
at 18:44-51 and 19:28-29; Tr. (Balakrishnan) at 709:21-
710:10; RDX-0004C.51.

(iv) Claim 9 - “The controlled device as
recited in claim 1, wherein the in-
structional information being dis-
played by the display device com-
prises a series of displayed naviga-
ble menus”

Lee discloses “instructional information being dis-
played” (“highlight device type,” and lists of device
types, brands, and models, as shown in Figs. 16-18) that
“comprises a series of navigable menus” (the user navi-
gates through the menus shown in Figs. 16-18 using ar-
row keys 44 in Fig. 15). JX-0374 (Lee) at Figs. 16-19,
18:5-14, 18:16-30, and 18:33-36; Tr. (Balakrishnan) at
711:22-712:7, RDX-0004C.53.

b. TiVo Series 2 DVRs, in-
cluding SVR-3000

As a preliminary matter, UEI argues that Roku re-
lies on multiple items of prior art as a single anticipatory
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reference, which is inappropriate. CIB at 114. Specifi-
cally, UEI asserts that Roku relies on both the SVR-
2000 and SVR-3000 as a single reference. See id. Roku
clarifies that its anticipation case is based on the sale of
the SVR-3000 (and, presumably, its public use) more
than a year before the 317 patent’s priority date as the
anticipatory reference, and “the publications, along with
the testimony of a witness with first-hand knowledge
(former TiVo employee Margret Schmidt),” to describe
the SVR-3000 product. RRB at 53. This is appropriate.
See Sonoscan, Inc. v. Sonoter, Inc., 936 F.2d 1261, 1263
(Fed. Cir. 1991) (multiple references can be used to
prove an on-sale bar); IP Innovation L.L.C. v. Red Hat,
Inc., No. 2:07-cv-447, 2010 WL 9501469 at *4 (E.D. Tex.
Oct. 13, 2010) (“This court sees no error in using multiple
references to describe a single prior art system for the
purpose of showing anticipation”). And if proven to an-
ticipate the asserted claims of the 317 patent, the SVR-
3000 would render them invalid under pre-AIA 35
U.S.C. § 102(a) because it was “known or used by others
in this country” before the 317 patent’s priority date, and
under pre-ATA 35 U.S.C. § 102(b) because it was on sale
and in public use more than one year before the 317 pa-
tent’s priority date. See Tr. (Schmidt) at 642:2024 (the
SVR-3000 was a Sony/TiVo product).

Also, although the SVR-2000 reference, which is al-
most identical to the SVR-3000 reference, was listed in
an Information Disclosure Statement during prosecu-
tion, there is no evidence it was explicitly considered.
See CX-0152 at UEI-ITC_0488589. So the weight of the
SVR-3000 as a prior art reference is unaffected. See
Sciele Pharma Inc. v. Lupin Ltd., 684 F.3d 1253, 1260
(Fed. Cir. 2012) (“it could be reasonable to give more
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weight to new arguments or references that were not
explicitly considered by the PTO”).

Roku describes the steps to set up an SVR-3000:

Once the user sees the “Welcome to TiVo!”
screen, the user can set up and activate the
TiVo Service. See RX-0223 (Sony SVR-3000
Installation Guide) at 34; see also Tr. (Bala-
krishnan) 715:18-25.

Next, the user can set up the remote con-
trol to control the power, muting, and volume
of a target device (e.g., a TV) by using the
“Remote Control Setup” option on the Mes-
sages & Setup screen. See RX-0223 (Sony
SVR-3000 Installation Guide) at 41; Tr. (Ba-
lakrishnan) 715:23-716:3; RDX-0004C.57. The
user can also use the same screen to set up
the remote control to control a connected A/V
stereo system. The process for setting up the
remote control uses interactive instructions
through a series of displayed navigable
menus/prompts. For example, after the user
chooses “Messages & Setup,” the user then
selects “SVR Remote Setup.” RX-0223
(SVR-3000 Installation Guide) at 41. Then,
the user can choose either “SVR Remote -
TV” or “SVR Remote - A/V Stereo System”
to setup the remote to control either type of
device. See RX-0223 at 41; Tr. (Balakrishnan)
715:23-716:4; RDX-0004C.57.
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SVR Remote Setup

SVR Remate - A/V Stereo System

RX-0223 (Sony SVR-3000 Installation Guide) at 41; see also RDX-
0004C.57.

Assuming the user chooses to set up the
remote to control the TV, next, the user can
use the CH (Channel) +/- buttons to scroll
down the list of TV brands page by page, or
use the arrow buttons to scroll down line by
line, to choose the TV brand from the list, and
press SELECT. See RX-0223 at 41; Tr. (Ba-
lakrishnan) 716:4-13; RDX-0004C.58.

lelevision Brand

Press SELECT to choose your TV brand and continwe,
=
SEARS

SHARP

SIEMENS
SIGNATURE

SOUNDESIGN

When the user selects the TV brand,
he/she will see a screen with one or more
four-digit codes for controlling the TV. See
RX-0223 at 42; Tr. (Balakrishnan) 716:14-19;
RDX-0004C.59.
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Codes for SONY

Possible codes for this device ane:

0043, 0067, 0075, 0117, 0130, 0136, 0170

TV Pomer—,

Program your TV PWR, VOL, and MUTE “|H|g—pr \.3 0
buttons: Point the SVR Remole away o @
from the Reconder and hold down the o oo |
TV PWR and TVO buttons on the Oeo
Remate for 5 sec. Enterthe fisteode Ml o @ o
using the numbars on the Remole. Test Tik Buthe e T

the TV PWR button. If it doasn't wark, 00
by the next code. }

RX-0223 (Sony SVR-3000 Installation
Guide) at 42; see also RDX- 0004C.59.

The user is instructed by the on-screen in-
structions to press the power and TiVo but-
tons on the remote for five seconds. The user
is then instructed to use the number keys on
the remote control to enter the four-digit
code the user wants to test. See RX-0223 at
42; see also Tr. (Balakrishnan) 716:20-717:1;
Tr. (Schmidt) 649:3-15; RDX-0004C.59. The
user is then instructed to test the code by
pointing the remote control in the direction of
the TV and pressing the TV POWER button.
If this turns the TV off, the user has found
the correct code. Now the user can use the
remote control to turn the TV on and off, con-
trol volume, and mute the sound. Id. If the
TV does not turn off, then the user is in-
structed to “try the next code.” See RX-0223
at 42; Tr. (Balakrishnan) 716:20-717:1; Tr.
(Schmidt) 649:16-650:6; RDX-0004C.59.
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Additionally, the user can receive software
updates and upgrades for the TiVo service
regularly and automatically. See RX-0595
(TiVo Viewer’s Guide) at iv, 75, 103, and 105;
see also Tr. (Schmidt) 652:1-653:24.

RIB at 93-95.

The teachings of SVR-3000 with respect to the
claims follow, using the same claim limitations and des-
ignations previously used.

(i) Claim 1

(a) Limitation 1(pream-
ble) - “A Controlled
Device”

The SVR-3000 is “a controlled device.” See RX-0223
(Sony SVR-3000 Installation Guide) at 8; Tr. (Balakrish-
nan) at 717:6-15; RDX-0004C.60.

(b) Limitation 1(a) - “a
receiver for receiv-
ing communications
from a remotely lo-
cated controlling de-
vice”

The SVR-3000 “[r]eceives control signals from your
Remote Control,” via a “remote control signal reception
window.” RX-0223 (Sony SVR-3000 Installation Guide)
at 9; Tr. (Balakrishnan) at 717:16-718:5; RDX-0004C.61.
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(e) Limitation 1(b) - “a
transmitter for
transmitting commu-
nications to a display
device coupled to the
controlled device”

The SVR-3000 has “a transmitter” (which includes
audio-video output jacks and video driver) “for transmit-
ting communications to a display device” (a television)
“coupled to the controlled device” (SVR-3000). RX-0223
(Sony SVR-3000 Installation Guide) at 10; RX-0222C
(SVR-3000 Service Manual) at 11; Tr. (Balakrishnan) at
718:6-719:8; RDX-0004C.62-63.

(d) Limitation 1(c) - “a
processing  device
coupled to the re-
ceiver and the trans-
mitter”

The SVR-3000 has “a processing device” (MIPS
CPU) “coupled to the receiver” (Remote Control Signal
Reception Window) “and the transmitter” (including au-
dio-video output jacks and video driver). RX-0222C
(Sony SVR-3000 Service Manual) at 11, 18; RDX-
0004C.65; see also Tr. (Balakrishnan) at 719:9-720:5 (this
limitation is inherent in RX-0223 (Sony SVR-3000 In-
stallation Guide)).

(e) Limitation 1(d) - “a
memory storing exe-
cutable instructions,
wherein the instruc-
tions, when executed
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by the processing de-
vice, cause the con-
trolled device to”

The SVR-3000 has multiple memories, including the
system memory, that store executable instructions. See
RX 0222C (Sony SVR-3000 Service Manual) at 11, 20;
RDX-0004C.66; see also Tr. (Balakrishnan) at 720:6-
721:2 (this limitation is inherent in RX-0223 (Sony SVR-
3000 Installation Guide)).

® Limitation 1(e) - “au-
tomatically progress
through a plurality of
setup procedure
steps in response to
each of a plurality of
communications re-
ceived via use of the
receiver from the
controlling device”

The SVR-3000 “automatically progress[es] through
a plurality of setup procedure steps” (the “SVR Remote
Setup,” “Television Brand, and “Codes for [Brand]”’
setup steps) “in response to each of a plurality of com-
munications received . . . from the controlling device”
(the remote transmits a signal to the SVR-3000 when the
user makes a selection, which automatically causes the
device to go to the next step) “via use of the receiver”
(remote control signal reception window). RX-0223
(Sony SVR-3000 Installation Guide) at 9, 41-42; Tr. (Ba-
lakrishnan) at 717:22, 721:3-16; RDX-0004C.67-69.

UEI does not expressly dispute the presence of lim-
itations 1(preamble) through 1(d) in the SVR-3000, but
does dispute the presence of limitation 1(e). See CIB at
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114. UEI first argues that prompts to the user do not
qualify as “setup procedure steps,” an argument that, as
explained, is inconsistent with the proper claim con-
struction. See id. at 114-15. UEI also argues that once
the type and brand of device is identified, and a list of
codes is displayed, the display screen is static and there-
fore does not “automatically progress.” See id. at 115.
This is beside the point, though, because the SVR-3000
“automatically progress[es] through a plurality of setup
procedure steps” earlier in the setup process. See RX-
0223 (Sony SVR-3000 Installation Guide) at 41 (describ-
ing the user prompts displayed at each step). Therefore,
the SVR-3000 discloses limitation 1(e).

(g) Limitation 1(f) -
“transmit to the dis-
play device via use of
the transmitter com-
munications to cause
the display device to
display instructional
information to a user
while  progressing
through the plurality
of setup procedure
steps”

SVR-3000 “transmits to the display device . . . com-
munications” (from the SVR-3000 to the TV display)
“via use of the transmitter” (audio-video output jacks
and video driver) “to cause the display device to display
instructional information to a user” (the “SVR Remote
Setup,” “Television Brand,” and “Codes for [Brand]”
screens) “while progressing through the plurality of
setup procedure steps” (each instructional information
screen displayed corresponds to a setup procedure step).
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RX-0223 (Sony SVR-3000 Installation Guide) at 41; Tr.
(Balakrishnan) at 718:12-25, 723:7-19; RDX-0004C.70.

UEI disputes the presence of limitation 1(f) in the
SVR-3000 because the prompts the SVR- 3000 causes to
be displayed do not qualify as “instructional infor-
mation.” CIB at 115. Again, this argument is incon-
sistent with the proper construction of that claim ele-
ment. Therefore, the SVR- 3000 limitation 1(e).

(h) Limitation 1(g) - “in
response to at least a
type and brand of a
target device to be
controlled via use of
the controlling de-
vice being identified
via use of the plural-
ity of setup proce-
dure steps, select at
least one command
code set which has
been predetermined
to be likely to be usa-
ble by the controlling
device to control op-
erational functions of
the target device
when subsequently
provisioned to the
controlling device”

The SVR-3000 “select[s] at least one command code
set” (a user identifying a type and brand causes the
SVR-3000 to select and then display one or more four-
digit codes on the “Codes for [Brand]” screen) “which
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has been predetermined to be likely to be usable by the
controlling device to control operational functions of the
target device” (the setup steps identify the type and
brand of the TV to find one or more codes that are likely
to work to operate the TV) “in response to at least a type
and brand of a target device to be controlled via use of
the controlling device being identified via the setup pro-
cedure steps” (the “SVR Remote Setup,” “Television
Brand, and “Codes for [Brand]” setup steps) “when sub-
sequently provisioned to the controlling device” (by ac-
tivating the selected command code set in the remote).
RX-0223 (Sony SVR-3000 Installation Guide) at 41-42;
Tr. (Balakrishnan) at 724:17-726:1; RDX-0004C.72-75.

UEI disputes that this limitation is taught. First, it
argues that the SVR-3000 does not select a command
code that is predetermined to be likely to “work on the
target device.” CIB at 116. UEI bases this argument on
an incorrect claim construction, though, as discussed
above. Second, it argues that the SVR-3000 discloses
“fully provisioning the code set before” the displayed
codes are tested, that is, the SVR-3000’s operation is
“backward” because “you must first provision and there-
after test each code manually.” Id. (emphasis omitted).
This argument, too, is inconsistent with the proper claim
construction, which is that “predetermined” means, in
essence, selected before any testing by the user. And
UEI does not dispute that the SVR-3000 selects codes
from the universe of all possible codes based on the type
and brand of target device, and before any such codes
are either input to the remote control or tested. See CIB
at 116, 121.

Thus, the SVR-3000 possesses all limitations of
claim 1 of the 317 patent, and claim 1 is anticipated.
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(ii)) Claim 3 - “The controlled
device as recited in claim 1,
wherein the at least one
command code set com-
prises an infrared command
code set”

The SVR-3000 discloses “at least one command code
set” that “comprises an infrared command code set.” The
remote control is set up to control the target device (e.g.,
a television) via infrared commands. Tr. (Schmidt) at
651:19-25. The SVR-3000 Installation Guide refers to the
“IR Emitter” on the remote that can control the TV,
which shows that the remote uses IR command codes.
RX-0223 (Sony SVR-3000 Installation Guide) at 42-43;
Tr. (Balakrishnan) at 728:2-11; RDX-0004C.76. UEI does
not expressly dispute that the SVR-3000 discloses the
additional limitations in dependent claims 3, 6, 9, or 11.
CIB at 116.

(iii) Claim 6 - “The controlled
device as recited in claim 1,
wherein the instructions
cause the controlled device
to exit the plurality of setup
procedure steps in response
to a predetermined commu-
nication being received via
use of the receiver from the
controlling device”

The SVR-3000 discloses that, “[t]he controlled de-
vice . . . exit[s] the plurality of setup procedure steps in
response to a predetermined communication . . . from the
controlling device” (pressing the TiVo button on the re-
mote control causes the SVR-3000 to go back to the main
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menu). RX-0223 at 11-12; Tr. (Schmidt) at 650:1-11; Tr.
(Balakrishnan) at 728:12-729:2; RDX- 0004C.77.

@iv)

Claim 9 - “The controlled
device as recited in claim 1,
wherein the instructional
information being dis-
played by the display de-
vice comprises a series of
displayed navigable
menus”

The SVR-3000 causes the “display device” (TV) to
display “instructional information” (display screens ask-
ing the user to select the type and brand of device and
then displaying codes corresponding to the type and
brand) that “comprises a series of displayed navigable
menus” (the user navigates through a list of types and
brands by scrolling via the remote control). RX 0223
(Sony SVR-3000 Installation Guide) at 41-42; Tr. (Bala-
krishnan) at 729:3-18; RDX-0004C.78.

(v)

Claim 11 - “The controlled
device as recited in claim 1,
wherein the controlled de-
vice comprises a trans-
ceiver coupled to the pro-
cessing device for receiving
the executable instructions
from a remote server for
storage in the memory”

The SVR-3000 has “a transceiver coupled to the pro-
cessing device” (modem and/or transceiver coupled to
MIPS CPU). See RX-0222C (Sony SVR-3000 Service
Manual) at 11 and accompanying text. The transceiver
“receiv[es] the executable instructions from a remote
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server” (SVR-3000 provides automatic software updates
(“executable instructions”) from a remote server) “for
storage in the memory” (SVR-3000 has multiple memo-
ries, including the system memory, as disclosed in its
Service Manual, that store executable instructions). See
RX-0595 (TiVo Viewer’s Guide) at vi, 75, 103, and 105;
RX-0222C (SVR-3000 Service Manual) at 11, 20; Tr.
(Schmidt) at 652:1-654:2; Tr. (Balakrishnan) at 729:19-
731:11; RDX-0004C.79-80.

Accordingly, Roku has shown anticipation of as-
serted claims 3, 6, and 9 by Lee by clear and convincing
evidence, and has shown anticipation of asserted claims
3, 6,9, and 11 by the SVR-3000 by clear and convincing
evidence.

2. Obviousness Under 25 U.S.C. §
103

Roku contends that various combinations of refer-
ences render various claims invalid as obvious, but some
of Roku’s arguments presuppose that its asserted claim
construction is not adopted. See generally CIB at 100-09.
Because that proposed claim construction was adopted,
and UEI’s was not, many of Roku’s arguments are not
well-taken, and it has accordingly not carried its burden.
Nonetheless, anticipation is the “epitome of obvious-
ness,” so all the asserted claims of the 317 patent are nec-
essarily obvious in view of Lee and the SVR-3000. In re
Kalm, 378 F.2d 959, 962 (C.C.P.A. 1967).

In light of these observations, the obviousness anal-
ysis is fairly straightforward. Lee renders obvious (be-
cause of anticipation) claims 3, 6, and 9, so Roku has
demonstrated the obviousness of these claims in light of
Lee in combination with any other reference. Similarly,
the SVR-3000 renders obvious (because of anticipation)
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claims 3, 6,9, and 11, so Roku has demonstrated the ob-
viousness of these claims in light of the SVR-3000 in
combination with any other reference. Roku’s asserted
combinations of (1) Lee and the SVR-3000 or Arsenault
and optionally in light of O’Donnell, and (2) Lee and
O’Donnell are predicated on the rejected claim construc-
tion that “setup procedure steps” requires testing. See
RIB at 100, 105. So Roku has not demonstrated the ob-
viousness of any claim based on those two combinations
of references.

The only combination of references remaining is Lee
and Arsenault as it applies to claim 11. See RIB at 104-
05. Arsenault teaches a method and apparatus for updat-
ing set-top box software from a resident software ver-
sion stored in a memory of the set-top box to the most
current software via a satellite link. RX-0219 (Arse-
nault) at 2:12-14. Specifically, in Fig. 5, Arsenault dis-
closes a “transceiver” (tuner/demodulator 504) “coupled
to the processing device” (microcontroller 510) and
“memory” (RAM memory 550 and flash memory 552)
and in the associated textual description. RX-0219 (Ar-
senault) at Fig. 5 and 9:26-12:36; Tr. (Balakrishnan) at
743:5-744:17, RDX-0004C.90, .92. Arsenault further dis-
closes “receiving executable instructions from a remote
server”: “The method comprises the step of automati-
cally checking to determine if the resident software ver-
sion is the current software version, and downloading
data comprising at least a portion of the current soft-
ware version if the resident software version is not the
current software version.” RX-0219 (Arsenault) at Ab-
stract, 2:10-27, Fig. 6; Tr. (Balakrishnan) at 743:5-744:17,
RDX-0004C.91.
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As discussed, Lee teaches all the elements of claim
11 except the “transceiver . .. for receiving the executa-
ble instructions.” And Arsenault teaches that element,
so the scope and content of the prior art contain all the
features of claim 11, and the differences between claim
11 and the prior art are small (because Lee comes close
to anticipating that claim). Roku’s expert opined that
Arsenault is in the same field of endeavor as the 317 pa-
tent, namely, set-top boxes, it is reasonably pertinent to
the problems solved by the 317 patent, because it deals
with automatic updates of remote controls, and a skilled
artisan would have been motivated to combine Arse-
nault’s transceiver-related teaching with the 317 patent,
because “there’s certainly a motivation there to keep
things updated.” Tr. (Balakrishnan) at 742:15-743:4,
744:18-745:2.

UEI points to no testimony from its expert, Dr. Ros-
enberg, regarding Arsenault. See CIB at 120; CRB at 58;
see generally Tr. (Rosenberg) at 1218-1308. UEI instead
presents only an argument that Arsenault pertains to a
different subject matter, “updating software on a set-top
box over a satellite link,” and that a skilled artisan would
not be motivated to combine Arsenault’s teaching with
Lee. See CIB at 120.

I do not agree. Arsenault is related to using and pro-
gramming set-top boxes. See RX-0219 (Arsenault) at
Abstract. Moreover, the combination on which Roku re-
lies is Lee and the teaching by Arsenault to update a set-
top box’s software, and that reference is not limited to
just transmission via satellite. See, e.g., RX-0219 (Arse-
nault) at 1:18-22 (the invention relates to “a system and
method for automatically updating software”); id. at
1:30-33 (“One product which particularly benefits from
the ability to upgrade software are set top boxes (STBs)
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... used in cable or satellite television reception”). And
the only evidence pertaining to motivation to combine
came from Dr. Balakrishnan, who opined that there was
such a motivation. Thus, the knowledge of one skilled in
the art weighs in favor of obviousness.

As for secondary indicia of non-obviousness, alt-
hough there is considerable evidence of such indicia for
the QuickSet products, and Dr. Rosenberg opined that
such indicia exist relative to the 196 patent, UEI offers
no evidence providing a nexus between any secondary
indicia and the 317 patent. See CIB at 76-78; Tr. (Rosen-
berg) at 1246:24-1247:2. In particular, Mr. Barnett’s de-
seription of QuickSet’s operation does not closely resem-
ble claim 1 of the 317 patent, because it lacks the “auto-
matically progress” and “transmit to the display device”
elements. See generally Tr. (Barnett) at 55-59. Overall,
the scope and content of the prior art, the knowledge of
one skilled in the art, and the differences between the
claimed invention and the prior art all weigh in favor of
obviousness, and there are no countervailing secondary
considerations of non-obviousness. Therefore, claim 11 is
obvious in view of Lee in combination with Arsenault.

Accordingly, in view of the Graham factors Roku
has shown asserted claims 3, 6,9, and 11 of the 317 patent
to be obvious in light of Lee, the SVR-3000, and the com-
bination of Lee and Arsenault. Roku has otherwise not
shown the claims to be obvious.

3. 35 U.S.C. § 101
a. Legal Standard

35 U.S.C. § 101 provides that “[w]hoever invents or
discovers any new and useful process, machine, manu-
facture, or composition of matter, or any new and useful
improvement thereof, may obtain a patent therefor, . ..”
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In defining exactly what is patentable subject matter,
the Supreme Court has held that abstract ideas form the
“basic tools of scientific and technological work” and are
therefore unpatentable subject matter under 35 U.S.C.
§ 101. Alice Corp. v. CLS Bank Int’l, 573 U.S. 208, 216
(2014). The Supreme Court provided a two-part test for
assessing patent eligibility under Section 101. First, a
court must determine whether the claims are directed to
a patent-ineligible concept. Id. at 217. If not, the inven-
tions are patent-eligible, and the inquiry ends. Enfish,
LLC v. Microsoft Corp., 822 F.3d 1327, 1339 (Fed. Cir.
2016). If the claims are directed to a patent-ineligible
concept, the court must then “consider the elements of
each claim both individually and as an ordered combina-
tion to determine whether the additional elements trans-
form the nature of the claim into a patent eligible appli-
cation.” Alice, 573 U.S. at 217-218. Claims are patent-el-
igible under step two if they contain limitations that “in-
volve more than performance of well-understood, rou-
tine, and conventional activities previously known to the
industry.” Berkheimer v. HP Inc., 881 F.3d 1360, 1367
(Fed. Cir. 2018).

At step one, courts examine the claims to determine
whether their “character as a whole,” or their “focus,” is
an abstract idea. Elec. Power Grp., LLC v. Alstom S.A.,
830 F.3d 1350, 1353 (F'ed. Cir. 2016). Claims focused “on
collecting information, analyzing it, and displaying cer-
tain results of the collection and analysis, . . . fall into a
familiar class of claims ‘directed to’ a patent- ineligible
concept.” Id. The key inquiry is whether the claims re-
cite “‘a specific means or method that improves the rele-
vant technology’ or are ‘directed to a result or effect that
itself is the abstract idea and merely invoke generic pro-
cesses and machinery.” Apple, Inc. v. Ameranth, Inc.,
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842 F.3d 1229, 1241 (Fed. Cir. 2016). Furthermore,
“mere automation of manual processes using generic
computers does not constitute a patentable improve-
ment in computer technology.” Credit Acceptance Corp.
v. Westlake Services, 859 F.3d 1044, 1055 (Fed. Cir.
2017); FairWarning IP, LLC v. Iatric Sys., 839 F.3d
1089, 1095 (Fed. Cir. 2016). By contrast, a claim that re-
cites a specific technique that “improve[s] the function-
ing of the computer itself” may be patent eligible if ap-
propriately claimed. Enfish, 822 F.3d at 1335.

If the claims at issue are directed to a patent-ineli-
gible concept, step two requires that the claim elements
be scrutinized “both individually and ‘as an ordered com-
bination’ to determine whether the additional elements
‘transform the nature of the claim’ into a patent-eligible
application.” Enfish, 822 F.3d at 1354 (quoting Alice, 573
U.S. at 217). What is required to establish eligibility, un-
der both steps one and two, is an element of technologi-
cal innovation that amounts to more than the abstract
ideaitself. “[I]t is ‘relevant to ask whether the claims are
directed to an improvement in computer functionality
versus being directed to an abstract idea, even at the
first step of the Alice analysis.” Procter & Gamble Co.
v. QuantifiCare Inc., 288 F. Supp. 3d 1002, 1022 (N.D.
Cal. 2017) (quoting Enfish, 822 F.3d at 1335). A patentee
may be required to present “an arguably inventive set of
components or methods, such as measurement devices
or techniques, that would generate new data.” Electric
Power, 830 F.3d at 1355.

b. Step One

On July 22, 2020, Respondents moved for summary
determination that the asserted claims of the 317 patent
and related U.S. Patent No. 7,969,514 (which was later
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withdrawn from the investigation) are invalid for claim-
ing patent ineligible subject matter under 35 U.S.C. §
101. Summary determination was denied, although the
claims of the 317 patent were found to recite the abstract
idea of automating the set-up of a remote controller to
enable it to control a plurality of devices by “using con-
ventional electronic components that substitute for a
user’s” having to manually look up setup codes and enter
instructions into the remote controller. See Order No. 21
at 8 (Sept. 14, 2020), citing Certain Road Construction
Machines and Components Thereof, 337- TA-1088, Ini-
tial Determination at 7 (May 24, 2018), aff’d, Comm’n Op.
(July 15, 2019) (public version). Specifically, claim 1 of
the 317 patent recites “a controlled device, i.e., a set top
box, that has a receiver and a transmitter for communi-
cating with a remote controller, as well as a memory in
which executable instructions for the remote controller
are stored, where the claimed device performs” essen-
tially the steps of (a) providing programming on a device
for displaying instructions in response to input from a
user, (b) the user providing an input on the remote con-
trol indicating that the user wants to set up the remote
control, (¢) accessing data (e.g., the appliance code num-
ber) associated with the device to be controlled, and (d)
displaying the data (e.g., the appliance code number) to
the user. Order No. 21 at 9. Because they were “virtually
on all fours with Certain Road Construction Machines,”
the claims of the 317 patent were found to be directed to
an abstract idea under Alice step one. Id.

UEI now argues that “the evidence showed that the
claims cover only never-before-known functionality to
progress not only through interactive steps, but doing so
in a manner that requires automatic testing of certain
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functionality to ensure a correct codeset is predeter-
mined to work on the actual target device.” CIB at 126.
As discussed above, however, the properly construed
claims of the 317 patent do not recite testing to ensure a
correct code set is predetermined to work on the actual
target device. Instead the inventions recited in claims 3,
6,9, and 11 select a “likely” command code set by choos-
ing a type and brand of target device, thereby narrowing
the number of possible code sets. Except for the fact that
they rely on conventional electronic hardware (receiver,
transmitter, and the like), the claims recite processes
that could be performed by a human being with a look-
up table.

Therefore, the asserted claims of the 317 patent are
directed to an abstract idea under step one of Alice.

c. Step Two

UEI argues with respect to Alice step two is that
“each of the asserted claims of the 317 patent contains
inventive concepts, including in its ordered combina-
tions, that confirm that each is directed to patent-eligible
subject matter.” CIB at 128-29. But UEI’s only substan-
tive point is that the “claims require automatically pro-
gressing through multiple procedure setup steps so as to
predetermine that a codeset will work with the specific
target device prior to provisioning.” Id. Again, the as-
serted claims do not recite testing for predetermination
of code sets for a particular target device, and thus, this
argument fails.

Nor is the relevant evidentiary record much more
developed than it was at the summary determination
stage. In finding a genuine issue of material fact, I noted
that consideration of the prosecution history and of the
prior art might be helpful. See Order No. 21 at 12-13. The
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parties do not rely on the prosecution history, however,
and at best the prior art simply establishes that the in-
dividual elements of the claims were “well-understood,
routine, [and] conventional.” Yu v. Apple Inc., No. 20-
1760 (Fed. Cir. June 11, 2021) (slip op.) at 9; see CIB at
128-29; RIB at 111-20. Certainly the claims are all antic-
ipated by the SVR-3000, and Roku unsurprisingly cites
to that reference extensively. See RIB at 111-20. But el-
igibility and novelty are distinct inquiries, so the fact
that the claims lack novelty under Section 102 does little
to resolve eligibility under Section 101. See Yu, slip op.
at 9 (“even if claim 1 recites novel subject matter, that
fact is insufficient by itself to confer eligibility”). I also
noted that expert evidence might be helpful (Order No.
21 at 12), but Dr. Rosenberg’s testimony on the topic is
conclusory and presupposes (incorrectly) that the claims
were construed to cover testing to predetermine that a
code set will work with the specific target device (see Tr.
(Rosenberg) at 1273:21-1274:23).

Dr. Balakrishnan, by contrast, provides extensive
testimony, and when combined with the relevant legal
precedent it is clear that the claims are ineligible under
step two of Alice. As one example, Dr. Balakrishnan tes-
tified that “walking a user through a predetermined set
of steps with instructions and asking the user to pick op-
tions, these are standard user interface techniques that
were described in textbooks.” Tr. (Balakrishnan) at
753:13-16. As another example, he testified that in 2005
there were “many, many devices that will display infor-
mation onto a connected display or television, and it
would send instruction information as you’re stepping
through whatever setup procedure that was being
stepped through.” Id. at 762:25-763:4.
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And as with Alice step one, the analysis under Alice
step two is virtually the same as in Certain Road Con-
struction Machines. This is readily illustrated by ex-
cerpting the operative language of the Commission’s
Opinion in that case and substituting the relevant com-
ponents and operations from claim 1 of the 317 patent:

[T]he [317 patent] recites the use of standard elec-
tronic components to improve the functionality of a
[controlled device], and the patent discloses no innova-
tive system for implementing the invention. Claim 1 de-
scribes and claims a generic [controlled device] that
functions in a conventional way to collect, manipulate,
and communicate data for [setting up a controlling de-
vice to control operational functions of the target de-
vice] using the [selected] setting data.

Certain Road Construction Machines, Comm’n Op.
at 15-16; JX-0004 (317 patent) at cl. 1. As the United
States Court of Appeals for the Federal Circuit put it in
Yu, “[t]he claimed hardware configuration itselfis not an
advance . . . and does not add sufficient substance to the
underlying abstract idea . . . [and instead] the generic
hardware limitations of claim 1 merely serve as ‘a con-
duit for the abstract idea.”” Yu, slip op. at 10 (emphasis
and citation omitted).

Likewise, the asserted dependent claims do not re-
cite an inventive concept. Claim 3, which recites that the
command code set is an infrared code set, presents no
inventive concept because infrared command code sets
are part of the “technological environment of a universal
remote control system.” RIB at 120, citing JX-0004 (317
patent) at 4:22-26. Dependent claim 6 requires that a
“predetermined communication” from the remote con-
trol “cause[s] the controlled device to exit the plurality
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of setup procedure steps.” JX-0004 (317 patent) at cl. 6.
This feature was a well- understood, routine, and con-
ventional behavior of controlled devices since at least
the early 1980s. See Tr. (Balakrishnan) at 764:24-765:15,
766:9-15; RDX-0004C.111. Dependent claim 9 requires
that the instructional information comprises a series of
navigable menus. JX-0004 (317 patent) at cl. 9. This claim
does not recite any particular improved mechanism for
such a display. See Ameranth, 842 F.3d at 1241-43
(claims directed to generating menus on a computer,
generating, and modifying a second menu from a first
menu and sending the second menu to another location
for user selection did not contain an inventive concept).
And the use of navigable menus on controlled devices
was well-understood prior to September 8, 2005. See Tr.
(Balakrishnan) at 729:3-18, 766:16-767:11; RDX-
0004C.78, RDX-0004C.112; RX-0230 (The KEssential
Guide to User Interface Designs) at 249-254, 256, 271,
554, 562-564, 566-568; RX-0229 (Microsoft Windows
User Experience) at 139, 141, 143, 371, 381, 383-384, 390,
391, 396, 399-408; RX- 0223 (Sony SVR-3000 Installation
Guide) at 41-42; RX-0221 (Sony SVR-2000 Setup Guide)
at 41, 51-52. Dependent claim 11 requires that the “exe-
cutable instructions are received from a remote server
for storage in memory.” JX-0004 (317 patent) at cl. 11.
This claim fails to recite any specific technological im-
provement for how the receiving from a remote source
is accomplished. See Two-Way Media Ltd. v. Comcast
Cable Comms., LLC, 874 F.3d 1329, 133738 (Fed. Cir.
2017) (claims must focus on how a result is achieved in a
non-abstract way instead of merely reciting “result-
based functional language.”). Roku presented evidence
that controlled devices receiving software updates from
a remote source was well understood prior to September
8, 2005. See RIB at 122. For example, the Sony/TiVo
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SVR-2000 and SVR-3000 products received and stored
automatic software updates from a remote source. RX-
0595 (TiVo Viewer’s Guide) at 75, 103, 105; RX-0222C
(SVR-3000 Service Manual) at 11, 20; RX-0221 (Sony
SVR-2000 Setup Guide) at 10, 44, 50.

Accordingly, on balance the asserted claims of the
317 patent are not patent eligible under 35 U.S.C. § 101.

VI. U.S.PATENT NO. 10,593,196
A. Level of Ordinary Skill in the Art

Unlike the 642 and 317 patents, no claims of the 196
patent have yet been construed, nor has the level of or-
dinary skill in that patent’s art been established. See
generally Order No. 24.

UEI asserts that a skilled artisan:

would have had a bachelor’s degree that in-
volved software design and development
coursework, for example, electrical engineer-
ing, computer engineering, computer science,
cognitive science, industrial engineering, in-
formation systems, information studies, or a
similar degree, and at least one year of work
experience in software programming, devel-
opment, or design of consumer applications
as of October 28, 2011, the priority date of the
196 Patent. Additional education might sub-
stitute for some of the experience, and sub-
stantial experience might substitute for some
of the educational background.

CIB at 30. Roku submits that a skilled artisan would
have had a bachelor’s degree in electrical engineering or
equivalent degree with two years of work experience re-
lating to communications and consumer electronics. RIB
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at 29-30. Roku further states that UEI’s proposal to in-
clude a broad range of fields, such as cognitive science,

would not change any substantive analysis if adopted.
RIB at 30.

Dr. Rosenberg offered no explicit opinion on the
level of ordinary skill, although he did summarize the
subject matter of the 196 patent as “using data to decide
whether to control a target device via HDMI or to con-
figure a remote control.” Tr. (Rosenberg) at 104:12-19.
Dr. Rosenberg’s summary is consistent with the longest,
and presumably most significant, element of claim 1 of
the 196 patent, an element which involves electronic
communication, data processing, and software develop-
ment and implementation. See JX-0005 (196 patent) at cl.
1. Roku’s expert, Dr. Russ, provided a conclusory opin-
ion on the level of ordinary skill, but he did opine that
that level would be the same for both the 196 and 642
patents. See Tr. (Russ) at 825:10-18. Dr. Russ’ opinion is
not entirely on point, however, because the focus of the
642 patent, or at least asserted claim 19, is on hardware,
whereas the focus of the 196 patent is on a combination
of hardware and software. See JX-0002 (642 patent) at cl.
19. In fact, the 196 patent is seemingly closer in subject
matter to the 317 patent than to the 642 patent.

On balance, while a bachelor’s degree in electrical
engineering and sufficient work experience would suf-
fice to qualify as a skilled artisan in the field of the 196
patent, a more appropriate education would include at
least some training in software and electronic communi-
cation, such as that available in computer engineering or
computer science with a specialty in human-computer in-
teraction. See Tr. (Balakrishnan) at 673:12-22 (describing
the field of human-computer interaction). Therefore, a
person having ordinary skill in the art of the 196 patent
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would have a bachelor’s degree in electrical engineering,
computer engineering, computer science, or equivalent
degree, with two years of work experience relating to
communications, consumer electronics, or human-com-
puter interaction, and with additional experience substi-
tuting for education, and vice versa.

B. Claims-at-Issue

Claims 1, 3, 11, 13, 14, and 15 are asserted against
Roku. UEI also submits that the Samsung DI Products
practice claims 1 and 2 of the 196 patent. CIB at 29.
These claims are reproduced below:

1. A first media device, comprising:
a processing device;

a high-definition multimedia interface communica-
tions port, coupled to the processing device,
for communicatively connecting the first me-
dia device to a second media device;

a transmitter, coupled to the processing device, for
communicatively coupling the first media de-
vice to a remote control device; and

a memory device, coupled to the processing device,
having stored thereon processor executable
instruction;

wherein the instructions, when executed by the pro-
cessing device, cause the first media device to
be configured to transmit a first command di-
rectly to the second media device, via use of
the high-definition multimedia communica-
tions port, to control an operational function
of the second media device when a first data
provided to the first media device indicates
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that the second media device when the first
data provided to the first media device indi-
cates that the second media device will be re-
sponsive to the first command, and cause the
first media device to be configured to trans-
mit a second data to a remote control device,
via use of the transmitter, for use in configur-
ing the remote control device to transmit a
second command directly to the second media
device, via use of a communicative connection
between the remote control device and the
second media device, to control the opera-
tional function of the second media device
when the first data provided to the first me-
dia device indicates that the second media de-
vice will be unresponsive to the first com-
mand.

The first media device as recited in claim 1,
wherein the second media device comprises a
media source device for the first media device
acting as a media sink device and wherein the
first media device receives media data from
the media source device via use of the high-
definition multimedia interface communica-
tions port.

The first media device as recited in claim 1,
wherein the second media device comprises a
media sink device for the first media device
acting as a media source device and wherein
the first media device transmits media data
to the media sink device via use of the high-
definition multimedia interface communica-
tions port.
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11.  The first media device as recited in claim 1
wherein transmitter comprises a radio fre-
quency (RF) transmitter.

13.  The first media device as recited in claim 1,
wherein the first data provided to the first
media device comprises data indicative of a
success status of a test command that was
transmitted to the second media device.

14.  The first media device as recited in claim 13
wherein the test command is transmitted to
the second media device by the first media
device via use of the highdefinition multime-
dia interface communications port.

15.  The first media device as recited in claim 13,
wherein the test command comprises a com-
mand transmitted to test a volume functional
operation of the second media device.

JX-0005 (196 patent) at cls. 1, 2, 3, 11, 13, 14, and 15.
C. Claim Construction

No claims of the 196 patent that remain asserted
have been construed, nor does either party seek any
such construction. See CIB at 30; RIB at 29; Order No.
24 at 16 n.3.

D. Standing

Five months after the present complaint was filed
the parties became aware that Mr. Brian Barnett, a UEI
employee, is a joint inventor of the 196 patent. See gen-
erally Order No. 40 (February 1, 2021). Mr. Barnett was
not originally named as an inventor, and thus, also did
not assign his rights to the patent to UEI at the time the
application was filed. Upon learning of the omission,
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UEI filed a petition with the U.S. Patent and Trademark
Office (“the USPTO”) to correct the inventorship of the
196 patent, and at the same time Mr. Barnett executed
an assignment of his rights in the 196 patent to UEL The
USPTO then issued a Certificate of Correction adding
Brian Barnett as an inventor. CX-1393. In light of the
timing of Mr. Barnett’s assignments to the patent at is-
sue, Roku moved for summary determination that UEI
lacked standing to assert the 196 patent. I granted this
motion in Order No. 40, but by an Opinion dated March
3, 2021, the Commission reversed and remanded.
Comm’n Op., EDIS Doc. No. 735072 (Mar. 3, 2021).

The background to this standing issue is as follows.
The 196 patent claims priority to several prior applica-
tions, some of which name both Mr. Arling and Mr. Bar-
nett as inventors, while others name only Mr. Arling:
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Mr. Barnett and Mr. Arling are the inventors of the
original 857 Provisional Application, the 876 Provisional
Application, and the 176 Application; and they executed
assignments to UEI that were timely filed with the
USPTO. JX-0410C at 4-9; JX-0411C at 4-9 (“the 2012
Barnett Assignments”). The Commission found that
there is “no dispute that the 2012 Barnett Assignments
expressly operate as a present conveyance . . . of Mr.
Barnett’s entire right, title, and interest in the invention
disclosed in each Priority Application.” Comm’n Op. at
13 (citation omitted). Thus, the Commission found that
Roku was not entitled to summary determination that
UEI lacked standing to assert the 196 patent. However,
the Commission did not find as a matter of law that UEI
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has standing to assert the 196 patent. Rather, the Com-
mission found “that [Roku] has not demonstrated that it
is entitled to summary determination as a matter of law
that UEI was not the rightful owner of all substantial
rights in the ‘196 patent at the time it filed its complaint
and thus lacked standing to assert the ‘196 patent in this
investigation.” Id. at 1.

At the hearing, Mr. Barnett testified that “it was al-
ways my understanding that I had no ownership of the
[196] patent from the start of my employment” at UEL
Tr. (Barnett) at 74:1-5. Roku did not present evidence to
the contrary, or indeed, any new evidence at all. See RIB
at 3038. Thus, there is no basis to disturb the Commis-
sion’s substantive conclusions, and UEI has standing to
assert the 196 patent.

E. Design-Around Products -Revised Roku
Products

As briefly discussed, Roku alleges that it designed,
implemented, and imported “Revised Roku Products”
that do not infringe the 196 patent. RIB at 42. Roku sub-
mits that these design- around products do not infringe
the 196 patent because they fail to “satisfy claim 1’s re-
cited prioritization for control via HDMI-CEC over con-
trol via configuring the remote.” Id. UEI argues, on the
other hand, that the Revised Roku Products infringe the
196 patent “in the same manner as the original Roku Ul-
tra and Roku Soundbar products.” CIB 38-39. UEI fur-
ther argues that adjudication of the Revised Roku Prod-
ucts is an improper advisory opinion. Id. at 50.

The Commission has held:

[TThat the test for determining
whether a respondent has met its burden
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for adjudication of a redesigned or alterna-
tive product includes four factors: (1)
whether the product is within the scope of
the investigation; (2) whether it has been
imported; (3) whether it is sufficiently
fixed in design; and (4) whether it has been
sufficiently disclosed by respondent dur-
ing discovery. See Two-Way Radio, 2018
WL 8648379 at *13-14.

Certain Human Milk Oligosaccharides and Methods of
Producing the Same, Inv. No. 337-TA- 1120, Comm’n
Op. at 18 (June 8, 2020) (“Oligosaccharides”). The Com-
mission clarified that it has a standing “policy in favor of
adjudicating redesigns to prevent subsequent and po-
tentially burdensome proceedings that could have been
resolved in the first instance in the original Commission
investigation” (id.) and, despite factor (2) in the excerpt
above, redesigns do not actually need to be imported at
all (id. at 18 n. 21); but see Certain Dental and Orthodon-
tic Scammers and Software, Inv. No. 337-TA-1144,
Comm’n Op. at 8 (Dec. 3, 2020) (confirming “affirmative”
evidence of importation is necessary for an accused
product)). As an example of the flexibility on this issue,
the Commission held in Oligosaccharides that two docu-
ments produced without explanation from the producing
party during fact discovery (and one, a patent applica-
tion containing no reference to the redesigned product
name) qualified as “sufficient” discovery under factor
(4). See 1d. at 14-15, 20-23. The Commission also held, in
a determination that adjudication of a redesign was war-
ranted, that evidence of actual importation outweighed
a request for admission (“RFA”) response that importa-
tion had not occurred. See id. at 15, 20.
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Three of the four factors enumerated above are not
in dispute. First, the Revised Roku Products are within
the scope of the investigation, which includes televisions,
set-top boxes, remote control devices, streaming de-
vices, and sound bars. See 85 Fed. Reg. 31211. The sec-
ond factor, importation, also is met. See RX-0652C
(Mendenhall Dep.) at 278:7-16; RX-0285 (FedEx label);
RX-0286 (FedEx tracking report); see also RPX-0001C
(design-around Roku Ultra); RPX- 0002C (design-
around Roku Streaming Stick); RPX-0003C (design-
around Roku Smart Soundbar). Mr. Mendenhall specifi-
cally testified that the three design-around products
“were imported from Cambridge, England.” RX-0652C
(Mendenhall Dep.) at 278:15-16. The fourth factor,
whether the product has been sufficiently disclosed by
Roku during discovery, is also met. Roku produced to
UEI a preliminary feature guide that describes the de-
sign-around functionality, produced two source code
files with the final version of the design-around, and pro-
duced physical products implementing the design-
around. RIB at 45. Roku also offered its expert, Mr.
Mendenhall, to testify about the design-around after it
was disclosed to UEL Id. UEI does not challenge the
sufficiency of this discovery, nor does it challenge the
first two factors. CIB at 5052.

The third factor, “fixed in design,” is in dispute, how-
ever. UEI argues that the Revised Roku Products are
not sufficiently fixed in design because “the actual im-
plementation of the Revised Roku Products is incon-
sistent with the description found in Roku’s feature
guide on the product (JX-0288C).” CIB at 50. Specifi-
cally, UEI submits that “the feature guide represents

that the remote setup flow will ||| G
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CIB at
50-561. However, UEI contends that, according to the
source code, the setup process will actually proceed-
to configure the re-
mote. See id. at 51. Thus, “the sole piece of non-source
code evidence as to how the products operate is incor-
rect, further demonstrating that the Revised Roku
Products are not fixed in design nor sufficiently dis-
closed.” Id.

Roku, on the other hand, argues that it “produced
three physical Roku Design-around Products which
UEI could - and its counsel did - inspect.” RIB at 43; see
RX-0023C at 8, 14. And Roku submits that whether the
feature guide is accurate is not relevant to the inquiry.
Roku states that “the source code itself is the actual im-
plementation of the Roku Design-around Products.”
RRB at 21. As Roku clarifies, “the Feature Guide was
only meant to be a high-level, preliminary description of
the features Roku planned to implement.” RIB at 44; Tr.
(Mendenhall) at 502:8-503:8, 504:1-16.

UEI also contends that the Revised Roku Products
are not sufficiently fixed in design “[b]ecause the source
code build in the [Revised Roku Products] will never be
present in any commercially imported or sold product.”
CIB at 52. UEI apparently bases this contention on the
allegation that “Roku has not taken any of the steps nec-
essary to release the Revised Roku Products to its fac-
tories.” Id. at 51. But this is not the test for showing that
an alleged redesign is sufficiently fixed. See, e.g., Certain
Unmanned Aerial Vehicles and Components Thereof,
Inv. No. 337-TA- 1133, Comm’n Op. at 24 (September 8§,
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2020) (“[T]he Commission does not require that a rede-
sign involve a commercial product in order to be adjudi-
cated.”).

Accordingly, the Revised Roku Products are suffi-
ciently fixed in design. Moreover, the prerequisites to
adjudication have all been established, and the Revised
Roku Products will be adjudicated.?

F. Infringement

UEI alleges that Roku directly infringes claims 1, 3,
11, 13, 14, and 15 of the 196 patent by making, using, of-
fering to sell, selling, selling for importation, and import-
ing the Roku Ultra, Revised Roku Ultra, Roku Sound-
bar, and Revised Roku Soundbar (collectively the “Roku
196 Accused Products”). CIB at 34. Originally, UEI also
accused the Roku Streaming Sticks of infringing the 196
patent; however, these products are no longer accused
of infringement. RIB at 38. For the reasons discussed
below, UEI has shown infringement of claims 1, 3, 11,
and 13-15 by certain products.

Claim 1 of the 196 patent is the only independent
claim asserted, claims 3, 11, and 13 depend directly from
claim 1, and claims 14 and 15 depend from claim 13. The
196 patent relates to systems for “appliance control via
use of a controlling device, such as a remote control,
smart phone, tablet computer, ete.” JX-0005 (196 patent)
at 1:67-2:1. The 196 patent teaches that a Universal Con-
trol Engine (“UCE”) selects the best method of sending

2 Roku presents no evidence, and does not claim, that it has revised
all accused products, including the Nemo, Marlin 4K, Chico, Little-
field, Gilbert, Cooper, Austin, Tyler, Mustang, and Dallas (Tr.
(Mendenbhall) at 521:4-522:6). Thus, the only Revised Roku Products
at issue are the Roku Ultra (Bryan 2) and Roku Soundbar (Fruit-
land).
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commands to the target appliance - either through the
wired HDMI connection (which implements Consumer
Electronic Control, or “CEC,” protocols) between the
set-top box and the target appliance or through a path
directly from the set-top box’s remote controller to the
target appliance. Id. at Abstract, 2:7-45.

1. Functionality

The functionality of the Roku Ultra and Roku
Soundbar is described above. Roku submits that its re-
vised products “modify

to obviate UEI’s infringe-
ment arguments.” RIB at 41. According to Roku
“[wlhereas the original Roku Streaming Boxes and
Soundbars may the de-
sign-around products

Id., citing Tr. (Mendenhall)
498:1122’ Tr. (Lipoff) 556:18-557:1; RDX-0007C.30 (de-
sign-around flowchart); JX-0228C (Deign- Around Fea-
ture guide). UEI, however, submits that the Revised
Roku Products also have the feature that if |||l
- is unsuccessful (as indicated by the user feedback),
the Revised [Products] will prompt the user to manually
enter a brand and then proceed to |||i] with the
newly selected brand.” CIB at 38-40, citing Tr. (Menden-
hall) at 498:11-499:24.

2. Claim 1
a. Roku Ultra and Soundbar

The Roku Ultra and Soundbar are media streaming
devices (i.e., “first media device[s]”) that each possess a
system on a chip (i.e., “processing device”), an HDMI
port coupled to the processing device for communicating
with a second media device, a transmitter coupled to the
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processing device for communicating with a remote con-
trol device, and a memory device coupled to the pro-
cessing device for storing executable instructions. See
Tr. (Rosenberg) at 127:8-129:11. In fact, the only dis-
puted limitation is the last “wherein” clause of claim 1.
CIB at 40-42. UEI asserts that both the Roku Ultra,
which controls the power and volume functions of an at-
tached TV, and the Roku Soundbar, which controls the
power functions of an attached TV, meet this limitation
as summarized in the annotated claim (the Roku devices
and functionality are in bold brackets):

wherein the instructions, when executed by
the processing device, cause the first media
device [Roku Ultra or Soundbar] to be con-
figured to transmit a first command [mute
signal from Ultra or Power Off from Sound-
bar] directly to the second media device
[TV], via use of the high-definition multime-
dia communications port [via HDMI cable to
the TV], to control an operational function of
the second media device when a first data
[user indicates yes TV is muted or Off] pro-
vided to the first media device indicates that
the second media device will be responsive to
the first command, and cause the first media
device to be configured to transmit a second
data [code set to configure the remote con-
trol] to a remote control device, via use of the
transmitter, for use in configuring the remote
control device [configuring the remote to
send an IR mute command] to transmit a
second command [IR command] directly to
the second media device, via use of a commu-
nicative connection [IR] between the remote
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control device and the second media device,
to control the operational function of the sec-
ond media device when the first data [user
says TV is not muted or On] provided to the
first media device indicates that the second
media device will be unresponsive to the first
command.

Dr. Rosenberg testified that the Roku Ultra and
Soundbar receive user feedback to confirm the success
or failure of the test CEC command (is TV muted? or is
TV off?), which is passed into the function

CIB at 42, citing Tr. (Rosenberg) at 130:2-
131:17; 132:20-134:21. UEI asserts that the user feed-
back is the claimed “first data.” CIB at 42. If the CEC
test is successful (i.e.,, the user selected “yes” and a

the accused prod-
uct (the first media device) is configured to transmit
CEC commands (a first command) directly to the at-
tached TV (the second media device) via the HDMI con-
nection to control that TV. See Tr. (Rosenberg) at 130:2-
131:17.

If the first data instead indicates that the CEC test
was unsuccessful and the TV is not muted or turned off,
the user selects “no” and a

Tr. (Rosenberg) at 131:18-134:21. In this
situation, the Roku devices will send data (“test code
sets”) to the remote for use by the remote to send IR
commands from the Roku remote directly to the TV. Id.
UEI submits that the sending of code sets and com-
mands in this manner allows the remote to be “config-
ure[d]...to transmit a second command.” See CIB at 43;
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Tr. (Lipoff) at 548:19-24 (“So the IR command is auto-
matically sent . .. as soon as you enter no. And then if . .
. that works, the end user will confirm that . . . and you’ll
configure the remote to control the TV via IR codes.”).
The process is iterative; the Ultra and Soundbar may
transmit multiple codes to the remote to identify a work-
ing code set. See Tr. (Rosenberg) at 134:10-21 (“if the
CEC test was false . . . it would go through and configure
IR commands and ultimately arrive at an IR codeset
that works”); Tr. (Balakrishnan) at 772:4-9 (Q. “Okay.
You do know that the Roku products, though, do per-
form iterative testing of successive IR command codes
for use in configuring the remote control to connect an-
other device by IR; is that right?” A. “Well, it only does
it for televisions. Only one type of device, yes, one type
of device, yes.”). If no working code set is found, the user
may abandon the process or start over by identifying a
different brand. See Tr. (Lipoff) at 549:5-11.

Such evidence strongly supports UEI’s infringe-
ment allegations. For the first half of the “wherein” ele-
ment of claim 1, Roku’s expert, Mr. Lipoff, succinctly de-
scribes how both the Ultra and the Soundbar operate
consistently with that element:

[Y]ou start off with testing the CEC com-
mand at the top, and then you make a de-
termination with the branch to the left
where the user confirms the CEC actually
works, in which case you proceed to the
yes branch on the left and you configure
the [Roku product] according to CEC.

However, if that CEC command does not re-
sult in the [Roku product] being configured
by CEC, you take the branch to the right.
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Tr. (Lipoff) at 548:4-12 (referring to RDX-0007C.21),
549:12-14. Roku argues, however, that because the same
term - “first data” - is used in both the “responsive” and
“unresponsive” cases, claim 1 necessarily requires that
the data used to decide whether to send a command via
HDMI is the same data that is “used to decide whether
to send a command via configuring the remote control.”
RIB at 39. But according to Roku, the Ultra and Sound-
bar “do not configure the remote to control a second me-
dia device using the ‘first data’ as required by the claim.”
RIB at 39.

Roku mischaracterizes the claim’s requirements,
and to the extent Roku’s position implicates claim con-
struction, its proposed construction is rejected. The first
data is the original “yes” or “no” from the user indicating
whether the first HDMI test signal was successful: the
“first data provided to the first media device indicates
that the second media device will be” responsive or un-
responsive “to the first command.” JX-0005 (196 patent)
at cl. 1. Once that first data is sent to the first media de-
vice, it is “used to decide” which branch of the decision
tree to follow, HDMI/CEC or IR, and then becomes ir-
relevant. RIB at 39. That is precisely how the first data
is used in the Ultra and Soundbar. See Tr. (Lipoff) at
548:4-12. The first data is not used to “configure the re-
mote to control a second media device,” because that is
what the “second data” is for: the executed instructions
“cause the first media device to be configured to trans-
mit a second data to a remote control device . . . for use
in configuring the remote control device . . . to control
the operational function of the second media device.”
RIB at 39; JX-0005 (196 patent) at cl. 1.
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In other words, the executed instructions must
“cause the first media device to be configured” to per-
form a particular operation, namely, “transmit[ting] a
second data to a remote control device,” where the trans-
mitted second data is “for use in configuring the remote
control device” to perform its own particular operation,
namely, “transmit[ting] a second command directly to
the second media device . . . to control the operational
function of the second media device.” JX-0005 (196 pa-
tent) at cl. 1. There is no requirement that the second
data actually “change the configuration of the remote
control.” RIB at 39. It is enough that the second data is
“for use in configuring the remote control device” to per-
form its particular operation. JX-0005 (196 patent) at cl.
1.

Nor is there any limitation on when the “second
command” is sent or whether the “second command” is
demonstrably successful at “control[ling] the operational
function of the second media device.” JX-0005 (196 pa-
tent) at cl. 1. The claim requires that (1) the specific ex-
ecuted instructions cause the first media device to be
configured to transmit the second data, (2) the second
data is for use in configuring the remote control to trans-
mit a second command, (3) the purpose of the second
command is to control the operational function of the sec-
ond media device, and (4) the processing device executes
these specific instructions “when the first data . . . indi-
cates that the second media device will be unresponsive”
to HDMI/CEC. Id. It isirrelevant that there may be “ad-
ditional data” communicated between receipt of the first
data and (actual) transmission of the second data, so long
as the first media device is configured according to the
claim. RRB at 18. It is also irrelevant that the second
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data does not by itself “cause any changes to the config-
uration of the remote control,” so long as the second data
is “for use in configuring the remote control device” to
transmit a second command, and the purpose of the sec-
ond command is “to control the operational function of
the second media device.” Id.; JX-0005 (196 patent) at cl.
1.

Given this interpretation of the claim language - and
again, to the extent Roku’s position implicates claim con-
struction, its proposed construction is rejected - the evi-
dence shows that the Roku Ultra and Soundbar practice
the second half of the “wherein” clause. As Dr. Rosen-
berg explained:

Q. Now during the setup process, if the CEC
test fails, the Roku player then uploads the
test IR code to the remote, right?

A. Yes, it does.

Q. And then the remote transmits that test
IR code to the TV, right?

A. Tt does, but it’s not a blind repeating of
that. It changes it from WiF'i direct to make
a temporary configuration in that remote,
changes it to IR format, and then transmits it
in IR format.

Tr. (Rosenberg) 209:12-21. In other words, if the “first
data” indicates “unresponsive” (i.e., “if the CEC test
fails”), the “first media device” (i.e., “the Roku player”)
is “configured to,” and actually does, “transmit the sec-
ond data” (i.e., “the test IR code”) “for use in configuring
the remote control” (i.e., the test IR code is “upload[ed]
... to the remote”) to “transmit a second command” (i.e.,
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“the test IR code”), the purpose of which “to control the
operational function of the second media device.”

Although Mr. Lipoff does not agree that this process
qualifies as “configuration,” temporary or otherwise, his
description is very similar to Dr. Rosenberg’s:

Q. So in your opinion is the test command
used in configuring the remote control de-
vice?

A. No, there’s no configuration with respect
to how I think someone would understand
configuration.

There’s no config-
uration that occurs in either of the two micro-
controllers or anything in the remote at all.

Tr. (Lipoff) 553-12-21 (emphasis mine). Inasmuch as the
parties dispute whether “tak[ing] the RF coming from
the Roku Box [and] converting it to IR” qualifies as “con-
figuring” the remote control, the specification and Fig-
ure 2 of the 196 patent demonstrate that it does: “a setup
app . . . may be utilized . . . to mitially configure [the
claimed invention] for operation with the specific group
of appliances to be controlled, i.e., to communicate to
[the claimed imvention] a matching command code set
and capability profile for each particular appliance to be
controlled.” Id.; JX-0005 (196 patent) at 4:50-58 (empha-
sis added).

In short, receiving code set data via incoming RF
signals, and then converting it to be transmissible via
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IR, amounts to “configuring the remote control device to
transmit a second command,” as recited in claim 1. JX-
0005 (196 patent) at cl. 1. And it is beside the point
whether the code set data actually works, either the first
time or after multiple attempts, and the remote control
is thereafter configured some more to use that working
code set. See Tr. (Lipoff) at 548:2124 (“if that works . ..
you’ll configure the remote to control the TV via IR
codes”). As Dr. Rosenberg testified, the second data can
“be the first and the full provisioning or either one or
both.” Tr. (Rosenberg) at 137:11-13.

Accordingly, the evidence shows that the Roku Ul-
tra and Roku Soundbar infringe claim 1 of the 196 pa-
tent.

b. Revised Roku Products

The Revised Roku Products were the subject of tes-
timony from Roku’s expert, Mr. Lipoff, but apparently
not from UEI’s expert, Dr. Rosenberg. See CIB at 47-
48. Mr. Lipoff explained the operation of the Revised
Roku Products by reference to a block diagram:
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RDX-0007C.31. The process starts by

(Lipoff) at 557:7-10. “[O]nly after you’ve exhausted

Id. at 558:1-3. According to Mr. Lipoff’s
diagram, if the is successful, all the
equipment RDX-
0007C.31. UEI correctly asserts that this latter portion
of the process corresponds to the first half of the
“wherein” element of claim 1, because “the Revised
Roku Ultra and the Revised Roku Soundbar
of the attached TV in responm
CIB at 47; see Tr. (Lipoff) at 592:21-

593:3.
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The second half of the “wherein” element, however,
is implemented in the revised products rather differ-
ently. Claim 1 requires that the “executable instruc-
tion[s]” cause the first media device “to be configured to
transmit” either a “first command” or a “second data,”
depending on the content of the “first data.” JX-0005
(196 patent) at cl. 1. More precisely, “when the first data
... indicates that the second media device will be unre-
sponsive to the first command” (i.e., the user response to

is “No”), the “executable instruc-
tion[s]” must cause the first media device “to be config-
ured to transmit a second data to a remote control de-
vice” for configuring the remote control device. Id.;
RDX-0007C.31. But that is not how the executable in-
structions cause the accused first media devices (i.e.,
Roku Revised Products) to be configured; instead, the
Roku Revised Products are configured to transmit a
prompt to the user to select either “Give Up” or “Try
Again.” RDX-0007C.31.

Admittedly, in this process the Roku Revised Prod-
ucts [ G | is, they become
“configured to transmit a second data to a remote control
device . . . for use in configuring the remote control de-
vice to transmit a second command directly to the second
media device,” either initially or, at the user’s option, .
See RDX-0007C.31;
JX-0005 (196 patent) at cl. 1. According to UEI the ad-
dition of before the nor-
mal is of no moment to the
infringement analysis” because claim 1 does not preclude
tests prior to the claimed functionality. CIB at 47. Id.
UEI contends that the causes
the revised Roku product to present the user with -
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which in-
cludes sending the second data to the remote.” Id. at 48.

While the addition of an ||| I 2t the begin-
ning of the setup process is not the determinative factor

in the infringement analysis, the evidence does not show
that the Revised Roku Products infringe claim 1. The
“first data” as defined in the claim is not the data that
triggers the executable instructions to cause the Re-
vised Roku Products to transmit the second data (i.e.,
the test | ip to the remote control device a second
time. Instead, what triggers the sending of the

with a different identified
the processing device
not the same “first data” as that sent

The user’s request that
is

Therefore, the Revised Roku Products do not sat-
isfy the requirements of claim 1.

3. Dependent Claims 3, 11, and 13-15

The Revised Roku Ultra and Revised Roku Sound-
bar do not infringe the dependent claims, for the same
reason that they do not infringe claim 1. However, since
the original Roku Ultra and Soundbar do infringe claim
1, further analysis is necessary. UEI prepared a chart to
illustrate how each of these asserted claims re infringed.
See CIB at 49-50. The following is an updated version of
UETI’s chart, which eliminates discussion of the Revised
Roku Products.

Roku’s Infringe- Supporting
Claim ment Evidence

3. The first me- | The Roku Ultra, and | Tr. (Rosen-
dia device as Roku Soundbar (first | berg) at
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Roku’s Infringe- Supporting
Claim ment Evidence
recited in claim | media devices) trans- | 137:19-
1, wherein the | mit media data 138:15;
second media (video and audio), 138:16-25.
device com- thereby acting as
prises a media | media source de-
sink device for | vices, tothe TV (the
the first media | second media de-
device acting vice), which receives
as a media the media and
source device thereby acts a media
and wherein sink device,via the
the first media | HDMI port in the
device trans- Roku devices.
mits media
data to the me-
dia sink device
via use of the
high-definition
multimedia in-
terface com-
munications
port.
11. The first The Roku Ultra, and | Roku Ul-
media device Roku Soundbar in- tra: Tr.
as recited in clude WiFi transmit- | (Rosen-
claim 1, ters (Realtek berg) at
wherein the RTLS8812 for Ultra 128:7-12;
transmitter and Realtek JX-0102C.
comprises a ra- | RTL&8822/8811 for .
dio frequency Soundbar), which are r?‘?(n}g:;l;_

berg) at
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Roku’s Infringe- Supporting
Claim ment Evidence
(RF) transmit- | radio frequency (RF) | 129:4-§;
ter. transmitters. CX-0404C.
All: Tr.
(Rosen-
berg) at
137:19-
138:15;
139:1-10;
CX-0370C
(Daly) at
39:740:11;
50:11-54:1;
57:216.
13. The first me- |As part of the “Set up/All: Tr. (Ros-
dia device as re- remote for TV control”enberg) at
cited in claim 1, (functionality the Roku(130:2137:13;
wherein the first [Ultra and Roku Sound-{137:19-138:15;
data provided to bar receive feedback{139:11-21,
the first media [from the wuser as to[CPX-0115C;
device comprises whether the CEC testJX- 0024.

data indicative of
a success status
of a test com-
mand that was
transmitted to
the second media
device.

command that was
transmitted from the
Roku device to the TV
was successful. The user
selects from a menu
whether the TV muted
(Roku Ultra) or the TV
turned off (Roku Sound-
bar).
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Roku’s Infringe- Supporting

Claim ment Evidence
14. The first me- [The Roku Ultra and Roku Ultra:
dia device as re- [Roku Soundbar trans- JX-0102C.
cited 11:1 claim 13, mit a CEC test com- Soundbar:
wherein the test imand from the Roku CX-0404C.
command is device to the attached
transmitted to [TV via the HDMI port ({AllL: Tr. (Ros-
the second media fin the Roku device. enberg) at
device by the 130213713,
first media de- 13719-13815,
vice via use of 139:11-140:1,
the high-defini- JX-0222C.5.
tion multimedia
interface commu-
nications port.
15. The first me- [The Roku Ultra uses a [Tr. (Rosen-

dia device as re-
cited in claim 13,
wherein the test
command com-
prises a com-
mand transmit-
ted to test a vol-
ume functional
operation of the
second media de-
vice.

CEC mute command (a
volume functional oper-
ation) to test whether
CEC commands are op-
erable.

berg) at 130:2-
137:13; 137:19-
138:15; 139:11-
21; 140:2-9;
CPX-0115C;
J X-0024.

CIB at 49-50.

Roku does not dispute the allegations made in the
chart, and they are otherwise meritorious. See RRB at
20. Therefore, the Roku Ultra and Soundbar Accused
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Products infringe claims 3, 11, 13, and 14 of the 196 pa-
tent, the Roku Ultra further infringes claim 15, and the
Revised Roku Ultra and Revised Roku Soundbar do not
infringe any claim.

G. Domestic Industry - Technical Prong

1. The Samsung DI Products are
Protected by the 196 and 317 Pa-
tents

As noted, the Samsung DI Products are protected
by the 196 and 317 patents.

2. Samsung DI Products Practice
Claims 1 and 2 of the 196 Patent

UIE asserts that the Samsung TVs that include
UET’s QuickSet software and the Samsung smart re-
mote are the Samsung DI Products that practice claims
1 and 2 of the 196 patent. CIB at page 52. The repre-
sentative models are the Samsung RU8000 and TU8000
models.

a. Claim 1

As with the infringement analysis above, the only
dispute between the parties regarding the technical
prong of domestic industry issue is whether the Sam-
sung DI Products practice the last “wherein” clause of
claim 1. This is discussed below. For those remaining
limitations that are not in dispute, UEI has shown that
the Samsung DI Products practice the limitations as al-
leged in view of the testimony of Dr. Rosenberg, as
shown by the table below:
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Samsung DI | Supporting Evi-
Limitation Products dence
1. A first media The Sam- CX-0655
device, compris- sung DI
ing: Products are
media de-
vices. They
display me-
dia and pro-
duce audio.
[1(a)] a processing | The Sam- CX-0645C.10; Tr.
device; sung DI (Rosenberg) at
Products in- |173:10-15, 174:9-13.
clude a pro-
cessing de-
vice.
The Sam- CX-0647C.5; Tr.
[1(b)] a high-defi- | sung DI (Rosenberg) at
nition multimedia | Productsin- |[173:16-21, 174:9-13.
interface commu- | clude an
nications port, HDMI port
coupled to the pro- | that is cou-
cessing device, for | pled to the
communicatively processor for
connecting the connecting
first media device | the TV to a

to a second media
device;

second media
device.

[1(e)] a transmit-
ter, coupled to the
processing device,
for communica-
tively coupling the

The Sam-
sung DI
Products in-
clude a
transmitter

CX-0646C.19; CX-
0647C;

CX-0642.7; Tr.
(Rosenberg) at
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Samsung DI | Supporting Evi-
Limitation Products dence
first media device | that is cou- 173:22-174:2; 174:9-
to a remote con- pled to the 13.
trol device; and processing
device for
communica-
tively cou-
pling the TV
to the Sam-
sung remote
control.
The Sam- CX-0642; CPX-
sung DI 0118; Tr. (Rosen-
Products in- |berg) at 174:3-7,
clude a 174:9-13.
memory de-
[1(d)] a memory vice that is
device, coupled to | coupled to
the processing de- | the proces-
vice, having stored | sor that
thereon processor | stores exe-
executable in- cutable in-
struction; structions.
See CIB at 59.

The “wherein” clause is, again:

wherein the instructions, when executed by
the processing device, cause the first media
device to be configured to transmit a first
command directly to the second media de-
vice, via use of the high-definition multimedia
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communications port, to control an opera-
tional function of the second media device
when a first data provided to the first media
device indicates that the second media device
when the first data provided to the first me-
dia device indicates that the second media de-
vice will be responsive to the first command,
and cause the first media device to be config-
ured to transmit a second data to a remote
control device, via use of the transmitter, for
use in configuring the remote control device
to transmit a second command directly to the
second media device, via use of a communica-
tive connection between the remote control
device and the second media device, to con-
trol the operational function of the second
media device when the first data provided to
the first media device indicates that the sec-
ond media device will be unresponsive to the
first command.

JX-0005 (196 patent) at cl. 1. The Samsung DI Products
send CEC commands directly to peripheral devices such
as an AVR or cable box via the HDMI port to control
operational functions (e.g., volume, power) when the uni-
versal remote setup procedure determines that CEC
communications will successfully control those func-
tions. See Tr. (Rosenberg) at 163:4-172:6, 174:14-176:3.
The Samsung DI Products also configure the Samsung
smart remote (via Bluetooth) to transmit IR commands
directly to the peripheral devices (i.e., AVR or cable
box) when the universal remote setup procedure deter-
mines that CEC control will not work. See Tr. (Rosen-
berg) at 166:22-169:24.
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Roku asserts that UEI failed to prove that the Sam-
sung TVs containing QuickSet software practice claim 1,
primarily because no analysis of the source code showing
how the TVs actually operate was performed. RIB at 48.
Therefore, Roku argues, without the source code, there
is no way to show that the Samsung TV use the same
“first data” to determine whether to use CEC or IR con-
trol, and merely watching the operation results is spec-
ulation. Id. at 49. Roku also argues that Dr. Rosenberg’s
testing was not adequate because he did not observe all
branches of the clamed algorithm. See RIB at 49.

UET’s expert was not the only witness to discuss
how the representative Samsung TV containing Quick-
Set operates, however; the developer of the Quickset
software, Mr. Barnett, also testified as to how it oper-
ated. See Tr. (Barnett) at 32:6-19 (Mr. Barnett was “in-
strumental in the development of QuickSet” and has
worked on the product continuously, “all the way
through today”). He testified that the QuickSet software
used in the Samsung DI Products control rule controls
the setup procedure. See Tr. (Barnett) at 57:10-58:24.
Mr. Barnett testified that if the QuickSet control rule in-
dicates that a peripheral device (the second media de-
vice), such as a Denon AVR, will be responsive to CEC
then the Samsung TV will configure itself to issue CEC
commands, and if the control rule indicates that the
Denon AVR will not be responsive to CEC control then
the Samsung TV will proceed to IR configuration. See id.
at 59:3-23.

Overall, such evidence is sufficient to show that
claim 1 reads on the Samsung DI Products. Accordingly,
the Samsung TVs containing UEI’s QuickSet software
practice claim 1 of the 196 patent.
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b. Claim 2 - The first media
device as recited in claim 1,
where the second media de-
vice comprises a media
source device for the first
media device acting as a
media sink device and
wherein the first media de-
vice receives media data
from the media source de-
vice via use of the high-def-
inition multimedia interface
communications port.

Roku’s only argument regarding this claim is that
since claim 2 depends from claim 1, UEI “has failed to
show that the Samsung TVs practice claim 2 as well.”
RIB at 49. At the same time, though, UEI’s evidence is
thin. Dr. Rosenberg’s testimony regarding claim 2 is
conclusory, and his one demonstrative exhibit on the
topic merely identifies the Samsung TV as the first me-
dia device, two peripheral devices as the second media
devices, and HDMI cables connecting them. See Tr.
(Rosenberg) at 176:4-13; CDX-0002C.44. Nonetheless,
Dr. Rosenberg elsewhere identifies the second media
device, in one instance as a cable box. See Tr. (Rosen-
berg) at 175:1825. It stands to reason that there are nu-
merous instances of a Samsung TV (first media device)
being connected to a cable box (second media device) via
HDMI such the Samsung TV “receives media data” in
the form of TV signals from the cable box, the Samsung
TV thereby acts as a “media sink,” and the cable box
thereby acts as a “media source.”

Therefore, the Samsung TVs containing UEI’s
QuickSet software can and do practice claim 2 of the 196
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patent when connected to a media source controllable by
the Samsung TV, including a cable box.

H. Validity

Roku asserts that the 196 patent is obvious under 35
U.S.C. § 103 in view of the combination of U.S. Patent
Appl. Pub. No. 2012/0249890 to Chardon (RX-0488)
(“Chardon”) and Mishra (U.S. Patent Appl. Pub. No.
2001/0005197A) (JX-0316), and optionally HDMI 1.3a
(RX-1077). See RIB at 54. According to Roku:

Chardon discloses a multi-media gateway
and other media devices that control target
devices using an IR blaster or the HDMI-
CEC bus, as well as mechanisms that use
data (e.g., HDMI response or identity data) to
decide whether to use IR or CEC to control a
particular operation of a specific device

Chardon also discloses a remote control that
has a transceiver, and that receives, stores,
and transmits IR codes (id. § 43), but does
not explicitly teach that IR codes are sent
from a media device to configure the remote
control to control other devices. However,
Mishra discloses an intermediating device
that controls target devices by sending IR
codes and protocols to a remote control which
can then store and transmit (i.e., relay) the
IR codes to a target device . . . It would have
been obvious to modify Chardon to relay IR
codes through its remote control rather than
sending them through an IR blaster, based
on: (a) Chardon’s disclosure of a remote that
can receive/transmit IR codes, (b) Mishra’s
disclosure of a remote that relays IR codes
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through a remote control, (c) and the back-
ground knowledge of a POSA of the disad-
vantages of IR blasters as compared to relay-
ing.

RIB at 50 (internal citations deleted).

Although Chardon and the HDMI 1.3a reference are
cited on the face of the 196 patent, the prosecution his-
tory shows that Chardon was filed in an Information Dis-
closure Statement that contained over 50 other refer-
ences. CX-0152C.0070-75. Moreover, neither of these
references was ever substantively discussed during
prosecution of the 196 patent. See generally CX-0152C.
Thus, the disclosure of these references during prosecu-
tion does not limit the weight given to them.

1. Chardon

Chardon was filed on March 31, 2011, which is before
October 28, 2011, the earliest priority date of the 196 pa-
tent. See RX-0488 (Chardon). Thus, Chardon is prior art
under pre-ATA 35 U.S.C. § 102(e)(1).

Chardon relates to remote-control systems that are
“configured to operate on a variety of remote control
platforms, such as High Definition Multi-Media Inter-
face appliances.” RX-0488 (Chardon) at § 1. It discloses
various HDMI appliances 105 such as a display, set-top
box, and DVD player, “a multi-media gateway” 110, and
remote control device 115. Id. at {9 29-31, Fig. 1. All of
these have a “remote-control system 140” and “remote
control engine 145,” which can control the other devices
in the system. Id. at 1Y 6, 36, 38-41, 43, 45, Fig. 1; Tr.
(Russ) at 876:11877:17. The remote control engine is soft-
ware that selects the command code (IR or CEC) for
controlling a particular operation of a target device. See
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RX-0488 (Chardon) at Y 16, 26-27, 3940, 88; Tr. (Russ)
at 892:7-895:1.

Chardon discloses embodiments that choose be-
tween IR and CEC codes in one of two ways. First, the
“remote control system” may monitor the CEC bus for a
response issued from an HDMI appliance in response to
receipt and execution of a CEC command code, and if a
response is not issued from the HDMI appliance, the re-
mote control system determines an IR command code
that corresponds to the CEC command code for the
HDMI appliance, and transmits that IR command code
to the HDMI appliance to perform a function associated
with the CEC command code. RX-0488 (Chardon) at |9
12, 58, Fig. 5, elements 510-530; Tr. (Russ) at 896:3-25.
The remote control system stores the success or failure
of CEC commands and associates the target device with
CEC and/or IR codes for use in future attempts to con-
trol the same operation of that device. See RX-0488
(Chardon) at Abstract, 19 14, 20, 33-34, 58-59, 68; Tr.
(Russ) at 898:21-901:11.

Second, Chardon teaches that the remote control
system may obtain an EDID (Extended Display Identi-
fication Data Standard (EDID)) or CEC vendor ID from
a connected device, which can be used to determine
whether the second device will be responsive or unre-
sponsive to specific CEC commands. RX-0488 (Chardon)
19 10, 11, 20, 49, 50, 59. The remote control system (Roku
refers to this as the first media device) transmits this
CEC command directly to a target device (i.e., the sec-
ond media device) when the CEC vendor ID (i.e., first
data) indicates that the target device supports vendor
specific commands (i.e., will be responsive to the first
command). RIB at 51-52, citing RX-0488 (Chardon) at
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99 10, 12, 49, 62; Tr. (Russ) at 922:1-927:16. If it is “de-
termine[d] from the remote server that a given HDMI
appliance is not configured to receive CEC command

codes,” the system will “send IR command codes” in-
stead. RX-0488 (Chardon) at {9 60, 69.

2. Mishra

Mishra is prior art to the 196 patent under at least
pre-AIA 35 U.S.C. §§ 102(a), 102(b), and 102(e)(1) be-
cause it was filed on February 17, 2001 and published on
June 28, 2001, both dates being more than one year be-
fore October 28, 2011. JX-0316 (Mishra) at 22, 43. Mishra
is discussed above with respect to the 642 patent, the de-
tails of which need not be repeated. Roku contends that
Mishra “discloses that a set-top-box (system 12) sends
key codes to a remote control (Mishra’s RCU 18), which
saves those key codes for later use in controlling home
theater devices.” RIB at 52, citing JX-0316 (Mishra) at
38; Tr. (Russ) at 878:8-16.

3. HDMI 1.3a

HDMI 1.3a is prior art under at least pre-AIA 35
U.S.C. §§ 102(a) and 102(b) because it was published and
known on November 10, 2006, more than one year prior
to October 28, 2011. RX-1077 (HDMI 1.3a) at 1. The evi-
dence showing that it was published and known includes
evidence that it was available for download on the Inter-
net, without confidentiality restrictions, and that those
working in the field were aware of its availability and
contents. See Tr. (Venuti) at 618:16-619:22, 623:11-625:4,
626:7-627:7; RX-1103 (Venuti Decl.) at RX-1103.0001-
0007, RX- 1103.0287-0288; Tr. (Russ) at 879:7-15, 886:3-
14.

HDMI 1.3a discloses an interface and cable for
transmitting audiovisual signals among various devices
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in a home theater, including a CEC line for sending con-
trol and status information. RX-1077 (HDMI 1.3a) at
RX-1077.0017, .0023-0024; Tr. (Russ) at 879:16-880:6.
HDMI sources (i.e., devices sending A/V content) can
determine the identity and characteristics of an HDMI
display by reading its EDID (Extended Display Identi-
fication Data Standard (EDID)), which happens “at the
moment of attachment” when the devices are physically
connected pursuant to HDMI’s “Hot Plug Detect” pro-
tocol. RX-1077 (HDMI 1.3a) at RX-1077.0024-25, 0067,
0128, .0134 (“A Source shall read the EDID ... to deter-
mine the capabilities supported by the Sink”); Tr. (Russ)
at 922:16-18, 969:9-21. When an HDMI source sends a
message to another device which is acknowledged and
does not result in a “feature abort,” the HDMI source
assumes the message has been “correctly received” and
“acted upon.” RX-1077 (HDMI 1.3a) at RX- 1077.0192;
Tr. (Russ) at 921:2-17, 886:21-887:3.

4, Combination of Chardon, Mishra,
and HDMI 1.3a

Chardon discloses, among many other embodi-
ments, a “multi-media gateway” (i.e., “first media de-
vice”) that includes a “processor” (i.e., “processing de-
vice”), “transceivers,” a “memory” (i.e., “memory de-
vice”), and a “CEC bus” (i.e., HDMI “port”). JX-0005
(196 patent) at cl. 1; RX- 0488 (Chardon) at Y 38, 40,
Fig. 2. The transceivers, memory, and CEC bus are all
“coupled” to the processor, CEC command codes are
“communicated” over the CEC bus to “HDMI appli-
ances” (i.e., the HDMI “port” is “for communicatively
connecting the first media device to [] second media de-
vice[s]”), and the memory “may be configured to store
computer code” (i.e., the “memory device . .. ha[s] stored
thereon processor executable instruction[s]”), include
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code for a “remote-control engine.” JX-0005 (196 patent)
at cl. 1; RX-0488 (Chardon) at {9 39, 40, Fig. 2. This em-
bodiment, although it is called a “remote-control sys-
tem,” does not include a “remote control device”; Char-
don teaches other embodiments comprising a remote
control device, however. RX- 0488 (Chardon) at Y 38,
43.

As relevant to the 196 patent, Mishra discloses a
“system” (i.e., “first media device”), a “remote control
unit,” or RCU (i.e., “remote control device”), and a con-
trolled or target “device” (i.e., “second media device”),
where the system transmits IR codes to the RCU for re-
laying to the target device. JX-0005 (196 patent) at cl. 1;
RX-0316 (Mishra) at § 20. Roku contends that “Chardon
does not explicitly teach that IR codes are sent from a
[first] media device to configure a remote control to con-
trol [second media] devices,” and that Mishra fills this
gap. RIB at 50.

a. Limitation 1(¢c) - “a trans-
mitter, coupled to the pro-
cessing device, for commu-
nicatively coupling the first
media device to a remote
control device”

UET’s first argument against obviousness is framed
as pertaining to limitation 1(c), relating to the “transmit-
ter,” but in fact it relates to other elements of claim 1, as
well. In summary, UEI contends that Chardon does not
disclose either the multi-media gateway sending com-
munications to the remote, or the remote control sending
communications directly to the target device. See CIB at
69. In other words, UEI asserts, although Chardon dis-
closes that the multi-media gateway has a transceiver,
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there is no teaching that the transceiver is used to com-
municate with the remote control, and that because of
this, and the lack of disclosure of programming the re-
mote control (a lack Roku apparently relies on Mishra to
remedy), Chardon offers no reason or motivation to send
communications from the multi-media gateway to the re-
mote control. See id.

Roku identifies Chardon’s “multi-media gateway
110” as either the claimed “first media device” or “sec-
ond media device,” the “various HDMI appliances 105”
as the claimed “second media device[s],” and the “remote
control device 115” as the claimed “remote control de-
vice.” CIB at 50; CRB at 28; RX-0488 (Chardon) at {9
29-31, Fig. 1. Again, Chardon discloses an embodiment
of a “remote-control system” that is “included in . . . the
multi-media gateway” and that comprises both IR and
RF transceivers, but that embodiment does not include
a separate remote control device or unit, and the trans-
ceivers transmit and receive signals between the multi-
media gateway and HDMI appliances, not between the
multi-media gateway and a remote control device. See
RX-0488 (Chardon) at {9 38, 40. And although Chardon
does disclose two embodiments where the remote con-
trol device “may be configured to transmit and receive
in IR, RF, ete.,” in one embodiment all the claimed hard-
ware is incorporated into the remote control rather than
the multi-media gateway, and in the other the “first me-
dia device” is an “HDMI display” rather than the multi-
media gateway. See id. at {9 43, 44. Roku fails to identify
any teaching in Chardon of “a transmitter” - as opposed
to a receiver or transceiver - “for communicatively cou-
pling the first media device” - i.e, the multi-media gate-
way - “to a remote control device” and with all the
claimed hardware components configured as required by
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claim 1 of the 196 patent. See CRB at 28; JX-0005 (196
patent) at cl. 1. So inasmuch as the “transmitter” re-
quirement is satisfied by the transceiver, the “communi-
cative[] coupling” is not achieved by transmission; and
inasmuch as the “communicative[] coupling” require-
ment is satisfied by reception, it does not involve the
transceiver acting as a “transmitter.” In short, this ele-
ment is not taught by Chardon.

To be sure, Chardon does disclose the remote con-
trol device communicating directly with a “first HDMI
appliance.” See RX-0488 (Chardon) at § 62. But that ap-
pliance is not a target device; in fact, it plays the role of
first media device normally played by the multi-media
gateway. See id. (“the first HDMI appliance receiving
the set of IR command codes [from the remote control
device] may transmit a set of CEC command code[s] to
a second HDMI appliance”). And the other embodiment
cited by Roku as disclosing direct communication be-
tween the remote control device and a target device does
not, in fact, include a remote control device. See CRB at
28, citing RX-0488 (Chardon) at § 40. So UEI is correct
that there is no reason in Chardon for the multimedia
gateway/first media device to transmit to the remote
control device, because the remote control device di-
rectly controls the multi-media gateway rather than any
target device. E.g., RX-0488 (Chardon) at § 5 (describ-
ing the need for “embedded” remote control systems).

b. Limitation 1(e) - wherein
the instructions, when exe-
cuted by the processing de-
vice, cause the first media
device to be configured to
transmit a first command
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directly to the second me-
dia device, via use of the
high-definition multimedia
communications port, to
control an operational func-
tion of the second media de-
vice when a first data pro-
vided to the first media de-
vice indicates that the sec-
ond media device when the
first data provided to the
first media device indicates
that the second media de-
vice will be responsive to
the first command, and
cause the first media device
to be configured to transmit
a second data to a remote
control device, via use of
the transmitter, for use in
configuring the remote con-
trol device to transmit a
second command directly to
the second media device,
via use of a communicative
connection between the re-
mote control device and the
second media device, to
control the operational
function of the second me-
dia device when the first
data provided to the first
media device indicates that
the second media device
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will be unresponsive to the
first command.

Chardon discloses an embodiment where the re-
mote-control engine, implemented on the multi-media
gateway, sends “a CEC command code to an HDMI ap-
pliance” and the HDMI appliance responds. RX-0488
(Chardon) at § 58, Fig. 5. It also discloses an embodiment
where the multi-media gateway queries the “HDMI dis-
play” for certain identification information, and the
multi-media gateway is thereafter “configured” to link
the identification to IR or CEC command codes for the
HDMI display. Id. at § 44.

UEI argues that because the multi-media gateway
is configured by default to control the HDMI appliance
by CEC, there is no further configuration of the multi-
media gateway after the response or identification infor-
mation (i.e., the “first data”) is received. See CIB at 70;
CRB at 29 (the response is the “first data” for “subse-
quent commands”). Although there does not appear to
be an express disclosure that the remote control engine
thereafter causes the multi-media gateway to be config-
ured to transmit a first command if the HDMI appliance
responds positively, it stands to reason that the remote
control engine would cause the multi-media device to
continue to control the HDMI appliance using
CEC/HDMI, as Dr. Russ testified. See Tr. (Russ) at
899:20-900:20; see also RX-0488 (Chardon) at § 59 (“the
method described above with respect to Fig. 5 is exe-
cuted if the remote control engine has ‘response’ infor-
mation that indicates that the HDMI appliance” will re-
spond to CEC command codes). And any such command
from the remote control engine would seemingly qualify
as “configur[ing]” the multi-media gateway “to transmit
a first command,” because it can include “storing in
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b2

memory pass information for the CEC command code.
JX-0005 (196 patent) at cl. 1; RX-0488 (Chardon) at § 14,
see Tr. (Russ) at 928:4-929:8.

So Chardon teaches the first half of the “wherein”
clause. As to the second half, Chardon teaches that the
multi-media gateway sends the IR codes directly to the
second media device. JX- 0488 (Chardon) at Y 38-40.
Chardon fails to teach or suggest “transmitting a second
data to a remote control device, via use of the transmit-
ter, for use in configuring the remote control device to
transmit a second command directly to the second media
device.” JX-0005 (196 patent) at cl. 1. Roku submits that
Mishra teaches this feature, and one skilled in the art
would be motivated to combine these references.

Specifically, Roku states that “Mishra’s system 12 is
an intermediating device configured to send IR ‘codes’
and ‘protocols’ (i.e., ‘second data’) to Mishra’s remote
control (RCU 18) via path 24 (i.e., a ‘communicative con-
nection’).” RIB at 67 (referring to JX-0316 (Mishra) at
99 20, 33, Fig. 1). Mishra teaches that system 12 (i.e.,
“first media device”) transmits control codes and proto-
cols to remote control 18 (i.e., “remote control device”),
either all at once or on an as-needed basis, so that when
the user presses a button, the remote control either in-
terrogates the system to obtain the needed codes and
protocols, or “fetch[es] the necessary codes from local
memory and send[s] a unidirectional infrared message ..
using the protocol that is also stored locally on the
RCU.” JX-0316 (Mishra) § 37-39; Tr. (Russ) at 938:10-
939:20. Thus, Roku asserts that Mishra’s “system 12
transmits second data (IR key codes and protocols) to a
remote control device (Mishra’s RCU 18) for use in con-
figuring it to transmit commands (z.e., IR messages) di-
rectly to another device.” RIB at 67. Additionally, as
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Roku notes in connection with dependent claim 11,
Mishra discloses an RF' transmitter coupled (via some
intervening components) to a chipset (i.e., “processing
device”) for communicatively coupling the system (i.e.,
“first media device”) to a remote control device. See JX-
0316 (Mishra) at 9 49-52; JX-0005 (196 patent) at cls. 1,
11.

c. The Scope and Content of
the Prior Art, the Level of
Ordinary Skill in the Art,
and the Differences Be-
tween the Prior Art and the
Claimed Invention

All the limitations of claim 1 of the 196 patent can be
found in Chardon and Mishra, although a certain amount
of cherry-picking is required to do so, because Chardon
and Mishra teach rather different processes. For in-
stance, Chardon’s remote control only works as such
when it has all the hardware recited in claim 1 of the 196
patent, whereas Mishra’s remote control works as such
all the time. See Tr. (Rosenberg) at 1239:1-6. In fact,
Chardon’s disclosed embodiments either do not include
a multi-media gateway (RX-0488 (Chardon) at § 12), or
do not include a remote control (RX-0488 (Chardon) at
19 40, 49, 68), or there can optionally be one but not the
other (RX-0488 (Chardon) at Y 44, 50, 51). As another
example, Mishra does not discuss HDMI or CEC, both
of which are central to Chardon. See Tr. (Russ) at
1012:10-16. Moreover, neither Chardon nor Mishra come
close to disclosing all the limitations of claim 1 sepa-
rately; Chardon comes closer, but Mishra is still needed
to identify a transmitter with the necessary features, a
remote control that receives second data from the first
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media device, and a remote control that may be config-
ured to transmit a second command directly to a second
media device.

So the differences between the claimed invention
and the prior art are more substantial here than with ei-
ther the 642 or 317 patents. Nonetheless, the scope and
content of the prior art does encompass all the limita-
tions of claim 1, and, as Dr. Russ implied, a skilled artisan
would have been capable of adding the transmitter and
remote control of Mishra to Chardon. See Tr. (Russ) at
940:5-942:3. And Dr. Russ opined that Chardon teaches
an “IR blaster,” which has “problems,” so a person of or-
dinary skill would have known to solve those problems
by using direct control with a remote. Id. at 941:7.

Admittedly, Chardon and Mishra are not especially
analogous to the 196 patent, for the reasons explained by
Dr. Rosenberg. See id. at 1233:22-1235:11. But they do
not have to be directed to the exact same problem to be
reasonably pertinent, nor do they need to be physically
combinable. See Orthopedic Equip. Co., 702 F.2d at 1013,
Tr. (Rosenberg) at 1241:10-15 (“you wouldn’t need to
have two units, one is enough”). Mishra states that its
“invention relates generally to remotely controlling elec-
tronic devices.” JX-0316 (Mishra) at § 1. Chardon’s in-
vention “relate[s] to a remote-control system configured
to operate on a variety of remote control platforms.” RX-
0448 (Chardon) at § 6. Moreover, both Mishra and the
196 patent seek to make improvements to remote con-
trols in a user friendly way. See JX-0316 (Mishra) at § 5;
JX-0005 (196 patent) at 2:4-5.
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Therefore, on balance Roku has made out a prima
facie case for obviousness as to claim 1 of the 196 patent
in view of Chardon and Mishra.?

d. Secondary Considerations
of Non-Obviousness

In sharp contrast to the 642 and 317 patents, the ob-
jective indicia of non-obviousness for the 196 patent are
substantial; indeed, they are dispositive. UKI asserts es-
sentially four items of evidence: (1) a Wall Street Journal
article published in 2016, that is, between filing and issu-
ance of the 196 patent; (2) a CNET article also published
in 2016; (3) witness testimony by Dr. Rosenberg; and (4)
witness testimony by Mr. Barnett, including certain doc-
umentation. See CIB at 76-78.

The evidence shows a long-felt but unmet need. Dr.
Rosenberg testified that the “proliferation of devices,”
operating over disparate communications methods, pre-
sented a problem, which the 196 patent solved specifi-
cally by “determining the best command control path for
any given device to have reliable user-friendly opera-
tion.” Tr. (Rosenberg) at 1247:7-14. Admittedly, Quick-
Set by itself contributed to solving this problem, but de-
termining the best command and control path, i.e.,
choosing between HDMI/CEC and IR, is specific to the
196 patent. See Tr. (Barnett) at 32:20-35:1; Tr. (Rosen-
berg) at 183:13-184:13 (describing the operation of
QuickSet). The presence of a long-felt but unmet need is
pithily summed up in the Wall Street Journal article:

3 Roku correctly asserts that HDMI 1.3a is “not necessary for the
conclusion of obviousness.” RIB at 58. Its teachings therefore need
not be addressed further.
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“Hallelujah! Samsung fixed the most annoying thing
about TVs! It only took 30 years!” JX- 0267 at 1.

The evidence shows praise by the industry. As
noted, the Wall Street Journal praised the technical so-
lution, and there is sufficient nexus to the 196 patent for
such praise to be pertinent. Specifically, the article
states:

The first time I set up the TV, it probed all
my devices via their HDMI cables.

Newer gadgets . . . it knew right off the
bat. For older ones, it asked me to identify
a brand or a model number.

Behind the scenes, the TV was labeling
each input and wirelessly teaching its re-
mote the language of its corresponding de-
vice . .. Some equipment uses infrared sig-
nals, while others communicate via HDMI
or Wi-Fi. Samsung’s TV and remote are
your universal translator.

JX-0267 at 2. The article also has a diagram showing
a Samsung TV (“first media device”), a remote control,
and various controlled devices (“second media de-
vice[s]”), including an Apple TV. Id.; JX-0005 (196 pa-
tent) at claim 1. The CNET similarly praised the Sam-
sung T'Vs, and similarly described the programming pro-
cess: “[ilf the device works with HDMI-CEC ... the TV
can recognize that and control it accordingly, [thereby]
operating the device via the HDMI connection.” JX-0282
at 4. If HDMI does not work, “the TV ... queries its da-
tabase and programs the IR (infrared) commands of the
TV remote automatically.” Id.
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The evidence shows widespread adoption. Dr. Ros-
enberg’s testimony, where he agreed that “the ‘196 pa-
tent [is] used often in the QuickSet embodiments,” is
somewhat conclusory. Tr. (Rosenberg) at 1248:15-19.
Mr. Barnett, however, summarized the process by which
QuickSet operates with the Samsung DI Products:

See generally Tr. (Barnett) at
55-59. UEI tracks Samsung’s use of QuickSet Cloud,
which is a measure of “operations per year, just for Sam-
sung customers,” and

See 1d. at 51:10-17; Tr. (Ros-

enberg) at 1248:1519.

As to all three objective indicia asserted by UEI,
there is a sufficient nexus to the 196 patent. The Wall
Street Journal article, and even more so the CNET arti-
cle, describe in general terms what is recognizably claim
1 of the 196 patent - but, significantly, not Chardon or
Mishra - and even considering the various other features
of QuickSet, Mr. Barnett’s explanation of how that soft-
ware works is also recognizably claim 1 of the 196 patent.
So Roku’s assertion that “UEI’s evidence falls far short
of showing a nexus” is not persuasive. RIB at 73. Nor
does Dr. Russ’ opinion undermine this conclusion. Char-
don does not solve the same long-felt need as the 196 pa-
tent, because it does not teach the same type of interac-
tions between a remote control and a first media device
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(see Tr. Russ at 964:23-966:12), nor does the fact that
QuickSet “us[es] features of the HDMI standard” to con-
trol and query devices mean that the HDMI standard is
capable of automatically configuring a remote control
based on the claimed “first data” (see id. at 970:16-
971:13). Dr. Russ’ opinion is otherwise conclusory (e.g.,
1d. at 980:12-16) or inconsistent with the underlying fact
evidence (see Tr. (Russ) at 967:5-20 (“one of the things
that’s appealing about QuickSet” is its IR database);
RX-0069C (Arling Depo.) at 134:8-13 (Q: Okay. But the
ability to control the wide variety of devices through a
complete IR database is at least one factor that’s rele-
vant to your customer[s’] decisions, isn’t it? A: Well, un-
fortunately, it’s a small factor.)).

On balance, UET’s evidence of secondary considera-
tions of non-obviousness is impressive, so much so that
it outweighs Roku’s marginal prima facie case of obvi-
ousness. Accordingly, and in view of all of the Graham
factors, Roku has not proven that claim 1 of the 196 pa-
tent is obvious.

e. The Dependent Claims

Roku does not assert that claim 2, which is practiced
by the Samsung DI Products, is invalid. Instead, its ob-
viousness arguments for the dependent claims pertain
only to those claims relating to infringement.
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Claim 3 - The first media device as
recited in claim 1, wherein the second
media device comprises a media sink de-
vice for the first media device acting as a
media source device and wherein the
first media device transmits media data
to the media sink device via use of the
high definition multimedia interface
communications port.

Chardon discloses the multi-media gateway receiv-
ing a “media stream” from a source, and then transfer-
ring “the media stream to an HDMI display or the like
for play thereon.” RX-0488 (Chardon) at § 74. UEI does
not separately dispute this point, but rather argues that
since the combination of Chardon, Mishra, and HDMI
1.3a does not render Claim 1 obvious, it does not render
Claim 3 obvious. CIB at 74.

Claim 11 - The first media device
as recited in claim 1, wherein the trans-
mitter comprises a radio frequency (RF)
transmitter.

UEI first argues that since the combination of
Chardon, Mishra, and HDMI 1.3a does not render Claim
1 obvious, it does not render Claim 11 obvious. CIB at
74. UEI also argues that “[a]s none of the prior art relied
upon by Roku discloses using an RF transmitter to com-
municate data to the alleged remote control via RF
Claim 11 is not rendered obvious.” CRB at 41. This is in-
correct. As noted, Mishra discloses that its “system 12”
includes an RF transceiver for transmitting to a remote
control. JX-0316 (Mishra) at § 52, Fig. 7.
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Claim 13 - The first media device
as recited in claim 1, wherein the first
data provided to the first media device
comprises data indicative of a success
status of a test command that was trans-
mitted to the second media device.

Claim 14 - The first media device
as recited in claim 13, wherein the test
command is transmitted to the second
media device by the first media device
via use of the high-definition multimedia
interface communications port.

Claims 13 and 14 are considered together because
the same disclosures in Chardon are relevant to both
claims. Namely, Chardon discloses “transmitting a CEC
command code to an HDMI appliance via an HDMI ca-
ble,” and “if a response is issued from the second HDMI
appliance, then storing in memory pass information for
the CEC command code.” RX-0488 (Chardon) at |9 14,
58. UEI argues that since the combination of Chardon,
Mishra, and HDMI 1.3a does not render Claim 1 obvious,
it does not render Claims 13 or 14 obvious. CIB at 75-76.
UEI also argues that CEC commands do not alone qual-
ify as test commands, because then every single CEC
command would be a test command. See id. But that is
what the 196 patent teaches: “[s]uch testing may take
the form of . . . monitoring of HDMI interface status
changes.” JX-0005 (196 patent) at 9:46-49; see Tr. (Russ)
at 1013:15-21.
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Claim 15 - The first media device
as recited in claim 13, wherein the test
command comprises a command trans-
mitted to test a volume functional opera-
tion of the second media device.

Chardon discloses that every CEC command is mon-
itored for a response, and that such monitored CEC com-
mands can include volume control: “other states ... may
be monitored by the remote-control engine such as . . .
the volume state.” RX-0488 (Chardon) at § 66. UEI ar-
gues only that since “the combination of Chardon,
Mishra, and HDMI 1.3a does not render Claims land 13
obvious, it does not render Claim 15 obvious.” CIB at 76.

f. Discussion

The additional features of the various dependent
claims are all disclosed in either Chardon or Mishra, so
as with claim 1, the scope and content of the prior art
weighs in favor of obviousness. However independent
claim 1 is not found to be obvious in view of secondary
considerations. Thus, its dependent claims, 3, 11, 13, 14,
and 15 (the latter two depending from dependent claim
13) also are not found to be obvious. See Ortho-McNeil
Pharm., Inc. v. Mylan Labs., Inc., 520 F.3d 1358, 1365
(Fed. Cir. 2008) (“But if claim 1 is not obvious [based on
secondary considerations] then claims 6-8 also cannot be
obvious because they all depend from a nonobvious
claim.”); In re Fritch, 972 F.2d 1260, 1266 (Fed.Cir.1992)
(“[D]ependent claims are nonobvious if the independent
claims from which they depend are nonobvious.”).

VII. DOMESTIC INDUSTRY - ECONOMIC
PRONG

In a patent-based complaint, a violation of Section
337 can be found “only if an industry in the United
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States, relating to the articles protected by the patent ...
concerned, exists or is in the process of being estab-
lished.” 19 U.S.C. § 1337(a)(2). Under Commission prec-
edent, this “domestic industry requirement” of Section
337 consists of an economic prong and a technical prong.
Stringed Instruments, Inv. No. 337-TA-586, Comm’n
Op. at 12-14. The complainant bears the burden of estab-
lishing that the domestic industry requirement is satis-
fied. See Certain Set-Top Boxes and Components
Thereof, Inv. No. 337-TA-454, Initial Determination at
294 (June 21, 2002) (not reviewed in relevant part).

The economic prong of the domestic industry re-
quirement is defined in subsection (a)(3) of Section 337
as follows:

(3) For purposes of paragraph (2),
an industry in the United States shall be
considered to exist if there is in the United
States, with respect to the articles pro-
tected by the patent, copyright, trademark
or mask work concerned -

(A) Significant investment in
plant and equipment;

(B)  Significant employment of
labor or capital; or

(C)  Substantial investment in its
exploitation, including engineering, re-
search and development, or licensing.

19 U.S.C. § 1337(a)(3). The economic prong of the do-
mestic industry requirement is satisfied by meeting the
criteria of any one of the three factors listed above. The
Commission has clarified that investments in plant and
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equipment, labor, and capital that may fairly be consid-
ered investments in research and development are eligi-
ble for consideration under subsections (A) and (B), in
addition to subsection (C). See Certain Solid State Stor-
age Drives, Stacked Electronics Components, and Prod-
ucts Containing Same, Inv. No. 337-TA-1097, Comm'n
Op. at 14 (June 29, 2018) (“Solid State Storage”).

UEI contends that its domestic investments “focus
largely on the significant and substantial investments of
its U.S. employees in developing, maintaining, and sup-
porting various aspects of Quickset.” CIB at 129. UEI
asserts that for the 196 and 317 patents, it relies on the
investments in the QuickSet Platform and Samsung DI
Products QuickSet integrations, and for the 642 patent,
it relies on the design and development of the UEI DI
Products and the UE 878 microcontroller contained in
the remotes. Id. As discussed above, the technical prong
of domestic industry was shown to exist for all three pa-
tents as of the filing of the complaint, although the claims
practiced by domestic industry for the 642 and 317 pa-
tents have been proven invalid.

A. Domestic Industry Investments

1. UEI Quickset Platform (SDK +
Cloud) Investments

UEI states that the QuickSet Platform is “central to
the enablement and embodiment of the exploitation of
the technology in the 196 and 317 Patents.” CIB at 130.
The QuickSet Platform is comprised of two primary ele-
ments: the QuickSet Software Development Kit (“Quick-
Set SDK”) and the QuickSet Cloud. See Tr. (Barnett) at
39:16-19; CDX-0078C.7. QuickSet SDK is the software
development kit, which is software provided to and in-
stalled onto the Samsung DI Products (among others),
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to implement QuickSet on end-user devices and for end
users to use QuickSet technology on those devices. See
Tr. (Barnett) at 40:3-19. According to Mr. Barnett,
QuickSet SDK undergoes successive development,
where each new version is based on the previous version
and adds “features, enhancements, [and] optimizations.”
Tr. (Barnett) at 47:18-48:16.

UEI explains that its QuickSet Cloud is a cloud-
based portion of QuickSet, including an online database
and a series of enhanced functionality beyond the SDK,
which “does the work in figuring out what devices are
located in the home theater, essentially through receiv-
ing the digital signature fingerprint from the QuickSet
SDK.” CIB at 130, citing Tr. (Barnett) at 40:20-41:7. UEI
further states that the Samsung DI Products
of times a year as they function
to support the QuickSet implementation on those TVs,

Id., cit-
ing Tr. (Barnett) at 51:4-17. Both the QuickSet SDK and
Cloud are necessary for Samsung’s implementation and
use of QuickSet in the Samsung DI Products. See Tr.
(Barnett) at 41:8-42:14.

UEI tracks the costs of its engineering and R&D in-
vestments by project code, in the ordinary course of
business, through UETI’s record keeping software called
“KeyedIn.” See, e.g., Tr. (Barnett) at 43:17-25, 45:7-47:3.
The information includes the labor costs tracked on a
project by project basis. See id. at 96:8-97:1.

To determine the labor costs for this investigation,
UEI selected “projects that only relate to QuickSet SDK

and Cloud.” CIB at. 131
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- See Tr. (Barnett) at 47:6-17 (identifying

SDK projects shown in CDX-0078C.11); 49:24-50:13
(identifying QS Cloud projects in CDX-0078C.12); JX-
0431C (containing SDK investments)). However, UEI is
not relying on version 4.0 through 4.6 to establish its do-
mestic industry. CRB at 68.

See Tr. (Bar-
nett) at 49:24-50:13 (identifying QuickSet Cloud projects
in CDX-0078C.12); JX-0431C (database containing in-
vestment figures for said projects)). Although Samsung
had not yet finished implementing some Cloud projects
at the time of the complaint, those features “were none-
theless provided and available to Samsung for use at
that time.” CIB at 131-132, citing Tr. (Barnett) at 50:8-
25, 93:21-95:14. Mr. Barnett explained this delay be-
tween delivery and implementation as the way Samsung
integrates software into the Samsung DI Products:
“Samsung “need[s] all the software well in advance that
can be integrated and tested. It goes through their own
QA cycle. They need lots of lead time.” Tr. (Barnett) at
95:2-5). The Samsung DI Products presently use all of
the features provided by these Cloud projects. See Tr.
(Barnett) at 50:23-25.

2. Samsung Customer Quickset In-
tegration Investments

In addition to investments in the QuickSet Platform,
UEI states that it invests in R&D projects “dedicated to
implementing and integrating QuickSet on Samsung DI
Products specifically, [and] tracks the Samsung DI
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Products integration investments by project code in the
ordinary course of business in its KeyedIn database.”
CIB at 132, citing Tr. (Barnett) at 60:15-61:4. Mr. Bar-
nett explained that these projects involve the integra-
tion of QuickSet implementations on the Samsung DI
Products. See Tr. (Barnett) at 60:15-61:23; CDX-
0078C.13. From 2012 to March 2020, UEI invested

in domestic R&D labor for these projects. See
Tr. (Barnett) at 61:5-23; CDX-0078C.13.

3. UEI DI Products (Remotes) In-
vestments

UEI designs and develops remote controls for use in
QuickSet for customers such as Dish Network, Netflix,
AT&T, and Verizon. See Tr. (Barnett) at 64:15-19; Tr.
(Prouse) at 265:25-266:6; CDX-0078C.14-.19. UEI se-
lected representative remote controls (the “UEI DI
Products”) as representative of UEI’s domestic industry
in the 642 patent with respect to Claim 19. See CIB at
132. These UEI DI Products were all designed and de-
veloped primarily in the United States by UEI employ-
ees. See Tr. (Barnett) at 65:6-20. UEI also developed the
UES878 microcontroller for use in smart remotes, includ-
ing the UEI DI Products. See Tr. (Barnett) at 66:5-12.

UEI tracks the UEI DI Products and UES878 chip
R&D investments in the ordinary course of business in
its KeyedIn program. See Tr. (Barnett) at 65:6-20, 66:5-
12. From 2016 through March 2020, UEI invested

in U.S. labor investments in the UEI DI
Products and an additional |||jjjjij in the UE878 mi-
crocontroller. See CX-1321C; CX-1322C.

4. Roku’s Objections

Roku advances several criticisms of UEI’s economic
prong case, other than significance and substantiality,
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which are addressed below. First, Roku argues that
UEI fails to properly allocate its investments related to,
and includes investments unrelated to, the Samsung DI
Products. See RIB at 126-32. Roku asserts that “the in-
disputable fact is that the QuickSet Platform contains a
wide range of features—many of which are not used on
the Samsung DI Products—and there are significant fac-
tual questions as to which projects resulted in features
actually implemented in the Samsung DI Products.”
RIB at 127, citing Tr. (Vander Veen) 1060:20-1062:6;
RDX-0010C.9-10 (Vander Veen demonstratives); Tr.
(Lipoff) 562:19-566:5, (Balakrishnan) 745:3-747:15.

But Mr. Barnett testified that for its domestic indus-
try UEI selected QuickSet projects that are “necessary”
for the functioning of Samsung DI Products. Tr. (Bar-
nett) at 48:17-49:1, 50:14-18, 61:20-23. Moreover, Dr.
Prowse testified that UEI only counted QuickSet invest-
ments that related to either “QuickSet SDK Cloud or
specifically to Samsung.” Tr. (Prowse) at 450:16-18.
Thus, UEI did not include “hundreds of QuickSet pro-
jects specific to other customers or in products not at is-
sue, such as Nevo Butler.” CIB at 134, citing Tr.
(Prowse) at 449:12-450:18; CDX-4C.22-26. Dr. Prowse
further testified that he counted only investments in the
QuickSet SDK for Samsung DI Products up to the ver-
sion (3.9) at the time of the Complaint. See Tr. (Prowse)
at 247:9-20. Finally, Dr. Prowse testified that for prong
B he allocated the QuickSet Platform investments by
generating a ratio of Samsung DI Products-specific in-
vestments to all customer-specific investments. See Tr.
(Prowse) at 402:19-405:20; Tr. (Barnett) at 63:15-18. And
the more a customer uses QuickSet, the more they use
and rely upon the QuickSet Platform (id.).” CIB at 134.
Thus, UEI asserts that based on this analysis, “Samsung



2402

comprised ] of all customer-specific investments
from 2014 to 2019.” CIB at 134, citing Tr. (Prowse) at
403:8405:7.

Roku further argues that UEI inappropriately in-
cluded investments relating to recently developed tech-
nology not actually implemented in the Samsung DI
Products. See RIB at 126 Specifically, Roku states that
UEI claims investments related to the “QuickSet Cloud
- Predictive Discovery Engine” (project number 30167),
which was not in products shipped at the time of the fil-
ing of the complaint. See RIB at 127-128, citing Tr. (Bar-
nett) 85:22-7.

But “Commission precedent is clear in stating that
any activities or investments prior to the filing of the
complaint are relevant to showing that a domestic indus-
try exists or is in the process of being established, re-
gardless of whether the product has been sold prior to
filing.” Certain Electronic Devices, Inv. No. 337-TA-847,
Order No. 18, at 4 (May 28, 2013) (denying motion in
limine to exclude investments related to products not
yet released at the time of the complaint)). While a do-
mestic industry must be measured at the time of the
complaint, that does not mean that investments made
prior to filing in future to-be released products do not
count. See id. Moreover, CX-1320C shows that project
number 30167 investment was ] which even if
disregarded has little effect on the finding that UEI has
a domestic industry.

Roku also argues that UEI inappropriately included
total investments over the past eight years, which in-
clude investments that were made before the March
2020 issuance of the 196 and 317 patents. RIB at 126. But
the priority dates of the 196 and 317 patents are October
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28, 2011 and September 8, 2005, respectively, and an in-
vention can be commercialized during the pendency of a
patent application. See CRB at 72.

Roku argues that the Samsung DI Products incor-
porate only QuickSet SDK version 3.4 and the RF4CE
feature of version 3.9. RIB at 132. But Mr. Barnett tes-
tified that each version of QuickSet was built on the pre-
vious version, and thus, by definition the Samsung DI
Products incorporated the older version of QuickSet:

Q. ..What does it mean to have the next ver-
sion of QuickSet? What are those develop-
ments, 1 when you determine that it’s a new
version of QuickSet?

A. A new version is developed based on the
previous versions. So we take the previous
released version, we add features, enhance-
ments, optimizations to that to create the
new follow-on release.

Q. So, again, QuickSet version 3.8, does that
build on all of your efforts in 3.77

A. Yes, it does.

Q. And all of your efforts in 2.7?
A. Yes.

Q. All of your efforts in 2.17

A. That’s correct.

Q. Are there any of these QuickSet projects
where you decided we're just going to de-
velop QuickSet all over again from scratch?

A. No.
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Tr. (Barnett) at 47:24-48:16. Thus, the previous project
versions were necessarily part of the Samsung DI Prod-
ucts’ implementation of QuickSet, and appropriately uti-
lized in the domestic industry calculation.

Roku also argues that “UEI’s overexpansive view
of its domestic industry also masks the declining trend
in UED’s asserted investments and artificially inflates
the level of its investments at the time of the filing of the
Complaint.” RIB at 133, citing Tr. (Vander Veen)
1068:10-1069:12; RDX-0010C.12 (Vander Veen demon-
strative). Roku argues that “projects are not ongoing in-
vestments and many of these project investments ended
several years ago,” and thus, at the time the complaint
was filed UEI’s domestic industry activities were mini-
mal. RIB at 133. But UEI continues to invest in the
QuickSet implementation on Samsung DI Products, as
even Roku’s expert acknowledges. See Tr. (Vander
Veen) at 1095:10-1096:2 (“I don’t believe that invest-
ments in QuickSet related to Samsung are being discon-
tinued.”).

Moreover, Dr. Prowse demonstrated that UEI

spent
on implementations for the Samsung DI

Products. See Tr. (Prowse) at 262:4-263:13. This is shown
below, based on CX-1320C:




243a

The Commission has stated that nothing requires
that a “complainant’s domestic industry investment at
the time of the filing of the complaint be increasing com-
pared to past years.” Certain Marine Sonar Devices,
Inv. No. 337-TA-921, Comm’n Op. at 63 (Dec. 1, 2015).
All a complainant needs to show is that there are past
expenditures and that it is “continuing to make qualify-
ing investments at the time the complaint is filed.” Cer-
tain Television Sets, Inv. No. 337-TA-910, Comm’n Op.
at 68 (Oct. 30, 2015). UEI has done this.

UETI’s summary of its domestic industry bases in the
QuickSet Platform, QuickSet Samsung Integration, and
UEI DI Products (remotes + chips), is provided below:
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JX-0431C; JX-0432C; JX-0433C; CDX78C.11-13; and Tr.
(Barnett) at 65:6-20, 66:912.

B. Significant Employment of Labor or
Capital under Prong B

1. “Significant” or “Substantial”

The next step in the evaluation of domestic industry
is to determine if the investment amounts identified
above are “significant,” as in subsections (A) (which is
not asserted by UEI) and (B), or “substantial,” as in sub-
section (C). The most recent precedential decision by the
Court of Appeals for the Federal Circuit addressing this
determination is Lelo, which restated law applicable to a
number of issues surrounding the economic prong of do-
mestic industry. See Lelo Inc. v. ITC, 786 F.3d 879, 883-
85 (Fed. Cir. 2015). In particular, the Federal Circuit
held that the statutory terms “significant’ and ‘substan-
tial’ refer to an increase in quantity, or to a benchmark
in numbers,” and “[a]n ‘investment in plant and equip-
ment’ therefore is characterized quantitatively, i.e., by
the amount of money invested in the plant and equip-
ment.” Lelo, 786 F.3d at 883. Continuing, the Federal

* As discussed, this investment will not be used in calculating UET’s
investments in DI Products.
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Circuit held “[a]ll of the foregoing requires a quantita-
tive analysis in order to determine whether there is a
‘significant’ increase or attribution by virtue of the
claimant’s asserted commercial activity in the United
States.” Id. In short, “[q]ualitative factors cannot com-
pensate for quantitative data that indicate insignificant
investment and employment.” Id. at 885. The Commis-
sion has since made clear that some sort of comparative
analysis must be made before significant or substantial
can be found. See, e.g., Certain Gas Spring Nailer Prod-
ucts and Components Thereof, Inv. No. 337-TA-1082,
Notice of Comm’n Determination at 3 (Dec. 12, 2019);
Certain Carburetors and Products Containing Such
Carburetors, Inv. No. 337-TA-1123, Comm’n Op. at 17-
19 (Oct. 28, 2019).

2. The 196 and 317 Patents

Considering subsection (B), “significant employ-
ment of labor or capital,” UEI states that it has a signif-
icant domestic employment of labor or capital in the
Samsung DI Products that practice the 196 and 317 pa-
tents through its investments in R&D labor in (1) Quick-
Set Platform (allocated to Samsung) and (2) Samsung DI
Products-specific QuickSet integration projects. See
CIB at 133. Based on Dr. Prowse’s analysis, Samsung
comprised - of all customer-specific investments
from 2014 to 2019. See Tr. (Prowse) at 403:8-405:7. UEI
submits that this number is “a conservative, reasonable
allocation as it was substantially less than a ‘sales-based’
allocation would be using QuickSet royalties.” CIB
at 134, citing Tr. (Prowse) at 405:17-406:3. Dr. Prowse
calculated [l in R&D labor allocated to the Sam-
sung DI Products practicing the 196 and 317 patents at
the time of the complaint, based in part on the testimony
of Mr. Barnett and Mr. Barnett’s spreadsheets. See Tr.
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(Prowse) at 406:18-407:9. As noted above, these figures
are sufficiently reliable to evaluate for significance un-
der subsection (B).

Quantitatively,

See Tr. (Prowse) at 257:21-258:23, 408:22-
409:25. Moreover,

See Tr. (Prowse) at 258.24- 259.15; see gener-
ally JX-0431C. Qualitatively, “without the investment,
the Samsung TVs wouldn’t practice the patent[s].” Tr.
(Prowse) at 259:16-260:11. As Mr. Barnett put it, Quick-
Set is “necessary” for the Samsung TVs to practice the
asserted patent claims. Tr. (Barnett) at 48.17-49:1, 50:14-
18.

Roku argues that UEI did not show that its Quick-
Set investments are significant in comparison to the
Samsung DI Products, “which are complex and expen-
sive consumer electronic devices,” and the “features
QuickSet purportedly enables are only a small part of
the Samsung DI Products.” RIB at 135, citing Tr.
(Lipoff) 562:19-566:11; (Balakrishnan) 746:2-13; (Prowse)
440:25-441:4. Roku cites no precedent for this argument,
and there is no clear relevance to the fact that the pa-
tented article (a first media device comprising a few
hardware components and implementing QuickSet soft-
ware) is incorporated into a larger apparatus.

Roku further argues that UEI’s investments are not
significant because “QuickSet may never be used in the
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Samsung DI Products,” if, for example, an end user con-
trols a connected device (e.g., cable box or DVD player)
with that device’s dedicated remote and does not con-
nect any other device to the Samsung DI Product (e.g.,
uses a Samsung TV without a cable box). RIB at 135, cit-
g Tr. (Lipoff) 565:4-566:5; (Balakrishnan) 747:5-15.
This may be relevant for claim 2 of the 196 patent, which
requires a second media device, but it is otherwise irrel-
evant; the Samsung DI Products practice claim 1 of the
196 patent, and the fact that a DI product need not be
used for its intended purpose is neither here nor there.

Roku further argues that UEI fails to show signifi-
cance because neither UEI nor Dr. Prowse compared
UET’s domestic investments in QuickSet to any other in-
vestments in the Samsung DI Products, whether by
Samsung or by another supplier of components or soft-
ware. RIB at 135-136. Roku reasons that a “comparison
is necessary to establish the significance or substantial-
ity of UEI’s investments, because the Samsung DI Prod-
ucts—not QuickSet—are the protected articles.” Id. But
the test for significance under prong B involves a com-
parative analysis of the complainant’s labor and capital
investments, not some other company’s investments.

Lastly, Roku argues that QuickSet is not an article
protected by the 317 and 196 patents. See RIB at 126,
131-32. That QuickSet is intangible is not dispositive,
and Roku’s reliance on ClearCorrect Operating, LLC v.
ITC, 810 F.3d 1283 (Fed. Cir. 2015), is misplaced. In that
case, the United States Court of Appeals for the Federal
Circuit was not discussing what defines a domestic prod-
uct, but rather whether “digital data that was trans-
ferred electronically, i.e., not digital data on a physical
medium such as a compact disk or thumb drive” is an
“article” as described in 19 U.S.C. § 1337(a). 810 F.3d at
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1290, 1296. The court held that digital data alone, as op-
posed to “digital data on a physical medium,” is not an
article under the statute. Id. at 1300. This holding simply
is not relevant here. Nor is the fact that QuickSet alone
fails to practice all the elements of any claim of the 317
and 196 patents, because the Samsung DI Products do
practice the claims when implementing QuickSet, and
the Samsung DI Products are licensed. See Certain
Multi-Stage Fuel Vapor Canister Systems and Acti-
vated Carbon Components Thereof, 337-T A- 1140, Initial
Determination at 116-17 (Jan. 28, 2020) (“Multi-Stage
Fuel Vapor Canister Systems”).

Overall, UEI’'s comparison of the number of UEI
R&D employees performing activities related to the
Samsung DI Products with the

See Tr. (Prowse) at
257:21-259:15. Accordingly, UEI has made significant in-
vestment in labor and capital under prong B for the 196
and 317 patents.

3. Remote Control Investments for
the 642 Patent

UEI asserts that it has demonstrated a significant
employment of labor or capital under prong B for the 642
patent through its domestic investments in R&D labor
in the design and development of the UEI DI Produects.
See CIB at 135-36. Quantitatively, Dr. Prowse calculated

dollars in domestic R&D labor from 2016
through March 2020 for prong B. See Tr. (Prowse) at
410:1-21; JX-0432C. Qualitatively, all the investments in
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question go to the critical activities in the design and de-
velopment of virtually every aspect of the UEI DI Prod-
ucts. See Tr. (Barnett) at 64:15-19; Tr. (Prowse) at Tr.
266:7-17.

Roku asserts that UET has failed to show that these
investments are significant in the context of its overall
business because the “asserted item numbers comprised
between |l of UETs originally claimed reve-
nues related to its Asserted Domestic Industry Remote
Products between 2017-2019.” RIB at 138. And, over this
same time period, this represents ‘ of
UET’s total asserted revenues.” Id. Furthermore, Roku
asserts that the UEI DI Products make up a small frac-
tion of UEI’s remote control business overall. Id. at 139,
citing RX-0641C (UEI remote revenue). Moreover, UEI
manufactures all of its remotes in foreign countries, but
it did not “provide a comparison between the alleged do-
mestic investments and manufacturing labor invest-
ments abroad—even as to the particular UEI DI Prod-
ucts at issue here.” Id., citing Tr. (Prowse) at 444:16-22.

Considering foreign manufacturing costs is not the
only factor the Commission examines in evaluating a
complainant’s economic prong calculations. “Commis-
sion precedent permits complainants to present evi-
dence of their U.S. investments using methods and ap-
proaches that are appropriate to the facts of a particular
investigation.” Certain Movable Barriers, Inv. No. 337-
TA-1118, Comm’n Op. at 23-26 (Jan. 12, 2021). “Thus,
while foreign manufacturing costs may be relevant to
proving that a complainant’s investments are significant
or substantial, [Respondent] has provided no authority
that compels a finding that domestic investments cannot
satisfy the domestic industry requirement in the ab-
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sence of presenting a comparison of foreign manufactur-
ing costs to a complainant’s U.S. investments.” Id. In
Certain Movable Barriers the Commission found that
Complainant’s domestic labor and capital investments
were “significant” because they supported “critical” and
“foundational” engineering, R&D, and technical support
for its DI products. Id. at 22. Similarly, in this case, UEI
established that its R&D investments in its remotes go
directly to the functionality necessary to practice the 642
patent, and thus, UEI met its burden to show that its
domestic investments were “significant” under prong B.

C. Substantial Investments in the Exploita-
tion of the Asserted Patents Under
Prong C

1. The 196 and 317 Patents

UEI asserts that its investments in engineering and
R&D labor are substantial under prong C. CIB at 136-
137. UEI further asserts that “there is no need to allo-
cate the engineering and R&D investments in the Quick-
Set Platform to the Samsung DI Products (e.g. Samsung
TVs) because . . . all of the R&D investments [have] a
strong and direct nexus to the claimed features of the
Asserted Patents.” Id., citing Certain Multi-Stage Fuel
Vapor Canister Systems at 218 (“The ‘nexus’ require-
ment for subsection (C) can be met through allocation to
patent-practicing articles, but it is not necessary, as
there is only a need to have a nexus to the asserted in-
tellectual property.”).

Dr. Prowse summarized his analysis of UEI’s in-
vestments under prong C for the 196 and 317 patents:
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CDX-4C.9, citing JX-0431C. Thus, UEI invested ap-

proximately in domestic engineering and
R&D for the 196 and 317 patents.

Dr. Rosenberg and Mr. Barnett explained the nexus
between these investments and both the patents and the
Samsung DI Products. See Tr. (Barnett) at 54:25-60:2
(discussing how QuickSet SDK and Cloud function on
and with Samsung TVs), 40:3-19 (SDK is the software
installed on Samsung TVs); Tr. (Rosenberg) at 163:4-
169:24 (explaining how QuickSet SDK operates as soft-
ware instructions for the 196 and 317 patents), 224:7-
227:2 (same). They also explained how QuickSet Cloud
provides the “control rule” for the Samsung DI Products
to practice claim 1 of the 196 patent. See Tr. (Barnett) at
5T:7-58:20 (explaining how control rules are developed
by UEI, maintained on the cloud, and delivered and used
by Samsung DI Products); Tr. (Rosenberg) at 167:18-23,
169:25-172:17 (explaining use of the control rule by Sam-
sung DI Products in practicing the 196 patent). They fur-
ther explained how QuickSet Cloud provides the com-
mand codes needed to practice claim 1 of the 317 patent.
See Tr. (Barnett) at 57:3-15 (explaining how Quickset
Cloud provides the specific code set information); Tr.
(Rosenberg) at 168:21-169:24, 175:18-25, 183:13-184:13
(discussing use of code sets in Samsung DI Products to
meet claim 1 of the 317 patent). And investments in
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QuickSet Samsung integration projects go directly to
the integration of the QuickSet platform onto the Sam-
sung DI Products, thus enabling them to practice the 196
and 317 patents. See Tr. (Barnett) at 60:15-61:23.

Quantitatively, approximately two-thirds of UEI’s
engineering and R&D investments the QuickSet Plat-
form and Samsung integration projects are carried out
in the U.S.:

See Tr. (Prowse) at 257:21-258:23; CDX-0004C.9. Moreo-

ver, a substantial portion of

See Tr. (Prowse)
at 258:24-259:15. Quantitatively, as noted, UEI’s invest-
ments go directly to the functionality necessary to prac-
tice many claimed elements of the 317 and 196 patents.
See Tr. (Prowse) at 259:16-260:5. Furthermore, mainte-
nance of the QuickSet Platform is necessary to promote
and sustain the commercial viability of the Samsung DI
Products. See Tr. (Barnett) at 61:20-23; Tr. (Prowse) at
248:4-9.
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Such evidence is sufficient to establish nexus, be-
cause QuickSet involves software and “software up-
dates” that result in practice of the asserted claims when
implemented on the Samsung DI Products. Certain Ma-
rine Sonar Devices at 65. As in Certain Marine Sonar
Devices, the “entirety of [Complainant’s asserted] ex-
penditures is attributable to [its] domestic investment in
research and development and engineering.” Id. at 64-
66. And because “the complainant is engaged in substan-
tial research and development involving the asserted pa-
tent[s]” - on average, over ||l per year between
2012 and 2020 - UET’s evidence is also sufficient to es-
tablish substantiality. Id. at 65-66. Roku’s remaining
criticisms regarding prong C are meritless. See RIB at
139-43.

Therefore, UEI has shown by a preponderance of
evidence that it has satisfied prong C for the 196 and 317
patents.

2. The 642 Patent

UEI asserts that its investments in engineering and
R&D related to the UEI DI Products and the UES78
chips are substantial. See CIB at 140-41. Quantitatively,

investment in R&D relat-
ing to the UEI DI Products and UES&7S8 chip have taken
place in the U.S. See Tr. (Prowse) at 398:22-399:19; CDX-
4C.17. Qualitatively, there is a strong nexus between
UETI's investments and exploitation of claim 19 of the 642
patent, and the investments involved the actual design,
development, and testing of the UEI DI Products and
UEST78 chip. See Tr. (Barnett) at 64:15-19; Tr. (Prowse)
at 266:7-17, 399:20-400:5. Roku asserts that UEI did not
offer evidence that its investments share a nexus to a
claim limitation of the 642 patent. See RIB at 143. This



argument, and Roku’s other arguments pertaining to
prong C, are meritless; the UES&78 chip plainly corre-
sponds to the microcontroller recited in claim 19 of the
642 patent. See id. at 143-44; Tr. (Barnett) at 54:16-17,
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65:21-66:1.

Thus, UEI has shown by a preponderance of evi-

dence that it has satisfied prong C for the 642 patent.
VIII. CONCLUSIONS OF LAW

1.

The Commission has in rem jurisdiction
over the Accused Products, electronic de-
vices, including streaming players, televi-
sions, set top boxes, remote controllers,
and components thereof.

The importation or sale requirement of
Section 337 is satisfied for Roku.

UEI has been shown to practice claim 19
of U.S. Patent No. 7,589,642.

UEI has been shown to practice claims 3,
6,9, and 11 of U.S. Patent No. 10,600,317.

UEI has been shown to have standing to
assert U.S. Patent No. 10,593,196.

UEI has been shown to practice claims 1
and 2 of the 196 patent.

The domestic industry requirement is sat-
isfied with respect to the 642 patent.

The domestic industry requirement is sat-
isfied with respect to the 317 patent.

The domestic industry requirement is not
satisfied with respect to the 196 patent.
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11.

12.

13.

14.

15.

16.

17.

18.

19.

20.
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Roku’s Elk Remotes directly infringe
claim 19 of the 642 patent.

Roku’s Alice Remotes do not infringe
claim 19 of the 642 patent.

Roku directly infringes claims 3, 6, 9, and
11 of the 317 patent.

Roku’s Ultra and Soundbar directly in-
fringe claims 1, 3, 11, 14, and 15 of the 196
patent.

Roku’s Revised Ultra and Soundbar do
not infringe the 196 patent.

Claim 19 of the 642 patent has been shown
to be invalid under 35 U.S.C. § 103.

Claims 3, 6, 9, and 11 of the 317 patent
have been shown to be invalid under 35
U.S.C. § 102 due to anticipation, invalid as
obvious under 35 U.S.C. § 103, and not pa-
tent eligible under 35 U.S.C. § 101.

Claims 1, 3, 11, 13, 14, and 15 of the 196
patent have not been shown to be invalid
under 35 U.S.C. § 103.

There is no violation of Section 337 with
respect to the 642 patent.

There is no violation of Section 337 with
respect to the 317 patent.

There is a violation of Section 337 with re-
spect to the 196 patent.
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IX. RECOMMENDED DETERMINATION ON
REMEDY AND BOND

The Commission’s Rules provide that subsequent to
an initial determination on the question of violation of
section 337 of the Tariff Act of 1930, as amended, 19
U.S.C. § 1337, the administrative law judge shall issue a
recommended determination concerning the appropri-
ate remedy in the event that the Commission finds a vi-
olation of section 337, and the amount of bond to be
posted by respondent during Presidential review of the
Commission action under section 337(j). See 19 C.F.R. §
210.42(a)(1)(ii).

The Commission has broad discretion in selecting
the form, scope, and extent of the remedy in a section
337 proceeding. Viscofan, S.A. v. Int’l Trade Comm™n,
787 F.2d 544, 548 (Fed. Cir. 1986). Under Section
337(d)(1), if the Commission determines as a result of an
investigation that there is a violation of section 337, the
Commission is authorized to enter either a limited or a
general exclusion order. 19 U.S.C. § 1337(d)(1). A limited
exclusion order (“LEQO”) instructs the U.S. Customs and
Border Protection (“CBP”) to exclude from entry all ar-
ticles that are covered by the patent at issue and that
originate from a named respondent in the investigation.
A general exclusion order instructs the CBP to exclude
from entry all articles that are covered by the patent at
issue, without regard to source. Certain Purple Protec-
tiwe Gloves, Inv. No. 337-TA- 500, Comm’n Op. at 5 (Dec.
22, 2004). Under section 337(f)(1), the Commission may
issue a cease and desist order (“CDO”) in addition to, or
instead of, an exclusion order. 19 U.S.C. § 1337(f)(1). The
Commission generally issues a cease and desist order di-
rected to a domestic respondent when there is a “com-
mercially significant” amount of infringing, imported
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product in the United States that could be sold, thereby
undercutting the remedy provided by an exclusion or-
der. See Certain Crystalline Cefadroxil Monohydrate,
Inv. No. 337-TA-293, USITC Pub. 2391, Comm’n Op. on
Remedy, the Public Interest and Bonding at 37-42 (June
1991); Certain Condensers, Parts Thereof and Prods.
Containing Same, Including Air Conditioners for Au-
tomobiles, Inv. No. 337-TA-334 (Remand), Comm’n Op.
at 26-28 (Sept. 10, 1997).

Additionally, during the 60-day period of Presiden-
tial review under 19 U.S.C. § 1337(j), “articles directed
to be excluded from entry under subsection (d) . . . shall
. . . be entitled to entry under bond prescribed by the
Secretary in an amount determined by the Commission
to be sufficient to protect the complainant from any in-
jury.” See 19 U.S.C. § 1337()(3). “The Commission typi-
cally sets the bond based on the price differential be-
tween the imported infringing product and the domestic
industry article or based on a reasonable royalty. How-
ever, where the available pricing or royalty information
is inadequate, the bond may be set at one hundred (100)
percent of the entered value of the infringing product.”
Certain Industrial Automation Systems and Compo-
nents Thereof Including Control Systems, Controllers,
Visualization Hardware, Motion and Motor Control
Systems, Networking Equipment, Safety Devices, and
Power Supplies, Inv. No. 337-TA-1074, Comm’n Op. at
13 (Apr. 23, 2019) (“Automation Systems”) (public ver-
sion) (citation omitted).

A. Limited Exclusion Order

Should a violation be found, UEI argues the Com-
mission “should issue an LEO containing the standard,
customary language used by the Commission, namely
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that the relief should be directed against infringing arti-
cles ‘manufactured by or on behalf of’ or ‘imported by or
on behalf of Roku and its related affiliates and subsidi-
aries.” CIB at 142. UEI further assets that “the exclu-
sion order should cover all components of the Accused
Products, as well as any products containing the Ac-
cused Products.” Id. UEI further explains that this
means that “the remedial orders should cover infringing
remotes that are imported and/or sold along with Roku
Players or other Roku devices.” Id. Specifically, “even
were Roku to import the remotes separately from a
Roku device, and kit them together in the United States
for sale, such activities should be covered by the exclu-
sion order.” Id. “It should also, by virtue of standard lan-
guage, cover scenarios where Roku imports products
with older (or no) software and flashes it onto products
after importation and/or sale.” Id. UEI further asserts
that no certification or service/repair exception should
be included in an LEO order. Id.

Roku states that an LEO is not warranted, but if is-
sued, the remedy should be restricted to an LEO “di-
rected only to the Accused Products that have been
proven to infringe a valid patent.” RIB at 144. Roku fur-
ther states that the LEO should “be specific to products
with the specific functionality of the Roku OS that have
been found to infringe.” Id. at 145. Roku further re-
quests that “where a violation is found with respect to
claim 19 of the ‘642 patent, the LEO should specifically
carve out non-accused RF-only, IR-only, and non-pro-
grammable RF/IR remote controls and include a certifi-
cation provision that allows for the importation of such
remote controls.” Id. Roku further submits that any
LEO “should contain an express exemption allowing for
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Roku to continue to provide [software] updates and ser-
vices to customers who already own” Accused Products.
Id.

Should the Commission find a violation, it is recom-
mended that a limited exclusion order issue. As for
Roku’s concerns over the non-accused RF-only, IR-only,
and non-programmable RF/IR remote controls, it is not
recommended the Commission include a standard certi-
fication provision within the LEO. According to the
Commission, “[t]he standard provision does not allow an
importer to simply certify that it is not violating the ex-
clusion order. Rather, CBP only accepts a certification
that the goods have been previously determined by CBP
or the Commission not to violate the exclusion order.”
See Certain Road Milling Machines and Components
Thereof, Inv. No. 337-TA-1067, Comm’n Op. at 15, 15 n.
5 (Aug. 7,2019) (citations omitted). Infringement by the
RF-only, IR-only, and non-programmable RF/IR re-
mote controls was not evaluated in this investigation and
a certification provision is not appropriate.

As for a warranty and repair exception, this in-
volves a consideration of the public interest. See e.g.,
Certain Two-Way Radio Equipment and Systems, Re-
lated Software and Components Thereof, Inv. No. 337-
TA-1053, Comm’n Op. at 31-32 (Dec. 18, 2018). Public in-
terest was not delegated to the administrative law judge
in this investigation. EDIS Doc. No. 685056. Accord-
ingly, no recommendation is provided on this issue.

Finally, Roku submits that because the PTAB is-
sued a F'inal Written Decision holding many of the claims
of the 642 patent and 389 patent to be unpatentable, the
Commission should suspend enforcement of any cease
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and desist orders to any such claims and those substan-
tially similar thereto pending any appeal of the PTAB’s
decision to the Federal Circuit. See RIB at 147. I do not
recommend that the Commission suspend enforcement.
The only claim that is even tangentially related to the
PTAB’s Final Written Decision is claim 19 of the 642 pa-
tent. The PTAB did not institute an IPR regarding this
claim and did not issue a Final Written Decision on this
claim. Thus, any decision by the Federal Circuit will
have no direct bearing on this claim.

B. Cease and Desist Order

Should a violation be found, UEI argues a CDO is
appropriate because Roku maintains and owns inven-
tory of accused products in the United States. CIB at
142, 143, citing JX-0067C (Slosek Depo.) at 33:9-18;
40:12-42:8; 47:7-12 (Roku owns and/or controls inventory
in U.S. at “JIT”; “JIT Consumer Direct”, “Contec” and
“In transit”); JPX-0027C | of U.S. inventory of Ac-
cused Products); CPX-0125C. UEI further states that
the inventory N o the
subset comprising the 196 Accused Products.” CIB at
143, citing JPX-0027C at lines 16-17, 44-94, 98.

In opposition, Roku argues UEI did not meet its
burden on the issue and, specifically, UEI “did not even
attempt to prove that Roku’s inventory is commercially
significant.” Id. at 73-74. However, Roku does not dis-
pute that it maintains ||| | g of inventory of
Accused Products in the United States.

Complainants bear the burden on the issue of cease
and desist orders. Certain Microfluidic Devices, Inv.
No. 337-TA-1068, Comm'n Op. at 23 (Jan. 10, 2020). Such
orders “are generally issued when, with respect to the
imported infringing products, respondents maintain
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commercially significant inventories in the United
States or have significant domestic operations that could
undercut the remedy provided by an exclusion order.”
Id. at 22-23 (citations omitted). The evidence demon-
strates ||| I of inventory are stored in the
U.S., which constitutes a significant inventory.

Accordingly, it is recommended that cease and de-
sist orders issue against Roku.

C. Bond

The Commission has held that “[t]he complainant
bears the burden of establishing the need for a bond”
during the Presidential Review period. See Robotic Vac-
uums, Inv. No. 337-TA-1057, Comm’n Op. at 68. UET as-
serts that the price of Accused Products “can vary dra-
matically”: $12 for Roku remote to $100 for a Roku Ultra
to $149 for a Roku Soundbar to thousands of dollars for
Roku TVs. CIB at 144, citing JPX-0025C; CPX-0127C;
CPX-0101C. UEI further asserts that Roku deflates the
prices of its products with a goal of monetizing its adver-
tising revenue, making the prices of its products unreli-
able as a basis for comparison. Id., citing JX-0066C
(Bright Depo.) at 101:21-102:20. Therefore, UEI asserts,
a reasonable royalty is not readily discernable because
there is no “standard” rate for licensing technology for
remote control of televisions or set top boxes. Id. UEI
submits that a 100% bond is thus appropriate to prevent
harm to UEI during the Presidential review period. Id.

UEI has not shown the need for a bond in the event
of a violation. While the Commission has made clear that
a 100% bond is appropriate when a price differential is
not practical or not possible given the record, the overall
focus is to protect the complainant from injury. Non-Vol-
atile Memory, Inv. No. 337-TA-1046, Comm’n Op. at 67,
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citing 19 C.F.R. § 210.50(a)(3). UEI offers no evidence
that it competes with Roku, and concedes that a reason-
able royalty is not ascertainable, and thus, no bond is
warranted. Certain Digital Video Receivers and Related
Hardware and Software Components, Inv. No. 337-TA-
1103, Comm’n Op. at 32 (May 13, 2020) (“The Commis-
sion agrees with the RD’s conclusion that Rovi failed to
justify the need for a bond, including that Rovi did not
establish an appropriate price differential in view of the
absence of reliable pricing information . . . or royalty
rate, where Rovi failed to show the role of these patents
in the portfolio patent licenses.”).

Accordingly, it is recommended that no bond re-
quirement should issue.

X. INITTIAL DETERMINATION AND ORDER

Based on the foregoing,® it is my Initial Determina-
tion that there is a violation of Section 337 of the Tariff
Act of 1930, as amended, 19 U.S.C. § 1337, in the impor-
tation into the United States, the sale for importation, or
the sale within the United States after importation of
certain electronic devices, including streaming players,
televisions, set top boxes, remote controllers, and com-
ponents thereof, in connection with the asserted claims
of U.S. Patent No. 10,593,196. It is also my Initial Deter-
mination that there is no violation of Section 337 of the
Tariff Act of 1930, as amended, 19 U.S.C. § 1337, in the

5 The failure to discuss any matter raised by the parties or any por-
tion of the Record herein does not indicate that said matter was not
considered. Rather, any such matter(s) or portion(s) of the Record
has/have been determined to be irrelevant, immaterial or meritless.
Arguments made on brief which were otherwise unsupported by
Record evidence or legal precedent have been accorded no weight.
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importation into the United States, the sale for importa-
tion, or the sale within the United States after importa-
tion of certain electronic devices, including streaming
players, televisions, set top boxes, remote controllers,
and components thereof, in connection with the asserted
claims of U.S. Patent Nos. 7,589,642 and 10,600,317.

Furthermore, it is my determination that a domestic
industry in the United States exists that practices or ex-
ploits U.S. Patent No. 7,589,642, 10,600,317, and
10,593,196.

I certify to the Commission this Initial Determina-
tion, together with the Record of the hearing in this in-
vestigation consisting of the following: the transeript of
the evidentiary hearing, with appropriate corrections as
may hereafter be ordered; and the exhibits accepted into
evidence in this investigation.$

Pursuant to 19 C.F.R. § 210.42(h), this Initial Deter-
mination shall become the determination of the Commis-
sion sixty (60) days after the date of service of the Initial
Determination, unless a party files a petition for review
of the Initial Determination within twelve (12) business
days after service of the Initial Determination pursuant
to 19 C.F.R. § 210.43(a) or the Commission, pursuant to
19 C.F.R. § 210.44, orders on its own motion, a review of
the Initial Determination or certain issues therein. Any
issue or argument not raised in a petition for review, or
response thereto, will be deemed to have been aban-

¢ The pleadings of the parties filed with the Secretary need not be
certified as they are already in the Commission’s possession in ac-
cordance with Commission rules.
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doned and may be disregarded by the Commission in re-
viewing the Initial Determination pursuant to 19 C.F.R.
§ 210.43(b) and (c¢).

Confidentiality Notice:

This Initial Determination is being issued as confi-
dential, and a public version will be issued pursuant to
Commission Rule 210.5(f). Within seven (7) days of the
date of this Initial Determination, the parties shall
jointly submit: (1) a proposed public version of this opin-
ion with any proposed redactions bracketed in red; and
(2) a written justification for any proposed redactions
specifically explaining why the piece of information
sought to be redacted is confidential and why disclosure
of the information would be likely to cause substantial
harm or likely to have the effect of impairing the Com-
mission’s ability to obtain such information as is neces-
sary to perform its statutory functions.”

" Under Commission Rules 210.5 and 201.6(a), confidential business
information includes information which concerns or relates to the
trade secrets, processes, operations, style of works, or apparatus, or
to the production, sales, shipments, purchases, transfers, identifica-
tion of customers, inventories, or amount or source of any income,
profits, losses, or expenditures of any person, firm, partnership, cor-
poration, or other organization, or other information of commercial
value, the disclosure of which is likely to have the effect of either
impairing the Commission’s ability to obtain such information as is
necessary to perform its statutory functions, or causing substantial
harm to the competitive position of the person, firm, partnership,
corporation, or other organization from which the information was
obtained, unless the Commission is required by law to disclose such
information. See 19 C.F.R. § 201.6(a). Thus, to constitute confiden-
tial business information the disclosure of the information sought to
be designated confidential must likely have the effect of either: (1)
impairing the Commission’s ability to obtain such information as is
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SO ORDERED.

/s/ Cameron Elliot

Cameron Elliot
Administrative Law Judge

necessary to perform its statutory functions; or (2) causing substan-
tial harm to the competitive position of the person, firm, partner-
ship, corporation, or other organization from which the information
was obtained.
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APPENDIX D

IN THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT
No. 2022-1386

ROKU, INC,,
APPELLANT,

V.

INTERNATIONAL TRADE COMMISSION,
APPELLEE,

UNIVERSAL ELECTRONICS, INC.,
INTERVENOR,

Appeal from the United States International Trade
Commission in Investigation No. 337-TA-1200.

ON PETITION FOR PANEL REHEARING AND
REHEARING EN BANC

Before MOORE, Chief Judge, LOURIE, DYK, PROST,
REYNA, TARANTO, CHEN, HUGHES, STOLL, and STARK,
Circuit Judges.!

Per Curiam.
ORDER

Roku, Inc. filed a combined petition for panel re-
hearing and rehearing en banc. Unified Patents, LL.C
requested leave to file a brief as amicus curiae which
the court granted. The petition was referred to the

! Circuit Judge Newman and Circuit Judge Cunningham did not
participate.
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panel that heard the appeal, and thereafter the petition
was referred to the circuit judges who are in regular
active service.

Upon consideration thereof,

IT IS ORDERED THAT:

The petition for panel rehearing is denied.

The petition for rehearing en banc is denied.

The mandate of the court will issue April 10, 2024.

April 3, 2024
Date





